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METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS COMMUNICATION NETWORKS 

Inventors: 

Tiejun Wang 
William E. Halal 
Tiehong Wang 
Ximing Wang 

CROSS REFERENCE TO RELATED APPLICATIONS 

[0001] This application is a continuation of United States application serial number 

11/165,341, filed on June 24, 2005 and entitled "Mobile Terminal Signal Conversion for 

External Display," which claims the benefit of provisional application serial number 

60/588,358, filed on July 16, 2004 and entitled "A Method and System for Displaying the 

Multimedia Information from Wireless Communications or Portable IT Devices." The entire 

contents of these applications are hereby incorporated by reference. 

BACKGROUND OF THE INVENTION 

1. Field of the Invention 

[0002] This invention relates generally to mobile terminals and related technology and 

more particularly to mobile terminal signal conversion for external display. 

2. Description of the Related Art 

(0003] Handheld mobile terminals (e.g., cellular phones, personal digital assistants 

(PDA)) continue to evolve both in terms of execution platform and functionality. It is 

believed that the much of the functionality provided by a personal computer (e.g., desktop or 

laptop) will ultimately become virtually available in handheld mobile terminals, which will 

allow users to work with and access multimedia information any time and anywhere. 
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[0004] For example, one particularly appealing advantage of the next generation 

wireless communication system and beyond (i.e., 3G, 4G, etc.) is the capacity to support high 

rate multimedia data services as well as conventional voice services. In a conventional 

cellular system a mobile terminal communicates with a base station wirelessly. Multimedia 

information including but not limited to television, 30 images, network games, and video 

phone calls is transmitted from various service providers and received for display on the 

screen of a mobile terminal. The net result of such a system is rich multimedia information 

being destined for display on the small screens typical of cellular phones (or the like). 

[0005] In these and similar systems, the mobile terminal functions as a multimedia 

terminal to display multimedia information (including high-resolution graphics and high

quality real-time audio/video) sent from high data rate wireless communications network. 

The limited size (e.g., 2x3") and capability of the mobile terminal screen may render 

enjoyment of the high rate data flow applications "inconvenient, and in some instances 

useless. One consequence of this inadequacy is likely shrinkage of the potential market size 

for handheld mobile terminals. Indeed, some have suggested that development of high data 

rate systems such as 3G systems may be pointless given the limitations imposed by the small 

screen. 

[0006] Some mobile units appear to provide a remote control function to an external 

display system. However, these do not appear to solve the small screen problem outlined 

above. That is, they do not accommodate display on a larger, external display of video and 

other multimedia information originally destined for the mobile terminal display screen. 

[0007] For example, one such interface accommodates usage of the mobile terminal as 

a remote control for a television, by feeding programming guide information to the mobile 

terminal. This is useful for allowing the programming guide to be viewed locally while the 
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larger screen displays a current program, but does not address to the above-described small 

screen problem. 

[0008] Although mobile terminals have been developed to include enhanced signal 

processing and related capabilities, user enjoyment is diminished by the limitations of the 

display provided with such mobile terminals. What is needed is a solution to the problem of 

diminished user enjoyment of mobile terminals because of display limitations. 
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SUMMARY OF THE INVENTION 

[0009] In accordance with the present invention, the multimedia signal destined for the 

mobile terminal is converted and provided to an external display system, so that the 

corresponding video and/or audio may be reproduced using the external system. 

[0010] It is believed that this feature will be useful in various environments, including 

but not limited to transportation environments such as planes, trains and automobiles; hotels; 

waiting areas; and any location where high data rate services can be more fully supported by 

external display terminals. 

[0011) According to one aspect, processing signals for reproduction by an external 

display terminal includes receiving a video signal that accommodates a video display on a 

first screen provided by the mobile terminal. The video signal is then processed to provide a 

converted video signal appropriate for an external display terminal that is separate from the 

mobile terminal. This converted video signal is then provided for the external display 

terminal to accommodate the corresponding video display on a screen provided by the 

external display terminal. 

[0012] The present invention can be embodied in various forms, including business 

processes, computer implemented methods, computer program products, computer systems 

and networks, user interfaces, application programming interfaces, and the like. 
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BRIEF DESCRIPTION OF THE DRAWINGS 

[0013] These and other more detailed and specific features of the present invention are 

more fully disclosed in the following specification, reference being had to the accompanying 

drawings, in which: 

[0014] FIG. 1 is a schematic diagram illustrating an example of a system in which 

mobile terminal signal conversion may reside in accordance with the present invention. 

[0015] FIG. 2 is a block diagram illustrating an example of a mobile terminal signal 

conversion module in accordance with the present invention. 

[0016] FIG. 3 is a block diagram illustrating another example of a mobile terminal 

signal conversion module in accordance with the present invention. 

[0017] FIG. 4 is a flow diagram illustrating an embodiment of a process including 

mobile terminal signal conversion in accordance with the present invention. 

[0018] FIG. 5 is a schematic diagram illustrating another example of a system in which 

mobile terminal signal conversion may reside in accordance with the present invention. 

[0019] FIG. 6 is a schematic diagram illustrating still another example of a system in 

which mobile terminal signal conversion may reside in accordance with the present 

invention. 

[0020] FIG. 7 is a schematic diagram illustrating examples of mobile terminal signal 

conversion applications in accordance with the present invention. 
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DETAILED DESCRIPTION OF THE INVENTION 

[0021] In the following description, for purposes of explanation, numerous details are 

set forth, such as flowcharts and system configurations, in order to provide an understanding 

of one or more embodiments of the present invention. However, it is and will be apparent to 

one skilled in the art that these specific details are not required in order to practice the present 

invention. 

[0022] FIG. I is a schematic diagram illustrating an example of a system I 00 in which 

mobile terminal signal conversion may reside in accordance with the present invention. 

[0023] Mobile terminal signal conversion accommodates displaying the high rate data 

flow multimedia information available in a wireless communication environment in an 

external device. This accommodates true realization and enjoyment of the benefits of the 

multimedia content. 

[0024] In one example, the multimedia information is provided to a wireless mobile 

terminal using so-called next generation cellular technology (i.e., 3G and 4G), which can be 

employed in transmitting multimedia information (e.g., rich graphics, real-time audio/video). 

Because of the relatively small screen size and low quality ear phones, for many applications 

the mobile terminal cannot adequately reproduce the high quality multimedia information 

that can be communicated using next generation technology with adequate clarity and 

satisfaction. Mobile terminal signal conversion in accordance with this embodiment of the 

present invention makes usage of a separate multimedia display terminal including but not 

limited to a monitor, television set, projector, or LCD display. These displays typically have 

video and audio reproduction capabilities that are superior to those found on mobile 

terminals. They also use a power supply that is separate from the mobile terminal. 
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[0025] Still referring to the system 100 iJlustrated in FIG. I, multimedia information 

may be provided by any number of service providers 102a-b and delivered through a network 

104 to a base station 106 to ultimately accommodate transmission of the multimedia 

information, among other things, to a cellular phone 108. This system 100 is provided by 

way of example, and it should be understood that any conventional or to-be-developed 

technology for delivering voice and/or data to mobile terminals may be provided. These 

wireless communication networks include but are not limited to a cellular communications 

network or a wireless local area network. 

[0026] Also illustrated is a typical external display system 114. This may also be 

variously provided and may be digital or analog. Examples of digital systems include 

HDTV, LCD and plasma. Examples of analog systems include television sets that implement 

standards such as NTSC, PAL, SECAM, and analog computer monitors (SVGA, VGA). The 

external display system 114 does not have the size constraints of the display screen on the 

cellular phone 108 and is preferably powered independently. 

[0027] In the illustrated embodiment, a mobile terminal signal conversion module 

(MTSCM) 112 resides within a separate housing 110, outside the cellular phone 108. 

[0028] The functionality of the MTSCM 112 is now further described with concurrent 

reference to FIG. 1 and the flow diagram of FIG. 4. 

[0029] The MTSCM 112 processes signals to accommodate reproduction by an 

external device. Specifically, a multimedia signal is transmitted to the cellular phone 108 

through the wireless communications network as previously described (step 402). The 

multimedia signal may include a video signal intended for reproduction by the cellular phone 

108, using the cellular phone display screen. For ease of description, processing of a video 
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signal is described, although it should be understood that any multimedia signal or 

component thereof may be converted in accordance with the present invention. 

[0030] The cellular phone 108 is connected to the MTSCM 110. This may be 

accommodated by a cable connection that interfaces the cellular phone 108 to the MTSCM 

112 housing 110. Through this connection, the MTSCM 112 receives the video signal from 

the cellular phone 108 (step 404). The video signal as received may be configured to 

accommodate a video display on the screen provided by the cellular phone 108. The cable 

connection is an example of a wired connection interfacing the cellular phone 108 to the 

MTSCM 112. An alternative wired connection is a seat that directly interfaces the two 

without a cable. A wireless connection may also be provided, although it may currently be 

less practical to provide than the wired connection because of the potential for high 

throughput rate requirements. The wireless connection may also implement any conventional 

known technology including but not limited to a Bluetooth connection. 

[0031] The MTSCM 112 processes the video signal to provide a converted video signal 

that has a display format and/or signal power level appropriate for an external display 

terminal 114 that is separate from the cellular phone 108 (step 406). The display format 

and/or signal power level of the external display terminal 114 may be different from that of 

the cellular phone 108 but there may also be embodiments where the format is the same. 

Even if the formats are the same, conversion of the signals to accommodate display on the 

external display terminal 114 would still be implemented to adjust the power level for driving 

the external display, and possibly to minimize throughput requirements. This signal 

conversion is described further with reference to FIGs. 2 and 3, below. 

[0032] Still referring to FIGs. 1 and 4, following signal conversion, the MTSCM 112 

provides the converted video signal to the external display terminal 114 to accommodate the 
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corresponding video display on a screen provided by the external display terminal 114 (step 

408). This may be accommodated through a connection between the MTSCM 112 housing 

110 and the external display terminal 114 as shown. 

[0033] As used herein, mobile terminal refers to typically handheld mobile devices 

such as cellular phones and personal digital assistants. Although these devices include an 

execution platform as well as input and display capabilities, such devices are distinguished 

from personal computers, such as desktop or laptop computers, which are not designed for 

convenient handheld usage. 

[0034] FIG. 2 is a block diagram illustrating an example of an MTSCM 200 in 

accordance with the present invention. The MTSCM 200 may be provided as software, 

firmware, hardware, or any combination thereof. 

[0035] Where the MTSCM 200 is provided as software, it operates in the context of an 

execution platform. That is, the MTSCM 200 includes instructions that are stored in memory 

for execution by a processor. Any conventional or to-be-developed execution platform may 

be used. The processor, memory, and related elements such as a power supply are well 

known and need not be described herein to convey an understanding of the invention. 

Additionally, FIG. 2 illustrates one modular breakdown for the components of the MTSCM 

200. It should be understood that the described functionality may alternatively be provided 

by an MTSCM having fewer, greater, or differently named modules from those illustrated in 

the figure. 

[0036] Additionally, although modules as shown to reside in a common location, it is 

noted that the functionality may reside in separate components of a system that includes a 

mobile terminal, an external monitor, and (optionally) an intermediate device housing the 

MTSCM and interfacing the mobile terminal and external monitor. In other words, the 
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overall functionality of the MTSCM may be separated such that portions of the overall 

functionality are respectively provided by the mobile terminal, separate intermediate housing, 

and/or the external display device. 

[0037] The MTSCM 200 may also be provided in the form of a chipset, configured for 

inclusion in a mobile terminal, dedicated separate signal conversion device, or external 

display terminal, and to provide the described mobile terminal signal conversion 

functionality. 

[0038) The MTSCM 200 includes a mobile terminal interface module 202, a signal 

conversion module 204, and an external device interface module 206. 

[0039] The mobile terminal interface module 202 accommodates receiving the 

multimedia signal from the mobile terminal. A conventional physical interface provides a 

connection between the MTSCM 200 and the mobile terminal through which the signals flow 

to the MTSCM 200. The mobile terminal interface module 202 recognizes the multimedia 

signal and stores the signal for processing by the remaining modules. Buffering and the like 

may be implemented to accommodate storage and signal processing, as described further 

below. 

[0040] The signal conversion module 204 is in communication with the mobile terminal 

interface module 202 and thus accesses the received multimedia signal. The signal 

conversion module 204 recognizes the multimedia signal format, and processes the 

multimedia signal to provide a converted si$nal. The converted signal may have a format and 

a signal power level that differs from the one used by the mobile terminal, as appropriate for 

one or more types of external devices to which the MTSCM 200 is connected. Various 

examples of the type of devices to which the MTSCM 200 may be connected are illustrated 

and described in connection with FIG. 3, below. 
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[0041] The external device interface 206 is in communication with the signal 

conversion module 204 and thus accesses the converted signal. The external device interface 

206 also allows connection to the external (e.g., display) device. The external device 

interface 206 may provide both the feeding of the converted signal to the external device, and 

driving the external device. Alternatively, the external device interface 206 may merely feed 

the converted signal to the external device, with the external device including internal 

elements for driving its signal reproduction (e.g., display) facilities. 

[0042] FIG. 3 is a block diagram illustrating another example of the MTSCM 300. The 

MTSCM 300 includes additional detail regarding the signal conversion aspect, and illustrates 

examples of differing types of external devices to which the MTSCM 300 may provide 

converted signals. The illustration and corresponding description are provided by way of 

example. Although numerous connections are illustrated, it should be understood that the 

present invention may be practiced in the context of providing as few as one, and as many as 

all of the listed connections. It should also be understood that there may be additional 

examples that are not listed herein, but which are encompassed by the teachings described 

herein. 

[0043] The MTSCM 300 includes an interface/buffer module 302 that is analogous to 

the previously described mobile terminal interface module. The buffer and interfacing are 

configured to accommodate signal processing by the remaining elements in support of the 

requirements and expectations of users of the multimedia signal output (e.g., adequate 

buffering and processing rate to provide real time audio/video). The mobile terminal video 

compression format may of course vary, but currently the most likely format is MPEG-1 or 

MPEG-2. Buffering and throughput rate may also be provided as desired by the designer. 

Currently, it is believed that 200 Mb is an adequate buffer size, although buffers of 500 Mb 
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or more may of course be provided. Additionally, a throughput rate of approximately 10 

Gb/s will be adequate for many current systems, but may be increased as demands and 

technology evolve. 

[0044] The Video Compress Decoder 304a receives the multimedia signal. The 

multimedia signal is typically provided in a compressed format to accommodate increased 

signal transfer rates. An example of a compression scheme is that provided by one of the 

MPEG standards (e.g., MPEG-1, MPEG-2, MPEG-4). The Video Compress Decoder 304a 

is configured to include the appropriate compression/decompression (CODEC) module to 

accommodate decompression of the received multimedia signal. For example, where the 

compression scheme is MPEG, the Video Compress Decoder 304a includes an MPEG 

CODEC to accommodate processing of such multimedia signals. 

[0045] As an alternative to provision of the Video Compress Decoder 304a in the 

MTSCM 300, the functionality may be provided within the cellular phone or other mobile 

terminal. However, this may be less practical because of the high bandwidth that would be 

required between the cellular phone and the MTSCM 300 to deliver the decompressed signal, 

and the corresponding likelihood of a larger buffer requirement for the MTSCM 300. 

[0046] The Video Compress Decoder 304a outputs a decompressed digital multimedia 

signal that is passed to the Digital/ Analog Video Encoder (DA VE) 304b and/or the 

Digital/Digital Video Encoder (DOVE) 304c. The DAVE 304b is configured to prepare 

signals for analog external display terminals 320, and the DOVE 304c is configured to 

prepare signals for digital external display terminals 322. The DA VE 304b and DOVE 304c 

respectively receive the decompressed multimedia signal and convert the signals to the 

format(s) and signal power level(s) required for the terminals to which they interface. 
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(0047] Examples of formats used by analog display terminals 320 include S-video, 

RGBHV, RGBS, and EIA 770.3 as illustrated. Similarly, the DOVE 304c provides output 

using standards such as DVI, DVI-D, HDMI, and IEEE1394. The signals respectively 

provided by the DA VE 304b and DOVE 304c are provided to the terminals through 

conventional interfaces 306a-b. The DA VE 304b functionality may be embodied as a video 

card that is configured accordingly. Examples of video cards that may be configured to 

provide the described functionality include but are not limited to the Diamond Stealth S60, 

ASUS V9400-X, or RADEON 7000. 

[0048] Ultimately, the signals are used to provide a display on the external display, as 

required according to the particular type of display. For example, the video data stream may 

be a digital RGB signal which represents the intensity of the red, green and blue light 

respectively at different position. This signal is converted to analog by a D/A converter. 

This converted analog signal is quantified to the voltage and format required by the standard, 

such as the input of cathode-ray-tube (CRT) monitor. This standard video signal will drive a 

set of electron guns, which produce a controlled stream of electrons to display of red, green 

and blue light respectively on a CRT screen. This is but one example and the present 

invention is not limited to a particular technology (e.g., CRT) for the external display. 

[0049] As described, in one embodiment the MTSCM may be independently housed 

separately from both the mobile terminal and external display terminal, with respective 

connections to the other devices to provide a system configuration that includes the three 

pieces of hardware (mobile terminal, conversion box, external display terminal). This 

configuration provides the flexibility of allowing any standard mobile terminal and/or display 

to be potentially interface with the MTSCM without imposing constraints on the mobile 
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terminal or external display terminal manufacturers. A possible drawback to this 

configuration is that additional hardware is introduced into the system. 

[0050] In lieu of the three component system, the MTSCM may be located in either the 

mobile terminal or the external display. FIG. 5 is a schematic diagram illustrates an example 

of a system 500 in which the MTSCM mobile terminal signal conversion may reside within 

the mobile terminal 508. The components ~nd functionality of the service providers 502a,b 

network 504 and base station 506 for delivering multimedia signals to the mobile terminal 

508 is the same as for the analogous elements of FIG. 1 and need not be re-described. 

Similarly, the external display terminal 514 may be any of the various types named above. 

[0051] The MTSCM 512 provides the same functionality described above. However, 

in contrast to residence in a separate housing, the MTSCM 512 is a component of the mobile 

terminal 508. A potential advantage of this system 500 is that, again, any standard equipment 

can serve as an external display terminal 514, without a constraint on the display 

manufacturer. Additionally, only a simple wired or wireless interface is required to connect 

the external display with the mobile terminal 508. This means, for example, that the user will 

not be required to carry a bulky conversion module in addition to their cellular phone. 

[0052] A potential drawback to this system 500 is that the execution platform of the 

mobile terminal 508 m'ly be designed to accommodate only traditional functionality, so for 

some systems it may be challenging to add the MTSCM functionality to the existing 

platform. Additionally, the MTSCM will consume power that may unduly exhaust the 

limited power supply offered by the mobile terminal 508 battery. It is useful for this 

embodiment to provide power to the mobile terminal 508 through the cable connection to the 

external display terminal 514, but again this may require modification to the mobile terminal 

508 as the existing charger interface may be insufficient. 
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[0053] FIG. 6 is a schematic diagram illustrating another example of a system 600, in 

which the MTSCM 612 resides within the external display terminal 614. As with FIG. 5, the 

components and functionality of the service providers 602a,b network 604 and base station 

606 for delivering multimedia signals to the mobile terminal 608 is the same as for the 

analogous elements of FIG. 1 and need not be re-described. 

[0054] Here, the mobile terminal 608 need only be connected directly to the external 

display terminal 614. However, in lieu of having the MTSCM 612 functionality reside within 

the mobile terminal 608, it is part of the external display terminal 614. The power supply and 

execution platform issues associated with placing the MTSCM 614 in the mobile terminal are 

resolved with this system 600, and any mobile terminal 608 can potentially be connected to 

any MTSCM-ready external display without requiring modification, other than provision of 

an output interface. A potential drawback of this configuration is that it adds a component to 

the standard external display terminal, and corresponding costs. 

[0055] FIG. 7 is a schematic diagram illustrating examples of mobile terminal signal 

conversion applications 700 in accordance with the present invention. These applications 

700 are provided by way of example, to give the reader an understanding of the potential 

contexts in which embodiments of the present invention may operate. The present invention 

is not limited to the disclosed applications, nor are all potential applications required for any 

given embodiment. 

[0056] The basic architecture for provision of the wireless communications signal and 

corresponding multimedia signal is as described above for the service providers 702a-b, 

network 704, base station 706 and mobile terminal 708. The MTSCM 710 may be separate 

or reside in the mobile terminal 708 or display terminal 712. Examples of applications 714 

where a larger screen and potentially superior audio may be enjoyed include video 
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conference, HDTV, games, GPS, and video on demand. Additionally, embodiments of the 

present invention will accommodate enjoyment of full multimedia capability in locations 716 

including vehicles, airports, hotels and remote resorts. Thus, for example, the present 

invention accommodates usage inside a vehicle, a plane or any type of transportation, 

enabling the passenger to browse the Internet, watch TV, play games, participate in a video 

conference or call, and work on all sorts of software with full functionality. 

[0057] Thus embodiments of the present invention produce and provide mobile 

terminal signal conversion. Although the present invention has been described in 

considerable detail with reference to certain embodiments thereof, the invention may be 

variously embodied without departing from the spirit or scope of the invention. Therefore, 

the following claims should not be limited to the description of the embodiments contained 

herein in any way. 
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CLAIMS 

1. A method for processing signals to accommodate reproduction by an 

alternative display terminal, the method comprising: 

receiving by a conversion module a video signal appropriate for displaying a video 

content on a mobile terminal, the video signal being received by the 

conversion module from a cellular network communication that is sent to the 

mobile terminal and then received by the conversion module; 

processing by the conversion module the video signal to produce a converted video 

signal for use by the alternative display terminal, wherein processing by the 

conversion module includes converting the video signal from a compression 

format appropriate for the mobile terminal to a display format for the 

alternative display terminal that is different from the compression format, such 

that the converted video signal produced by the conversion module comprises 

a display format appropriate for driving the alternative display terminal; and 

providing the converted video signal from the conversion module to the alternative 

display terminal to accommodate displaying the video content by the 

alternative display terminal. 

2. The method of claim I, wherein the mobile terminal is a cellular phone. 

3. The method of claim 1, wherein the mobile terminal is a personal digital 

assistant. 
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4. The method of claim 1, wherein receiving the video signal, processing the 

video to produce the converted video signal, and providing the converted video signal to the 

alternative display terminal is perfo~med using power from a source that differs from the 

internal power supply of the mobile terminal. 

5. The method of claim 1, wherein the conversion module resides in the 

alternative display terminal. 

6. The method of claim 1, wherein the video signal received is part of a 

multimedia signal that is received in the cellular network communication. 

7. The method of claim 1, wherein the alternative display terminal is an external 

display terminal. 

8. A system for processing signals to accommodate reproduction by an 

alternative display terminal, the system comprising: 

means for receiving a video signal appropriate for displaying a video content on a 

mobile terminal, the video signal being received from a cellular network 

communication that is sent to the mobile terminal and then received by the 

means for receiving the video signal; 

means for processing the video signal to produce a converted video signal for use by 

the alternative display terminal, wherein processing by the means for 

processing the video signal includes converting the video signal from a 

compression format appropriate for the mobile terminal to a display format for 
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the alternative display terminal that is different from the compression format, 

such that the converted video signal produced by the means for processing the 

video signal comprises a display format appropriate for driving the alternative 

display terminal; and 

means for providing the converted video signal to the alternative display terminal to 

accommodate displaying the video content by the alternative display terminal. 

9. The system of claim 8, wherein the mobile terminal is a cellular phone. 

10. The system of claim 8, wherein the mobile terminal is a personal digital 

assistant. 

11. The system of claim 8, wherein receiving the video signal, processing the 

video to produce the converted video signal, and providing the converted video signal to the 

alternative display terminal is performed using power from a source that differs from the 

internal power supply of the mobile terminal. 

12. The system of claim 8, wherein the means for receiving the video signal, 

means for processing the video signal to produce the converted video signal, and means for 

providing the converted video signal to the display terminal reside in a conversion module 

within the alternative display terminal. 

13. The system of claim 8, wherein the video signal received is part of a 

multimedia signal that is received in the cellular network communication. 
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14. The system of claim 8, wherein the alternative display terminal is an external 

display terminal. 

15. An apparatus for processing signals to accommodate reproduction by an 

alternative display terminal, the apparatus comprising: 

an interface module, which receives a video signal appropriate for displaying a video 

content on a mobile terminal, the video signal being received from a cellular 

network communication that is sent to the mobile terminal and then received 

by the interface module; 

a signal conversion module, in operative communication with the interface module, 

which processes the video signal to produce a converted signal for use by the 

alternative display terminal, wherein processing by the signal conversion 

module includes converting the video signal from a compression format 

appropriate for the mobile terminal to a display format for the alternative 

display terminal that is different from the compression format, such that the 

converted video signal comprises a display format appropriate for driving the 

alternative display terminal; and 

a device interface module, in operative communication with the signal conversion 

module, which provides the converted video signal to the alternative display 

terminal to accommodate displaying the video content by the alternative 

display terminal. 

16. The apparatus of claim 15, wherein the mobile terminal is a cellular phone. 
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17. The apparatus of claim 15, wherein the mobile terminal is a personal digital 

assistant. 

18. The apparatus of claim 15, wherein power to receive the video signal, process 

the video to produce the converted video signal, and provide the converted video signal to the 

alternative display terminal is from a source that differs from the internal power supply of the 

mobile terminal. 

19. The apparatus of claim 15, wherein the apparatus resides in the alternative 

display terminal. 

20. The apparatus of claim 15, wherein the video signal received is part ofa 

multimedia signal that is received in the cellular network communication. 
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METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULTIMEDIA 

INFORMATION FROM WIRELESS COMMUNICATION NETWORKS 

ABSTRACT of the DISCLOSURE 

Video signals for a mobile terminal are converted to accommodate reproduction by an 

alternative display terminal. The video signal is processed to provide a converted video 

signal appropriate for an alternative display terminal that is separate from the mobile 

terminal. This converted video signal is then provided for the alternative display terminal to 

accommodate the corresponding video display on a screen provided by the alternative (e.g., 

external) display terminal. 
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Docket No.: WAN-0001 

. IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Tiejun Wang et al. 

Application No.: 111165,341 

Filed: June 24, 2005 

For: MOBILE TERMINAL SIGNAL 
CONVERSION FOR EXTERNAL 
DISPLAY 

Confirmation No.: Not Yet · 
Assigned 

Art Unit: Not Yet Assigned 

Examiner: Not Yet Assigned 

SUBMISSION OF REVOCATION OF POWER OF ATTORNEY 
AND NEW POWER OF ATTORNEY 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Submitted herewith is a Revocation and New Power of Attorney for the above-identified 

application. 

Applicant believes no fee is due with this response. However, if a fee is due, please 

charge our Deposit Account No. 18-0013, under Order No. WAN-0001 from which the 
undersigned is authorized to draw. 

Dated: December 8, 2005 

By-=-~~:-:-::::-:--f--'-'~....+ 
Christopher M. To n 

Registration .: 40,290 
RADER, FISH v. & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 
Washington, DC 20036 
(202) 995-8779 
Attorneys for Applicant 
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Docket No.: WAN-0001 
80418-0001 (PA TEN1) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Tiejun Wang et al. 

Application No.: 111165,341 

Filed: June 24, 2005 

For: MOBILE TERMINAL SIGNAL 
CONVERSION FOR EXTERNAL 
DISPLAY 

Confirmation No.: Not Yet 
Assigned 

Art Unit: Not Yet Assigned 

Examiner: Not Yet Assigned 

REVOCATION OF POWER OFATTORNEY 
AND NEW POWER OF ATTORNEY 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

The undersigne~ having, on or about September 14, 2005, appointed 

COLLIER SHANNON SCOTT of Washington Harbour, Suite 400, 3050 K Street NW, 

Washington, DC 20007 as our attorney to prosecute an application for Letters Patent, 

which application was filed on June 24, 2005, for an invention entitled MOBILE 

TERMINAL SIGNAL CONVERSION FOR EXTERNAL DISPLAY, f\pplication No. 

11/165,341, hereby revokes the Power of Attorney then given, and hereby appoints the 

following attorneys and/or agents to prosecute this application and transact all business in 

the U.S. Patent and Trademark Office connected herewith: 

All practitioners at Customer Nilmber 23353. 
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Application No.: 11/165,341 Docket No.: W AN-0001 
80418-0001 

Address all. communications to: 

Christopher M. Tobin 
RADER. FISHMAN & GRAUER PLLC 
1233 20th St:re~t, N.W. 
Suite 501 . 
Washington, DC 20036 

-

-'--1--;;;;,..+-..=..--(-20-2)-955-3750- --;.:.,-.£ 
Dated: f .'.l/or/oi ~ 

. r Teijttn Waag T; e J t,{ If. 

William E. Halal 

Dated: _____ ___.._ 

Tiehong Wang 

o·ated: ------- XimingWang 

.2 

.· . 
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Application No.: 11/165,341 Docket No.: W AN·OOOl 
80418-000) 

Address all communications to: 

Dated: 

Dated: tz/ 

Dated: 

Dated: 

Christopher M. Tobin 
RADER, FISHMAN & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 
Washington, DC 20036 
(202) 955~3750 

r~&s;~\W 
William E. Halal 

Tiehong Wang 

XimingWang 

2 
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Applicati9Il No.: I 11165,341 Docket No.: WAN-0001 
80418-0001 

Address all communications to: 

Dated: 

Dated: 

Cluistopher M. Tobin 
RADER. FISHMAN & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 
Washington, DC 20036 
(202) 955-3750 

Dated: l.J o J · .JooS 

William E. Halal 

~s 
Tiehong Wang 

Dated: 
Ximing Wang · 

2 

Page 51 of 372



ApplicatioIJNo.: 1l/16S,34l Docket No.: WA.~..0001 
80413-0001 

Dated: 

Cbristophcr M. Tobin 
RAPE~ FISHMAN'· & 01\AU!l PLLC 
1233 20th StrOIJt, N.W. 
Suite SOl 
Washfnawn, DC .20036 
(202) 955·3750 

-------
Datcd: .. .-·------

Dated: ------- TIIAoqWaAg 

xJ~ we; 
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Docket No.: WAN-OOOllCON 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Continuation Patent Application of 
Application No.: 111165,341 of 
Teijun Wang et al. 

Application No.: Not Yet Assigned 

Filed: Concurrently Herewith 

For: METHODS, SYSTEMS AND APPARATUS 
FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

Confirmation No.: NIA 

Art Unit: NIA 

Examiner: Not Yet Assigned 

INFORMATION DISCLOSURE STATEMENT (IDS) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Submitted herewith on Form PT0-1449 or PTOISBI08 is a listing of documents known to Applicant in 
order to comply with Applicant's duty of disclosure pursuant to 3 7 CFR 1.56. Applicant respectfully 
requests that the listed documents be considered by the Examiner and formally be made of record in 
the present application and that an initialed copy of Form PT0-1449 or PTOISBI08 be returned in 
accordance with MPEP §609. 

[Z] As provided in 3 7 CFR § 1. 98( d), copies of the documents are not being provided 
since they were previously cited by or submitted to the Patent Office in parent 
application Serial No. 11/165,341 filed June 24, 2005. 

Concise Explanation of Relevancy of the Document 
(Fill out if no English translation, partial translation or English abstract is available) 

[Z] Any document having neither English translation nor English abstract relates to the 
subject matter of the above-identified application. English translation of the 
document is not readily available; however, the absence of such translations does not 
relieve the PTO from its duty to consider the submitted document (3 7 C.F .R. § 1. 98 
and MPEP §609). 
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Application No.: Not Yet Assigned Docket No.: WAN-0001/CON 

~ 1. This Information Disclosure Statement is being filed within three months of the U.S. 
filing date or within three months from the date of entry of the national stage as set forth in 3 7 
C.F.R. §1.491 in compliance with 37 C.F.R. §1.97(b), OR is being filed concurrent with filing of the 
Continued Prosecution Application (CPA) or the Request for Continued Examination (RCE). No 
fee is required (37 C.F.R. §l.97(b)). 

Dated: January 21, 2011 

By~+,..£~""4-----1--+=-~=====
Christopher 

Registrat' No.: 40,290 
RADER, FISHMAN & GRAUER PLLC 
Correspondence Customer Number: 23353 
Attorney for Applicant 

2 
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If the specification and drawings exceed 100 
APPLICATION SIZE sheets of paper, the application size fee due is 
FEE $270 ($135 for small entity) for each additional 0.00 
(37 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C. 

41 (a)(1 )(G) and 37 CFR 1.16(s). 
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TOTAL 
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TOTAL 
ADD'L FEE ADD'L FEE 

* If the entry in column 1 is less than the entry in column 2, write "O" in column 3. 
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*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3". 
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APPLICATION NUMBER FILING OR 3 71 (C) DATE 

12/929,408 01/21/2011 

23353 
RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adm"'· COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE 

Tiejun Ronald Wang W AN-0001/CON 
CONFIRMATION NO. 2646 

FORMALITIES LETTER 

111111111111111111111111]~!l]~~1~~1~~11~HHUI] 11111111111111111111111 

Date Mailed: 02/07/2011 

NOTICE TO FILE CORRECTED APPLICATION PAPERS 

Filing Date Granted 

An application number and filing date have been accorded to this application. The application is informal since 
it does not comply with the regulations for the reason(s) indicated below. Applicant is given TWO MONTHS 
from the date of this Notice within which to correct the informalities indicated below. Extensions of time may be 
obtained by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 

The required item(s) identified below must be timely submitted to avoid abandonment: 

•Replacement drawings in compliance with 37 CFR 1.84 and 37 CFR 1.121 (d) are required. The drawings 
submitted are not acceptable because: 

•The drawings submitted to the Office are not electronically reproducible because portions of figures 1, & 
5-7 are missing and/or blurry. 

Applicant is cautioned that correction of the above items may cause the specification and drawings page count to 
exceed 100 pages. If the specification and drawings exceed 100 pages, applicant will need to submit the required 
application size fee. 
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Replies should be mailed to: 

Mail Stop Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
https ://sportal. uspto .gov/authenticate/ AuthenticateUserlocal EP F. htm I 

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or 
visit our website at http://www.uspto.gov/ebc. 

If you are not using EFS-Web to submit your reply, you must include a copy of this notice. 

/megga/ 

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101 
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APPLICATION 
NUMBER 

12/929,408 

23353 

FILING or 
37l(c)DATE 

01/21/2011 

GRPART 

UNIT 

2617 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

FIL FEE REC'D 

545 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adm"'· COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

ATTY.DOCKET.NO TOT CLAIMS IND CLAIMS 

W AN-0001/CON 20 3 
CONFIRMATION NO. 2646 

FILING RECEIPT 

111111111111111111111111]~!l]~~1~~1~~11~HHH] 11111111111111111111111 

Date Mailed: 02/07/2011 

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination 
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the 
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection. 
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please 
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit 
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply 
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections 

Applicant( s) 
Tiejun Ronald Wang, La Jolla, CA; 
William E. Halal, Washington, DC; 
Tiehong Ann Wang, Arlington, VA; 
Ximing Wang, Beijing, CHINA; 

Assignment For Published Patent Application 
SellerBid, Inc., Arlington, VA 

Power of Attorney: The patent practitioners associated with Customer Number 23353 

Domestic Priority data as claimed by applicant 
This application is a CON of 11 /165,341 06/24/2005 
which claims benefit of 60/588,358 07 /16/2004 

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the 
USPTO. Please see http://www.uspto.gov for more information.) 

If Required, Foreign Filing License Granted: 02/04/2011 

The country code and number of your priority application, to be used for filing abroad under the Paris Convention, 
is US 12/929,408 

Projected Publication Date: To Be Determined - pending completion of Corrected Papers 

Non-Publication Request: No 

Early Publication Request: No 
** SMALL ENTITY ** 
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Title 

Methods, systems and apparatus for displaying the multimedia information from wireless 
communication networks 

Preliminary Class 

455 

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES 

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no 
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent 
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international 
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same 
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing 
of patent applications on the same invention in member countries, but does not result in a grant of "an international 
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent 
protection is desired. 

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an 
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ 
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific 
foreign countries to ensure that patent rights are not lost prematurely. 

Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must 
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application 
serves as a request for a foreign filing license. The application's filing receipt contains further information and 
guidance as to the status of applicant's license for foreign filing. 

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the 
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign 
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it 
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html. 

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish 
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative, 
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific 
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may 
call the U.S. Government hotline at 1-866-999-HAL T (1-866-999-4158). 

GRANTED 

LICENSE FOR FOREIGN FILING UNDER 

Title 35, United States Code, Section 184 

Title 37, Code of Federal Regulations, 5.11 & 5.15 

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
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the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under 
37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless 
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This 
license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter 
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national 
security or the export of technical data. Licensees should apprise themselves of current regulations especially with 
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of 
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and 
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of 
Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12, 
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed 
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35 
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 
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APPLICATION NUMBER FILING OR 3 71 (C) DATE 

12/929,408 01/21/2011 

23353 
RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adm"'· COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

FIRST NAMED APPLICANT 

Tiejun Ronald Wang 

ATTY. DOCKET NO./TITLE 

W AN-0001/CON 
CONFIRMATION NO. 2646 

POA ACCEPTANCE LETTER 

111111111111111111111111]~!l]~~1~~1~~11~UH~~1111111111111111111111111 

Date Mailed: 02/07/2011 

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY 

This is in response to the Power of Attorney filed 01/21/2011. 

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the 
above address as provided by 37 CFR 1.33. 

/yli/ 

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101 
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Docket No.: WAN-0001/CON 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Teijun Wang et al. 

Application No.: 12/929,408 
Confirmation No.: 2646 

Filed: January 21, 2011 
Art Unit: 2617 

For: METHODS, SYSTEMS AND APPARATUS 
FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

Examiner: Not Yet Assigned 

RESPONSE TO NOTICE TO FILE CORRECTED APPLICATION PAPERS 

MS Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Notice to File Corrected Application Papers Filing Date Granted 

mailed February 7, 2011, Applicant.r.~spectfully submits Replacement Drawings for Figures 1, 5-7, 

(subfigures are part of a single drawing) and Part 2 Copy of Notice. 

The Director is hereby authorized to charge any deficiency in the fees filed, asserted to 

be filed or which should have been filed herewith (or with any paper hereafter filed in this 

application by this firm) to our Deposit Account No. 18-0013, under Order No. WAN-0001/CON. 

Dated: March 2, 2011 

By~=--~~..L.L~::::::::~~-
Christop 

Regi ation No.: 40,290 
RADER, FISHMAN & GRAUER PLLC 
Correspondence Customer Number: 23353 
Attorney for Applicant 

. ---~ 
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'. ~· 

s PATENT AND TRADEMARK OFFICE 

APPLICATION NUMBER FILING OR 37l(C) DATE 

12/929,408 01/21/2011 

23353 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Add=r. COMMISSIONER FOR PATENTS 

P.O. Box I 4SO 
Alexandria, Vlrginia 22313-1450 
www.uspto.gov 

FIRST NAMED APPLICANT AITY. DOCKETNO.frITLE 

Tiejun Ronald Wang W AN-000 I/CON 
CONFIRMATION NO. 2646 

FORMALITIES LEITER 
RADER FISHMAN & GRAUER PLLC 

LION BU I LO, NG 11111111111H 11~ 11~~~~mt~~~~~1~~~~i~ 111111111111m1111111 
1233 20TH STREET N.W., SUITE 501 

WASHINGTON, DC 20036 f ;-~, !-' r-.-.-.-0-Q-C~'K-:. E=l:-:-:~-::-.--
11 

Q,mf '. 't O£.t / )f - {) O /<J . L:: •. :. -· '21/'111- / Date Mailed: 02/07/2011 

NOTICE TO FILE CORRECTED APPLICATION PAPERS 

Filing Date Granted 

An application number and filing date have been accorded to this application. The application is informal since 
it does not comply with the regulations for the reason(s) indicated below. Applicant is given TWO MONTHS 
from the date of this Notice within which to correct the informalities indicated below. Extensions of time may be 
obtained by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 

The required item(s) identified below must be timely submitted to avoid abandonment: 

•Replacement drawings in compliance with 37 CFR 1.84 and 37 CFR 1.121 (d) are required. The drawings 
submitted are not acceptable because: 

·The drawings submitted to the Office are not electronically reproducible because portions of figures 1, & 
5-7 are missing and/or blurry. 

Applicant is cautioned that correction of the above items may cause the specification and drawings page count to 
exceed 100 pages. If the specification and drawings exceed 100 pages, applicant will need to submit the required 
application size fee. 
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Replies should be mailed to: 

Mail Stop Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
https://sportal.uspto.gov/authenticate/AuthenticateUserlocalEPF.html 

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or 
visit our website at http://www.uspto.gov/ebc. 

If you are not using EFS-Web to submit your reply, you must include a copy of this notice. 

/megga/ 

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101 
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PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number 

Substitute for Form PT0-875 12/929,408 

APPLICATION AS FILED - PART I OTHER THAN 

(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY 

FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($) 

BASIC FEE N/A N/A N/A 165 N/A 
(37 CFR 1.16(a), (b), or (c)) 

SEARCH FEE N/A N/A N/A 270 N/A 
(37 CFR 1.16(k), (i), or (m)) 

EXAMINATION FEE N/A N/A N/A 110 N/A 
(37 CFR 1.16(0), (p), or (q)) 

TOTAL CLAIMS 20 
(37 CFR 1.16(i)) 

minus 20= x 26 = 0.00 OR 

INDEPENDENT CLAIMS 3 minus 3 = x 110 = 0.00 
(37 CFR 1.16(h)) 

If the specification and drawings exceed 100 
APPLICATION SIZE sheets of paper, the application size fee due is 
FEE $270 ($135 for small entity) for each additional 0.00 
(37 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C. 

41 (a)(1 )(G) and 37 CFR 1.16(s). 

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00 

* If the difference in column 1 is less than zero, enter "O" in column 2. TOTAL 545 TOTAL 

APPLICATION AS AMENDED - PART II 

OTHER THAN 

(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY 

CLAIMS HIGHEST 
REMAINING NUMBER PRESENT 

RATE($) 
ADDITIONAL 

RATE($) 
ADDITIONAL 

<( AFTER PREVIOUSLY EXTRA FEE($) FEE($) 
I- AMENDMENT PAID FOR z 
w Total Minus 

.. = 
OR ~ (37 CFR 1.16(i)) x = x = 

0 
Independent ... -z Minus x = OR x = w (37CFR 1.16(h)) 

~ Application Size Fee (37 CFR 1.16(s)) <( 

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR 

TOTAL 
OR 

TOTAL 
ADD'L FEE ADD'L FEE 

(Column 1) (Column 2) (Column 3) 

CLAIMS HIGHEST 
REMAINING NUMBER PRESENT 

RATE($) 
ADDITIONAL 

RATE($) 
ADDITIONAL 

Ill AFTER PREVIOUSLY EXTRA FEE($) FEE($) 
I- AMENDMENT PAID FOR z 
w Total Minus .. = x = OR 
~ (37 CFR 1.16(i)) x = 

0 Independent Minus ... = z x = OR x = w (37CFR 1.16(h)) 
~ Application Size Fee (37 CFR 1.16(s)) <( 

OR 
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) 

TOTAL 
OR 

TOTAL 
ADD'L FEE ADD'L FEE 

* If the entry in column 1 is less than the entry in column 2, write "O" in column 3. 
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20". 

*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3". 
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1. 
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APPLICATION 
NUMBER 

12/929,408 

23353 

FILING or 
37l(c)DATE 

01/21/2011 

GRPART 

UNIT 

2617 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

FIL FEE REC'D 

545 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adm"'· COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

ATTY.DOCKET.NO TOT CLAIMS IND CLAIMS 

W AN-0001/CON 20 3 
CONFIRMATION NO. 2646 

UPDATED FILING RECEIPT 

111111111111111111111111]~!l]~~1~~1~~11~U~~H] 11111111111111111111111 

Date Mailed: 03/16/2011 

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination 
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the 
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection. 
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please 
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit 
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply 
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections 

Applicant( s) 
Tiejun Ronald Wang, La Jolla, CA; 
William E. Halal, Washington, DC; 
Tiehong Ann Wang, Arlington, VA; 
Ximing Wang, Beijing, CHINA; 

Assignment For Published Patent Application 
SellerBid, Inc., Arlington, VA 

Power of Attorney: The patent practitioners associated with Customer Number 23353 

Domestic Priority data as claimed by applicant 
This application is a CON of 11 /165,341 06/24/2005 PAT 7,899,492 
which claims benefit of 60/588,358 07 /16/2004 

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the 
USPTO. Please see http://www.uspto.gov for more information.) 

If Required, Foreign Filing License Granted: 02/04/2011 

The country code and number of your priority application, to be used for filing abroad under the Paris Convention, 
is US 12/929,408 

Projected Publication Date: 06/23/2011 

Non-Publication Request: No 

Early Publication Request: No 
** SMALL ENTITY ** 
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Title 

Methods, systems and apparatus for displaying the multimedia information from wireless 
communication networks 

Preliminary Class 

455 

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES 

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no 
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent 
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international 
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same 
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing 
of patent applications on the same invention in member countries, but does not result in a grant of "an international 
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent 
protection is desired. 

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an 
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ 
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific 
foreign countries to ensure that patent rights are not lost prematurely. 

Applicants also are advised that in the case of inventions made in the United States, the Director of the US PTO must 
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application 
serves as a request for a foreign filing license. The application's filing receipt contains further information and 
guidance as to the status of applicant's license for foreign filing. 

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the 
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign 
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it 
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html. 

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish 
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative, 
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific 
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may 
call the U.S. Government hotline at 1-866-999-HAL T (1-866-999-4158). 

GRANTED 

LICENSE FOR FOREIGN FILING UNDER 

Title 35, United States Code, Section 184 

Title 37, Code of Federal Regulations, 5.11 & 5.15 

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
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the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under 
37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless 
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This 
license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter 
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national 
security or the export of technical data. Licensees should apprise themselves of current regulations especially with 
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of 
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and 
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of 
Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12, 
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed 
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35 
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

12/929,408 0112112011 

23353 7590 05/06/2011 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

FIRST NAMED INVENTOR 

Tiejun Ronald Wang 

UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

W AN-OOOl/CON 2646 

EXAMINER 

MILLER, BRANDON J 

ART UNIT PAPER NUMBER 

2617 

MAILDATE DELIVERY MODE 

05/06/2011 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 
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Application No. Applicant(s) 

12/929,408 WANG ET AL. 

Office Action Summary Examiner Art Unit 

BRANDON MILLER 2617 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;J. MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IZ! Responsive to communication(s) filed on 21 Januarv 2011. 

2a)0 This action is FINAL. 2b)[8J This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)[8J Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)[8J Claim(s) 1-20 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

1 O)IZ! The drawing(s) filed on 21 Januarv 2011 is/are: a)IZ! accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some * c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment{s) 

1) [8J Notice of References Cited (PT0-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PT0-948) 

4) 0 Interview Summary (PT0-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application 3) [8J Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08·06) 

6) 0 Other: __ . 

Office Action Summary Part of Paper No./Mail Date 20110504 
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Application/Control Number: 12/929,408 

Art Unit: 2617 

DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

Page 2 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

I. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

Claim 1 recites "a display format" in line 10 and "a display format" in line 13. It is 

unclear as to whether the display format in line 10 or the display format in line 13 is appropriate 

for the alternative display terminal. The limitations render the claim indefinite for failing to 

particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. 

Claims 2-7 are dependent on claim 1 and are rejected for indefiniteness under 35 

U.S.C. 112, second paragraph for the same reasons given above. 

Claim 8 recites "a display format" in line 10 and "a display format" in line 13. It is 

unclear as to whether the display format in line 10 or the display format in line 13 is appropriate 

for the alternative display terminal. The limitations render the claim indefinite for failing to 

particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. 

Claims 9-14 are dependent on claim 8 and are rejected for indefiniteness under 35 

U.S.C. 112, second paragraph for the same reasons given above. 
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Claim 15 recites "a display format" in line 11 and "a display format" in line 13. It is 

unclear as to whether the display format in line 11 or the display format in line 13 is appropriate 

for the alternative display terminal. The limitations render the claim indefinite for failing to 

particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. 

Claims 16-20 are dependent on claim 15 and are rejected for indefiniteness under 35 

U.S.C. 112, second paragraph for the same reasons given above. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 

grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 

improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 

harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 

is appropriate where the conflicting claims are not identical, but at least one examined 

application claim is not patentably distinct from the reference claim(s) because the examined 

application claim is either anticipated by, or would have been obvious over, the reference 

claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 

Goodman, 11F.3d1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761(CCPA1982); In re 

Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 

USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CPR l.32l(c) or l.32l(d) may 

be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 

ground provided the conflicting application or patent either is shown to be commonly owned 

with this application, or claims an invention made as a result of activities undertaken within the 

scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CPR 

3.73(b). 

II. Claims 1-20 are rejected on the ground of nonstatutory obviousness-type double 

patenting as being unpatentable over claims 1-7, 12-18, and 23-28 of U.S. Patent No. 7,899,492. 

Although the conflicting claims are not identical, they are not patentably distinct from each other 

because the claims of the 7 ,899,492 patent contain similar limitations on a method for processing 

signals to accommodate reproduction by an alternative display terminal. 

For example: 

Regarding claim 1the7,899,492 patent teaches a method for processing signals to 

accommodate reproduction by an alternative display terminal, the method comprising: receiving 

by a conversion module a video signal appropriate for displaying a video content on a mobile 

terminal, the video signal being received by the conversion module from a cellular network 

communication that is sent to the mobile terminal and then received by the conversion module; 

processing by the conversion module the video signal to produce a converted video signal for use 

by the alternative display terminal, wherein processing by the conversion module includes 

converting the video signal from a compression format appropriate for the mobile terminal to a 

Page 77 of 372



Application/Control Number: 12/929,408 

Art Unit: 2617 

Page 5 

display format for the alternative display terminal that is different from the compression format, 

such that the converted video signal produced by the conversion module comprises a display 

format appropriate for driving the alternative display terminal; and providing the converted video 

signal from the conversion module to the alternative display terminal to accommodate displaying 

the video content by the alternative display terminal (see the 7,899,492 patent, claim 1). 

Claims 2-20 are rejected for double patenting as well by claims 1-7, 12-18, and 23-28 of 

the 7,899,492 patent. 

Conclusion 

III. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Wang et al. Pub. No. US 2007/0287498 Al. 

Dawson et al. Pub. No.: US 2006/0001737 Al. 

Takamatsuya Pub. No.: US 2005/0144461 Al. 

Lee Pub. No.: US 2005/0085183 Al. 

Acharya et al. Pub. No.: US 2005/0036509 Al. 

Sie et al. Pub. No.: US 2004/0212731 Al. 

Caspi et al. Pub. No.: US 2004/0177376 Al. 

Kung Pub. No.: US 2003/0130009 Al. 

Ruef et al. Pub. No.: US 2003/0104806 Al. 

Lin Pub. No.: US 2002/0102998 Al. 

Wilcox et al. Pub. No.: US 2002/0090980 Al. 
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Heinonen Patent No.: US 7,312,813 Bl. 

Umemura et al. Patent No.: US 7,257,202 B2. 

Inselberg Patent No.: US 7,248,888 B2. 

Rakib Patent No.: US 6,970,127 B2. 

Kim Patent No.: US 6,873,853 B2. 

Takeda Patent No.: US 6,781,635 Bl. 

Veijola et al. Patent Number: 6,128,509. 

Tryding Patent Number: 5,880,732. 

Any inquiry concerning this communication or earlier communications from the 

Page 6 

examiner should be directed to BRANDON MILLER whose telephone number is (571)272-

7869. The examiner can normally be reached on Mon.-Fri. 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, George Eng can be reached on 571-272-7495. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Brandon J Miller/ 
Primary Examiner, Art Unit 2617 

May 4, 2011 
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Docket No.: WAN-0001/CON 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Tiejun Wang et al. 

Application No.: 12/929,408 

Filed: January 21, 2011 

For: METHODS, SYSTEMS AND APPARATUS 
FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

Confirmation No.: 2646 

Art Unit: 2617 

Examiner: B. J. Miller 

AMENDMENT IN RESPONSE TO NON-FINAL OFFICE ACTION UNDER 37 C.F.R. 1.111 

MS Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

INTRODUCTORY COMMENTS 

In response to the Office Action dated May 6, 2011, please amend the above-identified 

U.S. patent application as follows: 

Amendments to the Claims are reflected in the listing of claims which begins on page 2 

of this paper. 

Remarks/Arguments begin on page 7 of this paper. 
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Reply to Office Action of May 6, 2011 

AMENDMENTS TO THE CLAIMS 

Docket No.: W AN-000 I /CON 

1. (Currently Amended) A method for processing signals to accommodate reproduction 

by an alternative display terminal, the method comprising: 

receiving by a conversion module a video signal appropriate for displaying a video content 

on a mobile terminal, the video signal being received by the conversion module from 

a cellular network communication that is sent to the mobile terminal and then 

received by the conversion module; 

processing by the conversion module the video signal to produce a converted video signal 

for use by the alternative display terminal, wherein processing by the conversion 

module includes converting the video signal from a compression format appropriate 

for the mobile terminal.to a display format for the alternative display terminal that is 

different from the compression format, such that the converted video signal produced 

by the conversion module comprises-a the display format appropriate for ariviHg the 

alternative display terminal; and 

providing the converted video signal from the conversion module to the alternative display 

terminal to accommodate displaying the video content by the alternative display 

terminal. 

2. (Original) The method of Claim 1, wherein the mobile terminal is a cellular phone. 

2 
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3. (Original) The method of claim 1, wherein the mobile terminal is a personal digital 

assistant. 

4. (Original) The method of claim 1, wherein receiving the video signal, processing the 

video to produce the converted video signal, and providing the converted video signal to the 

alternative display terminal is performed using power from a source that differs from the internal 

power supply of the mobile terminal. 

5. (Original) The method of claim 1, wherein the conversion module resides in the 

alternative display terminal. 

6. (Original) The method of claim 1, wherein the video signal received is part of a 

multimedia signal that is received in the cellular network communication. 

7. (Original) The method of claim 1, wherein the alternative display terminal is an external 

display terminal. 

8. (Currently Amended) A system for processing signals to accommodate reproduction 

by an alternative display terminal, the system comprising: 

means for receiving a video signal appropriate for displaying a video content on a mobile 

terminal, the video signal being received from a cellular network communication that 

3 
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is sent to the mobile terminal and then received by the means for receiving the video 

signal; 

means for processing the video signal to produce a converted video signal for use by the 

alternative display terminal, wherein processing by the means for processing the 

video signal includes converting the video signal from a compression format 

appropriate for the mobile terminal to a display format for the alternative display 

terminal that is different from the compression format, such that the converted video 

signal produced by the means for processing the video signal comprises-a the display 

format afJpropriate for drivieg the alternative display terminal; and 

means for providing the converted video signal to the alternative display terminal to 

accommodate displaying the video content by the alternative display terminal. 

9. (Original) The system of claim 8, wherein the mobile terminal is a cellular phone. 

10. (Original) The system of claim 8, wherein the mobile terminal is a personal digital 

assistant. 

11. (Original) The system of claim 8, wherein receiving the video signal, processing the 

video to produce the converted video signal, and providing the converted video signal to the 

alternative display terminal is performed using power from a source that differs from the internal 

power supply of the mobile terminal. 

4 
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12. (Original) The system of claim 8, wherein the means for receiving the video signal, 

means for processing the video signal to produce the converted video signal, and means for 

providing the converted video signal to the display terminal reside in a conversion module within 

the alternative display terminal. 

13. (Original) The system of claim 8, wherein the video signal received is part of a 

multimedia signal that is received in the cellular network communication. 

14. (Original) The system of claim 8, wherein the alternative display terminal is an external 

display terminal. 

15. (Currently Amended) An apparatus for processing signals to accommodate 

reproduction by an alternative display terminal, the apparatus comprising: 

an interface module, which rec,eives a video signal appropriate for displaying a video content 

on a mobile terminal, the video signal being received from a cellular network 

communication that is sent to the mobile terminal and then received by the interface 

module; 

a signal conversion module, in.operative communication with the interface module, which 

processes the video signal to produce a converted signal for use by the alternative 

display terminal, wherein processing by the signal conversion module includes 

converting the video signal from a compression format appropriate for the mobile 

terminal to a display format for the alternative display terminal that is different from 

5 
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the compression format, such that the converted video signal comprises-a the display 

format a1313ropriate for driviag the alternative display terminal; and 

a device interface module, in operative communication with the signal conversion module, 

which provides the converted video signal to the alternative display terminal to 

accommodate displaying the video content by the alternative display terminal. 

16. (Original) The apparatus of claim 15, wherein the mobile terminal is a cellular phone. 

17. (Original) The apparatus of claim 15, wherein the mobile terminal is a personal digital 

assistant. 

18. (Original) The apparatus of claim 15, wherein power to receive the video signal, process 

the video to produce the converted video signal, and provide the converted video signal to the 

alternative display terminal is from a source that differs from the internal power supply of the 

mobile terminal. 

19. (Original) The apparatus of claim 15, wherein the apparatus resides in the alternative 

display terminal. 

20. (Original) The apparatus of claim 15, wherein the video signal received is part of a 

multimedia signal that is received in t~e cellular network communication. 

6 
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Reply to Office Action of May 6, 2011 

REMARKS 

Docket No.: WAN-0001/CON 

This Amendment is responsive to the Office Action dated May 6, 2011 and received in 

this application. Claims 1, 8 and 15 have been amended. These amendments add no new matter. 

Applicant respectfully requests reconsideration and allowance of the pending claims. 

Claims 1-20 were rejected under 35 U.S.C. 112, second paragraph, as being indefinite. 

Specifically, it was indicated that the indefinite article "a signal format" appeared in 

multiple instances in the claim. Applicant appreciates the Examiner's attention to the claims in this 

regard and has amended the claims to clearly recite literal antecedent basis for "the signal format for 

the alternative display terminal". 

Accordingly, Applicant respectfully requests withdrawal of the rejection of claims 1-20 

under 35 U.S.C. 112, second paragraph. 

Claims 1-20 were rejected under the grounds of obviousness type double patenting over 

certain claims found in U.S. Pat. No. 7,899,492. 

To expedite prosecution, Applicant has concurrently filed herewith a terminal disclaimer 

with respect to the '492 Patent. 

Accordingly, Applicant submits that these grounds of rejection are moot, and 

respectfully requests reconsideration and withdrawal thereof. 

7 
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Applicant submits that all of the pending claims are in condition for allowance, and 

requests early and favorable action in this regard. The Examiner is invited to contact the 

undersigned representative Christopher Tobin at (202) 955-8779 if it is believed that such contact 

could further the prosecution of this application. 

Dated: May 17, 2011 

By~-1-,.L.~+-.f-P.==-=:::::_~-
Christopher . obin 

Registr~on No.: 40,290 
RADER, FISHMAN & GRAUER PLLC 
Correspondence Customer Number: 23353 
Attorney for Applicant 

8 
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CLAIMS HIGHEST 

05/17/2011 REMAINING NUMBER PRESENT 
RATE($) 

ADDITIONAL 
RATE($) 

ADDITIONAL 
f-- AFTER PREVIOUSLY EXTRA FEE($) FEE($) 
z AMENDMENT PAID FOR 
w 

Total (37 CFR ~ 1.16(i)) * 20 Minus ** 20 = 0 x $26 = 0 OR x $ = 

0 
Independent z * 3 Minus ***3 = 0 x $110 = 0 OR x $ = 

w f37CFR 1.16fh\\ 

~ D Application Size Fee (37 CFR 1.16(s)) 
<( 

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) OR 

TOTAL TOTAL 
ADD'L 0 OR ADD'L 
FEE FEE 

(Column 1) (Column 2) (Column 3) 

CLAIMS HIGHEST 
REMAINING NUMBER PRESENT 

RATE($) 
ADDITIONAL 

RATE($) 
ADDITIONAL 

AFTER PREVIOUSLY EXTRA FEE($) FEE($) 

f--
AMENDMENT PAID FOR 

z Total (37 CFR * Minus ** = x $ = OR x $ = w 1.16(i\\ 

~ Independent * Minus *** x $ = OR x $ = 
0 (37CFR 1.16(hll = 

z D Application Size Fee (37 CFR 1.16(s)) w 
~ D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)) <( OR 

TOTAL TOTAL 
ADD'L OR ADD'L 
FEE FEE 

* If the entry in column 1 is less than the entry in column 2, write "O" in column 3. Legal Instrument Examiner: 
** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20". /ZURIASHWORK ZEN EBE/ 
*** If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3". 

The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1. 

This collection of 1nformat1on 1s required by 37 CFR 1.16. The 1nformat1on 1s required to obtain or retain a benefit by the public which 1s to file (and by the US PTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, 
preparing, and submitting the completed application form to the US PTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. 
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2. 
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Application Number Application/Control No. Applicant(s)/Patent under 
Reexamination 

12/929,408 WANG ET AL. 

Document Code - DISQ Internal Document - DO NOT MAIL 

TERMINAL 
~APPROVED D DISAPPROVED 

DISCLAIMER 

This patent is subject 
Date Filed : 5/17/11 to a Terminal 

Disclaimer 

Approved/Disapproved by: 

Janice Ford 

U.S. Patent and Trademark Office 
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APPLICATION NUMBER FILING OR 3 71 (C) DATE 

12/929,408 01/21/2011 

23353 
RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

Ul\TfED STATES DEPA RTME'IT OF COMMERCE 
United States Patent and Trademark Office 
Adm"'· COMMISSIO'JER FOR PATENTS 

PO Box 1450 
Alexandria, Virgmia 22313-1450 
\VVi\V.USpto.gov 

FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE 

Tiejun Ronald Wang W AN-0001/CON 
CONFIRMATION NO. 2646 

PUBLICATION NOTICE 

I llllllll llll llll lllll 11]~!1]~~1~~1~~11~Ul~~lll ~I] 11111111111111111111111 

Title:Methods, systems and apparatus for displaying the multimedia information from wireless communication 
networks 

Publication No.US-2011-0149148-A 1 
Publication Date:06/23/2011 

NOTICE OF PUBLICATION OF APPLICATION 

The above-identified application will be electronically published as a patent application publication pursuant to 37 
CFR 1.211, et seq. The patent application publication number and publication date are set forth above. 

The publication may be accessed through the USPTO's publically available Searchable Databases via the 
Internet at www.uspto.gov. The direct link to access the publication is currently http://www.uspto.gov/patft/. 

The publication process established by the Office does not provide for mailing a copy of the publication to 
applicant. A copy of the publication may be obtained from the Office upon payment of the appropriate fee set forth 
in 37 CFR 1.19(a)(1 ). Orders for copies of patent application publications are handled by the USPTO's Office of 
Public Records. The Office of Public Records can be reached by telephone at (703) 308-9726 or (800) 972-6382, 
by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of 
Public Records, Alexandria, VA 22313-1450 or via the Internet. 

In addition, information on the status of the application, including the mailing date of Office actions and the 
dates of receipt of correspondence filed in the Office, may also be accessed via the Internet through the Patent 
Electronic Business Center at www.uspto.gov using the public side of the Patent Application Information and 
Retrieval (PAIR) system. The direct link to access this status information is currently http://pair.uspto.gov/. Prior to 
publication, such status information is confidential and may only be obtained by applicant using the private side of 
PAIR. 

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent 
Electronic Business Center at 1-866-217-9197. 

Office of Data Managment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101 
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Document code: WFEE 

DBUTLER 

United States Patent and Trademark Office 
Sales Receipt for Accounting Date: 08/10/2011 

SALE #00000001 Mailroom Dt: 07/28/2011 180013 12929408 
01 FC : 2201 110.00 DA 
02 FC : 2202 26.00 DA 
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I 
·' 

PTO/SB/06 (07-06) 
Approved for use through 1/31/2007. OMB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no Persons are reauired to resoond to a collection of information unless it disolavs a valid OMB control number. 

PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number Filing Date 
D To be Mailed Substitute for Form PT0-875 12/929,408 01/21/2011 

APPLICATION AS FILED- PART I OTHER THAN 

(Column 1) (Column 2) SMALL ENTITY ~ OR SMALL ENTITY 

FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($) 

D BASIC FEE N/A N/A N/A N/A 137 CFR 1.16(al. lbl, or Cell 

D SEARCH FEE N/A N/A N/A N/A (37 CFR 1.16(kl m, or (mll 

D EXAMINATION FEE N/A N/A N/A N/A (37 CFR 1.16(0), (p), or In\\ 

TOTAL CLAIMS 
minus 20 . x $ OR x $ 137 CFR 1.161ill 

INDEPENDENT CLAIMS 
minus 3 = . x $ = x $ = 137 CFR 1.161hll 

If the specification and drawings exceed 100 

0APPLICATION SIZE FEE 
sheets of paper, the application size fee due 
is $250 ($125 for small entity) for each 

(37 CFR 1.16(s)) 
additional 50 sheets or fraction thereof. See 
35 U.S.C. 41(a)(1 )(G) and 37 CFR 1.16(s). 

D MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.160)) 

• If the difference in column 1 is less than zero, enter "O' in column 2. TOTAL TOTAL 

APPLICATION AS AMENDED - PART II 
OTHER THAN 

(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY 

CLAIMS HIGHEST 

07/28/2011 REMAINING NUMBER PRESENT RATE($) ADDITIONAL RATE($) ADDITIONAL 
I- AFTER PREVIOUSLY EXTRA FEE($) FEE($) 
z AMENDMENT PAID FOR w Total (37 CFR :lE 1.161il\ * 21 Minus ** 20 = 1 x $26 = 26 OR x $ = 
Cl Independent z 137 CFR 1.161h\\ * 4 Minus ***3 1 x $110= 110 OR x $ = w 
:lE D Application Size Fee (37 CFR 1 .16(s)) 
<( 

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16Gl) OR 

TOTAL TOTAL 
ADD'L 136 OR ADD'L 
FEE FEE 

(Column 1) (Column 2) (Column 3) 

CLAIMS HIGHEST 
REMAINING NUMBER PRESENT RATE($) ADDITIONAL RATE($) ADDITIONAL 

AFTER PREVIOUSLY EXTRA FEE($) FEE($) 

I- AMENDMENT PAID FOR 

z Total (37 CFR 
* Minus ** = x $ OR x $ w 1.16n\\ 

:lE Independent 
* Minus *** = x $ = OR X$ Cl 137 CFR 1.161h\\ 

z D Application Size Fee (37 CFR 1.16(s)) w 
:.?: D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.160)) <( OR 

TOTAL TOTAL 
ADD'L OR ADD'L 
FEE FEE 

• If the entry in column 1 is less than the entry in column 2, write "O" in column 3. Legal Instrument Examiner: 
••If the "Highest Number Previously Paid For' IN THIS SPACE is less than 20, enter "20". /DAVINA G. BUTLER/ 
***If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3'. 
The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1. 

This collection of information 1s required by 37 CFR 1.16. The information 1s required to obtain or retain a benefit by the public which 1s to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, 
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. 
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1 ·800-PT0-9199 and select option 2. 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

NOTICE OF ALLOWANCE AND FEE(S) DUE 

23353 7590 08/10/2011 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUIIB SOl 
WASHINGTON, DC 20036 

EXAMINER 

MILLER, BRANDON J 

ART UNIT PAPER NUMBER 

2617 

DATE MAILED: 08/10/2011 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

12/929,408 0112112011 Tiejun Ronald Wang WAN-OOOl/CON 2646 

TITLE OF INVENTION: METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULTIMEDIA INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATEDUE 

nonprovisional YES $755 $300 $0 $1055 11/10/2011 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM 
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW 
DUE. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box Sb on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 

If the SMALL ENTITY is shown as NO: 

A. Pay TOTAL FEE(S) DUE shown above, or 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box Sa on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 

IL PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 
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PART B - FEE(S) TRANSMITTAL 

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 

or Fax 
Alexandria, Virginia 22313-1450 
(571)-273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee notifications. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

23353 7590 08/10/2011 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

APPLICATION NO. FILING DATE 

12/929,408 0112112011 

Certificate of Mailing or Transmission 
I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 

(Depositor's name) 

(Signature) 

(Date) 

FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

Tiejun Ronald Wang WAN-OOOl/CON 2646 

TITLE OF INVENTION: METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULTIMEDIA INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE 

nonprovisional YES $755 

EXAMINER ART UNIT 

MILLER, BRANDON J 2617 

1. Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

0 Change of correspondence address (or Change of Correspondence 
Address form PTO/SB/122) attached. 

0 "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 

PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE 

$300 $0 

CLASS-SUBCLASS 

455-556100 

2. For printing on the patent front page, list 

(1) the names of up to 3 registered patent attorneys 
or agents OR, alternatively, 

(2) the name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
listed, no name will be printed. 

$1055 

DATEDUE 

11/10/2011 

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for 
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment. 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Please check the appropriate assignee category or categories (will not be printed on the patent) : 0 Individual 0 Corporation or other private group entity 0 Government 

4a. The following fee(s) are submitted: 

0 Issue Fee 

0 Publication Fee (No small entity discount permitted) 

0 Advance Order - #of Copies _________ _ 

5. Change in Entity Status (from status indicated above) 

0 a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. 

4b. Payment ofFee(s): (Please first reapply any previously paid issue fee shown above) 

0 A check is enclosed. 

0 Payment by credit card. Form PT0-2038 is attached. 

0 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any 
overpayment, to Deposit Account Number (enclose an extra copy of this form). 

0 b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR l.27(g)(2). 

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the United States Patent and Trademark Office. 

Authorized Signature _______________________ _ Date ____________________ _ 

Typed or printed name ______________________ _ Registration No. ________________ _ 

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) 
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and 
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete 
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. 
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

12/929,408 0112112011 

23353 7590 08/10/2011 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUIIB 501 
WASHINGTON, DC 20036 

FIRST NAMED INVENTOR 

Tiejun Ronald Wang 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

WAN-OOOl/CON 2646 

EXAMINER 

MILLER, BRANDON J 

ART UNIT PAPER NUMBER 

2617 

DATE MAILED: 08/10/2011 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571 )-272-4200. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with 
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to 
the requirements of the Act, please be advised that: (1) the general authority for the collection of this 
information is 35 U.S.C. 2(b )(2); (2) furnishing of the information solicited is voluntary; and (3) the 
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process 
and/or examine your submission related to a patent application or patent. If you do not furnish the 
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine 
your submission, which may result in termination of proceedings or abandonment of the application or 
expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom 
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of 
records may be disclosed to the Department of Justice to determine whether disclosure of these 
records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting 
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel 
in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress 
submitting a request involving an individual, to whom the record pertains, when the individual has 
requested assistance from the Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency 
having need for the information in order to perform a contract. Recipients of information shall be 
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 
U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this 
system of records may be disclosed, as a routine use, to the International Bureau of the World 
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for 
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy 
Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as part of 
that agency's responsibility to recommend improvements in records management practices and 
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance 
with the GSA regulations governing inspection of records for this purpose, and any other relevant 
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about 
individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either 
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CPR 1.14, as a 
routine use, to the public if the record was filed in an application which became abandoned or in 
which the proceedings were terminated and which application is referenced by either a published 
application, an application open to public inspection or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local 
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or 
regulation. 
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Application No. Applicant(s) 

Notice of Allowability 
12/929,408 WANG ET AL. 
Examiner Art Unit 

BRANDON MILLER 2617 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1. IZI This communication is responsive to 511712011. 

2. IZ! The allowed claim(s) is/are 1-21. 

3. D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) DAii b) D Some*c) D None of the: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. __ . 

3. D Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: __ . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. 0 A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 
INFORMAL PATENT APPLICATION (PT0-152) which gives reason(s) why the oath or declaration is deficient. 

5. D CORRECTED DRAWINGS (as "replacement sheets") must be submitted. 
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Application/Control Number: 12/929,408 

Art Unit: 2617 

DETAILED ACTION 

Response to Amendment 

EXAMINER'S AMENDMENT 

I. An examiner's amendment to the record appears below. Should the changes 

Page 2 

and/or additions be unacceptable to applicant, an amendment may be filed as provided by 37 

CPR 1.312. To ensure consideration of such an amendment, it MUST be submitted no later than 

the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview with 

Christopher M. Tobin on July 13, 2011. 

The application has been amended as follows: 

Please amend claim 1 as follows: 

1. (Currently Amended) A method for processing signals to accommodate 

reproduction by an alternative display terminal, the method comprising: receiving,_ by a 

conversion [[module]] device, a video signal appropriate for displaying a video content on a 

mobile terminal, the video signal being received by the conversion [[module]] device from a 

cellular network communication that is sent to the mobile terminal and then received by the 

conversion [[module]] device; processing,_ by the conversion [[module]] device, the video signal 

to produce a converted video signal for use by the alternative display terminal, wherein 

processing by the conversion [[module]] device includes converting the video signal from a 

compression format appropriate for the mobile terminal to a display format for the alternative 

display terminal that is different from the compression format, such that the converted video 

signal produced by the conversion [[module]] device comprises the display format for the 
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alternative display terminal; and providing the converted video signal from the conversion 

[[module]] device to the alternative display terminal to accommodate displaying the video 

content by the alternative display terminal. 

Please amend claim 4 as follows: 

Page 3 

4. (Currently Amended) The method of claim 1, wherein receiving the video signal, 

processing the video signal to produce the converted video signal, and providing the converted 

video signal to the alternative display terminal is performed using power from a source that 

differs from [[the]] an internal power supply of the mobile terminal. 

Please amend claim 5 as follows: 

5. (Currently Amended) The method of claim 1, wherein the conversion [[module]] 

device resides in the alternative display terminal. 

Please amend claim 11 as follows: 

11. (Currently Amended) The system of claim 8, wherein receiving the video signal, 

processing the video signal to produce the converted video signal, and providing the converted 

video signal to the alternative display terminal is performed using power form a source that 

differs from [[the]] an internal power supply of the mobile terminal. 

Please amend claim 15 as follows: 
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15. (Currently Amended) An apparatus for processing signals to accommodate 

reproduction by an alternative display terminal, the apparatus comprising: an intelface 

Page 4 

[[module]], which receives a video signal appropriate for displaying a video content on a mobile 

terminal, the video signal being received from a cellular network communication that is sent to 

the mobile terminal and then received by the interface [[module]]; a signal conversion 

[[module]] hardware component, in operative communication with the interface [[module]], 

which processes the video signal to produce a converted signal for use by the alternative display 

terminal, wherein processing by the signal conversion [[module]] hardware component includes 

converting the video signal from a compression format appropriate for the mobile terminal to a 

display format for the alternative display terminal that is different from the compression format, 

such that the converted video signal comprises the display format for the alternative display 

terminal; and a device interface [[module]], in operative communication with the signal 

conversion [[module]] hardware component, which provides the converted video signal to the 

alternative display terminal to accommodate displaying the video content by the alternative 

display terminal. 

Please amend claim 18 as follows: 

18. (Currently Amended) The apparatus of claim 15, wherein power to receive the 

video signal, process the video signal to produce the converted video signal, and provide the 

converted video signal to the alternative display terminal is from a source that differs from 

[[the]] an internal power supply of the mobile terminal 
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Please add new claim 21 as follows: 

Page 5 

21. (New) A computer memory having program code stored thereon for processing 

signals to accommodate reproduction by an alternative display terminal, the program code 

executable by a processor to pelform operations comprising: 

receiving a video signal appropriate for displaying a video content on a mobile terminal, 

the video signal being received from a cellular network communication that is 

sent to the mobile terminal; 

processing the video signal to produce a converted video signal for use by the alternative 

display terminal, wherein processing includes converting the video signal from a 

compression format appropriate for the mobile terminal to a display format for the 

alternative display terminal that is different from the compression format, such 

that the converted video signal comprises the display format for the alternative 

display terminal; and 

providing the converted video signal to the alternative display terminal to accommodate 

displaying the video content by the alternative display terminal. 

Allowance 

II. Claims 1-21 are allowed. 
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Reasons for Allowance 

III. The following is an examiner's statement ofreasons for allowance: 

Page 6 

Claim 1 is allowed because the prior art does not disclose receiving, by a conversion 

device, a video signal appropriate for displaying a video content on a mobile terminal, the video 

signal being received by the conversion device from a cellular network communication that is 

sent to the mobile terminal and then received by the conversion device; processing, by the 

conversion device, the video signal to produce a converted video signal for use by the alternative 

display terminal, wherein processing by the conversion device includes converting the video 

signal from a compression format appropriate for the mobile terminal to a display format for the 

alternative display terminal that is different from the compression format, such that the converted 

video signal produced by the conversion device comprises the display format for the alternative 

display terminal; and providing the converted video signal from the conversion device to the 

alternative display terminal to accommodate displaying the video content by the alternative 

display terminal. 

Claims 2-7 are allowed based on their dependence on allowed independent claim 1. 

Claim 8 is allowed because the prior art does not disclose means for receiving a video 

signal appropriate for displaying a video content on a mobile terminal, the video signal being 

received from a cellular network communication that is sent to the mobile terminal and then 

received by the means for receiving the video signal; means for processing the video signal to 

produce a converted video signal for use by the alternative display terminal, wherein processing 

by the means for processing the video signal includes converting the video signal from a 

compression format appropriate for the mobile terminal to a display format for the alternative 
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display terminal that is different from the compression format, such that the converted video 

signal produced by the means for processing the video signal comprises the display format for 

the alternative display terminal; and means for providing the converted video signal to the 

alternative display terminal to accommodate displaying the video content by the alternative 

display terminal. 

Claims 9-14 are allowed based on their dependence on allowed independent claim 8. 

Claim 15 is allowed because the prior art does not disclose an intelface, which receives a 

video signal appropriate for displaying a video content on a mobile terminal, the video signal 

being received from a cellular network communication that is sent to the mobile terminal and 

then received by the interface; a signal conversion hardware component, in operative 

communication with the interface, which processes the video signal to produce a converted 

signal for use by the alternative display terminal, wherein processing by the signal conversion 

hardware component includes converting the video signal from a compression format 

appropriate for the mobile terminal to a display format for the alternative display terminal that is 

different from the compression format, such that the converted video signal comprises the 

display format for the alternative display terminal; and a device intelface, in operative 

communication with the signal conversion hardware component, which provides the converted 

video signal to the alternative display terminal to accommodate displaying the video content by 

the alternative display terminal. 

Claims 16-20 are allowed based on their dependence on allowed independent claim 15. 

Claim 21 is allowed because the prior art does not disclose receiving a video signal 

appropriate for displaying a video content on a mobile terminal, the video signal being received 
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from a cellular network communication that is sent to the mobile terminal; processing the video 

signal to produce a converted video signal for use by the alternative display terminal, wherein 

processing includes converting the video signal from a compression format appropriate for the 

mobile terminal to a display format for the alternative display terminal that is different from the 

compression format, such that the converted video signal comprises the display format for the 

alternative display terminal; and providing the converted video signal to the alternative display 

terminal to accommodate displaying the video content by the alternative display terminal. 

Any comments considered necessary by applicant must be submitted no later than the 

payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 

fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 

Allowance." 

Conclusion 

IV. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to BRANDON MILLER whose telephone number is (571)272-

7869. The examiner can normally be reached on Mon.-Fri. 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, George Eng can be reached on 571-272-7495. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Page 9 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

July 19, 2011 

/Brandon J Miller/ 
Art Unit 2617 

/George Eng/ 
Supervisory Patent Examiner, Art Unit 2617 
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Docket No.: WAN-0001/CON 
(PATENT) 

IN THE UNITED ST A TES PA TENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Tiejun Wang et al. 

Application No.: 12/929,408 Confirmation No.: 2646 

Filed: January 21, 2011 Art Unit: 2617 

For: METHODS, SYSTEMS AND APPARATUS 
FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

Examiner: B. J. Miller 

COMMENTS ON STATEMENT OF REASONS FOR ALLOWANCE 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicant has received the Examiner's Statement of Reasons for Allowance with the 

Notices of Allowance of August 10, 2011, in connection with the above-identified application. The 

Examiner therein provided a Statement of Re~~mns for AIJowance regarding the claims. 

In that regard, Applicant does not acquiesce to any inference or presumption that may be 

drawn from the Examiner's stated reasoning, and the issuance of the Examiner's Statement of 

Reasons for Allowance should not be construed as surrender by Applicant of any subject matter. 

Dated: September 13, 2011 

By~~~~~~~~---=-
Christopher M. obin 

Registratio . No.: 40,290 
RADER, FISHMAN & GRAUER PLLC 
Correspondence Customer Number: 23353 
Attorney for Applicant 
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UNITED STA TES p A TENT AND TRADEMARK OFFICE 

APPLICATION NO. ISSUE DATE 

12/929,408 11/01/2011 

23353 7590 10/12/2011 

RADER FISHMAN & GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHINGTON, DC 20036 

PATENT NO. 

8050711 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www .uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

WAN-0001/CON 2646 

ISSUE NOTIFICATION 

The projected patent number and issue date are specified above. 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment is 0 day(s). Any patent to issue from the above-identified application will include 
an indication of the adjustment on the front page. 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information 
Retrieval (PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the 
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee 
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management 
(ODM) at (571)-272-4200. 

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants): 

Tiejun Ronald Wang, La Jolla, CA; 
William E. Halal, Washington, DC; 
Tiehong Ann Wang, Arlington, VA; 
Ximing Wang, Beijing, CHINA; 

IR103 (Rev. 10/09) 
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Docket No.: WAN~OOOI/CON 
(PATENT) 

IN THE UNITED ST ATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Tiejun Wang et al. 

Application No.: 12/929 ,408 

Filed: January 2 I, 2011 

For: METHODS, SYSTEMS AND APPARATUS 
FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS 
COMMUNICATION NETWORKS 

Confirmation No.: 2646 

Art Unit: 2617 

Examiner: B. J. Miller 

CORRECTION OF ERROR IN SMALL ENTITY STATUS AND 
NOTICE OF LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

Mail Stop M Correspondence 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicant hereby seeks correction of an error of small entity status as provided by 37 C.F.R. 

l .28(c). The fee payment(s) identified below were made under small entity status established in 

good faith, with the corresponding small entity status fee payment(s) also being paid in good faith 

for each and every identified payment. However, out of an abundance of caution, on information 

recently appreciated, Applicant has determined that it is preferable to proceed under large entity 

status due to licensing activity. After reasonable investigation, the date of this licensing activity is 

considered to be July 11, 2011. 

Accordingly, please treat this communication as notice that Applicant no longer qualifies for 

small entity status, and that entitlement to small entity status no longer applies. 

02/08/2012 DALLEN 0000000G 180013 12929408 

01 FC:14G1 985.00 DA 
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Application No.: 12/929,408 Docket No.: WAN-0001/CON 

As a result of Applicant's compliance with the separate submission and itemization 

requirements under.37 C.F.R. l.28(c)(l) and (c)(2) as provided herein, Applicant respectfully 

request that they be excused from any small entity fee payment errors. Further, Applicant 

respectfully requests that the United States Patent and Trademark Office change its records to 

reflect the change of status to a non-small entity and accept this document as Applicant's Notice of 

Loss of Entitlement to Small Entity Status. 

Itemization is as follows: 

Type of Fee Small Entity Date Small Entity Current Fee for Deficiency to 
Erroneously Paid Fee Actually Fee Actually Paid Non-Small Entity be Paid 

Paid 
Utility Issue Fee $755.00 September 13, 2011 $1,740.00 $985.00 

Total: $985.00 

The Commissioner is hereby authorized to charge all required fees under 37 C.F.R. 

§§ 1. l 6(f) or any other required fee, to Deposit Account# 18-0013. 

Should the United States Patent and Trademark Office believe anything further is desirable, 

the United States Patent and Trademark Office is invited to contact Applicant's representative at the 

telephone number listed below. 

Dated: February 3, 2012 

By ./ 
Christopher 

Registraf n No.: 40,290 
RADER, FISHMAN & GRAUER PLLC 
Correspondence Customer Number: 23353 
Attorney for Applicant 
(202) 955-3750 

2 
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-o FEB O 3 2012 co I i PTO/SB/17 (10-08) \ •rwoA Approved for use through 09130/2010. OMB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
~Nhe Paoe uction Act of 1995, no oerson are reauiied to resoond to a collection of information unless it disolavs a valid OMB control number 

~ffectlve on 12108/2004. 
Complete if Known 

Fees pursuant to the Consol/dated Appropriations Act, 2005 (H.R. 4818). Application Number 12/929,408-Conf. #2646 

FEE TRANSMITTAL Filing Date January 21, 2011 

For FY 2009 
First Named Inventor Tiejun Wang 

Examiner Name B. J. Miller 

r;J Applicant claims small entrty status. See 37 CFR 1.27 Art Unit 2617 

TOTAL AMOUNT OF PAYMENT I ($) 985.00 Attorney Docket No. WAN-0001/CON 

METHOD OF PAYMENT (check all that apply) 
" 

Ocheck D Credit Card D Money Order DNone D Other (please identify): 

0DepositAccount oepositAccountNumber. 18-0013 DepositAccountName: Rader, Fishman & Grauer~C 
For the above-identified deposit account, the Director is hereby authorized to: (check all that apply) ~ c 0 Charge fee(s) indicated below D Charge fee(s) indicated below, except for the fillniJ;11 

0 Charge any additional fee(s) or underpayments of 0 Credit any overpayments ~ 
fee(s) under 37 CFR 1.16 and 1.17 

FEE CALCULATION ·~ 

1. BASIC FILING, SEARCH, AND EXAMINATION FEES 
FILING FEES SEARCH FEES EXAMINATION FEES 

. 
Small Entitl! Small Entitl! Small Entl~ 

Aeelication Tl£ee .E.ttJ1l ffil!_ill .E.ttJ1l ffil!_ill .E.ttJ1l .E!!..W Fees Paid Iii 
Utility 330 165 540 270 220 110 

Design 220 110 100 50 140 70 

Plant 220 110 330 165 170 85 

Reissue 330 165 540 270 650 325 

Provisional 220 110 0 0 0 0 

2. EXCESS CLAIM FEES Small Entitl! 

Fee DescriE!tlon .E.ttJ1l .E!!..W 
Each claim over 20 (including Reissues) 52 26 

Each independent claim over 3 (including Reissues) 220 110 

Multiple dependent claims 390 195 

Total Claim§ Extra Claims ~ Fee Paid !$1 Multiele DeE!endent Claims 
- 20 or HP x = .E!!..W Fee Paid 1$1 - ---

HP= highest number of total claims paid for. if greater than 20. 

lndeE!. Claims Extra Claims ~ Fee Paid !$1 
- 3 or HP= x = ---

HP = highest number of independent claims paid for. if greater than 3. 

3. APPLICATION SIZE FEE 
If the specification and drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer 

listings under 37 CFR l .52(e)), the application size fee due is $270 ($135 for small entity) for each additional 50 
sheets or fraction thereof. See 35 U.S.C. 41 (a)( I )(G) and 37 CFR 1. I 6(s). 

Total Sheets Extra Sheets Number of each additional 50 or fraction thereof .E!!..W Fee Paid Ill 
-100 = /50 = (round up to a whole number) x 

4. OTHER FEE(S) ~ Fees Paid Ill 
Non-English Specification, $ 0 ~ (no sma entity di count) 

Other (e.g., late filings~~ ~g~01 U · 1tv issue e ($755.00 previously paid on September 13. 2011) 985.00 

SUBMITTED BY ~7 I I r " 
Signature 

..__ 
../\. //(') Registration No. 40,290 Telephone (202) 955-3750 (Attorney/Agent) 

Name (PrinVType) Christopher M-:-J6bin Date February 3, 2012 

c 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.usptQ.gov 

RADER FISHMAN 
& GRAUER PLLC 
LION BUILDING 
1233 20TH STREET N.W., SUITE 501 
WASHING TON DC 20036 

In re Patent No. 8,050,711 
Issue bate: 1 November, 2011 
Application No. 12/929,408 
Filed: 21 January, 2011 
Attorney Docket No. W AN-0001/CON 

MAILED 
MAR 09·Z01Z 

OFFICE OF PETITIONS 

ON PETITION 

This is a decision on the petition filed on 3 February, 2012, under 37 C.F.R. §1.27(g)(2) 
requesting that status as a Small Entity be removed. 

NOTE: 

In view of their duty of candor to the Office to properly inquire to ascertain the accuracy 
of representations made before the Office (see: 37 C.F.R. §1.4, §10.18, MPEP §410), 
Petitioners always are reminded of the responsibility to review their records and submit 
accurate information to the Office. 

Petitioners also are reminded to chart out the fees paid/fees due/balance due in their 
submission(s) to the Office. (See, generally: 37 C.F.R. §1.27, §1.28, MPEP §509.02 and 
509-03.) 

Petitioner's submission is ACCEPTED. 

In accordance with the request; status as a Small Entity will be removed, and Petitioner is 
required to pay fees at the schedule set forth for not-small entities. The additional fees were 
charged as authorized. 
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Patent No. 8,050,711 
Application No. 12/929,408 

T~e availability of applications and application papers online to applicants/practitioners who 
diligently associate the_ir Customer Number with the respective application(s) now provides an 
applicant/practitioner on-demand information as to events/transactions in an application. 

Out of an abundance of caution, Petitioners always are reminded that that those registered to 
practice and all others who make representations before the Office must inquire into the 
underlying facts of representations made to the Office and support averments with the 
appropriate documentation-since all owe to the Office the continuing duty to disclose.1 

The instant application is released to the Office of Patent Application Processing (OPAP) for 
further processing in due course as is necessary before it is released for substantive examination. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214-it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.22

) 

and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.), 
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore. no telephone 
discussion may be controlling or considered authority for Petitioner's action(s). 

/John J. Gillon, Jr./ 
John J. Gillon, Jr. 
Senior Attorney 
Office of Petitions 

1 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on Petitioner's duty of candor and good faith and accepting a 
statement made by Petitioner. ~Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88 
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. § 10.18 to inquire into the underlying facts and circumstances 
when providing statements to the Patent and Trademark Office). 
2 The regulations at 37 C.F.R. § 1.2 provide: 
§1.2 Business to be transacted in writing. 
All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or 
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the 
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is 
disagreement or doubt. 
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Case 2:12-cv-00548-MSD-DEM Document 3 Filed 10/12/12 Page 1 of 1 PagelD# 190 

AO 120 (Rev. 08/ l 0) 

Mail Stop 8 REPORT ON THE 
TO: 

Director of the U.S. Patent and Trademark Office 

P.O. Box 1450 

FILING OR DETERMINATION OF AN 

ACTION REGARDING A PATENT OR 
TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 U.S.C. § 290 and/or I 5 U.S.C. § 1116 you are hereby advised that a court action has been 

filed in the U.S. District Court Eastern District of Virginia on the following 

O Trademarks or [itJ Patents. ( 0 the patent action involves 35 U.S.C. § 292.): 

DOCKET NO. DATE FILED U.S. DISTRICT COURT 

2:12cv548 10/4/2012 Eastern District of Virginia 

PLAINTIFF DEFENDANT 

Virginia Innovation Sciences, Inc. Samsung Electronics Co., LTD., Samsung Electronics 

America, Inc., and Samsung Telecommunications 

America, LLC. 

PATENTOR DATE OF PATENT HOLDER OF PA TENT OR TRADEMARK 
TRADEMARK NO. OR TRADEMARK 

I 7,899,492 3/1/2011 Virginia Innovation Sciences, Inc. 

2 8,050,711 11/1/2011 Virginia Innovation Sciences, Inc. 

3 8,145,268 3/27/2012 Virginia Innovation Sciences, Inc. 

4 8,224,381 7/17/2012 Virginia Innovation Sciences, Inc. 

5 7,957,733 6/7/2011 Virginia Innovation Sciences, Inc. 

In the above-entitled case, the following patenl{s)/ trademark(s) have been included: 

DATE INCLUDED INCLUDED BY 
0 Amendment 0 Answer 0 Cross Bill 0 Other Pleading 

PATENTOR DATE OF PATENT HOLDER OF PA TENT OR TRADEMARK 
TRADEMARK NO. OR TRADEMARK 

I 8,135,398 3/13/2012 Virginia Innovation Sciences, Inc. (Continued from above) 

2 

3 

4 

5 

In the above-entitled case, the following decision has been rendered or judgement issued: 

DECISION/JUDGEMENT 

CLERK (BY) DEPUTY CLERK DATE 

Fernando Galindo R. Simmons 10/12/2012 

Copy I-Upon initiation of action, mail this copy to Director Copy 3--Upon termination of action, mail this copy to Director 

Copy 2-Upon filing document adding patent(s), mail this copy to Director Copy 4--Case file copy 
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·-------··----------

PTOiSSf81A (12-CS) 
for use through 11l30.t2011. OMB 0651 0035 

U S Patent and Offo:e; U.S DEPARTMENT OF COMMERCE 

Under the Paperwork Redu.cton Act cf 19'95. no persGi'\S are required to respond to a i:ol!ection of\nfCTmat\on un!ess it displays a valid OM8 controi number 

PATENT-POWER Of ATTORNEY 
OR 

REVOCATION Of POWER OF ATTORNEY 
WITH A NEW POWER OF ATTORNEY 

AND 
Title I METHODS. SYSTEMS AND 

jAPPAR..t\TUS FOR DISPLAYING. ETC. 

CHANGE OF CORRESPONDENCE ADDRESS 
-·- ! 

Altorney Docket Number! 14800.10018 

l hereby revoke all previous powers of attorney given in the above-identified patent 

D A Power of Attorney is submitted herewith. 

OR 

[8J 
! hereby appoint Praclltioner(s) associated with the following Customer Number as my/our 

125099 attomey(s) or agent(s) with respect to the patent identified above, and to transact all business in 

OR 
the United States Patent and Trademark Office connected !herewith: 

D I hereby appoint Practitioner(s) named below as my/our attorney{s) or agent{s) with respect to the patent identified 

above. and to transact all business in the United States Patent and Trademark Office connected therewith: 

Practitioner(s) Name Registration Number 
-·····-··· -·- -- ··-

< 

: 
i...w----· -·--·· 

Please recognize or change the correspondence address for the above-identified patent to: 

[8J The address associated with !he above-mentioned Customer Number. 

OR 

D The address associated with Customer Number: l l OR 

D Firm 
Jndividua! Name 

Address 

City I State I I Zip I 
Country 

Telephone I Email I 
lam the: 

D lnventor, halflng ownership of the patent 

OR 

fZl Patent owner. 
Statement under 37 CFR 3. 73(b) (Form PTOISB/96) submitted herewith or filed on 

SIGNATURE of Inventor or Patent Owner 

Signature- -- - I Dale I 
.. .-.~ 

~. l<>/3o//3 ·~"'= 

Name Tiehong Ann Wang I Telephone I 
Tit!e and Company President and CEO, Virginia Innovation Sciences, Inc 

NOTE: Slgnalures of ail the inventors or patent owners of the entire interest or their representatwe(s) are required. Subrrn: mutllple forms rf more than one 
?<Mgnature is required. see t>elow' 

~ ·rota! i forms are submitted. 

This colle<:tion 01 information •S required by 37 CfR 1 31. 1. 32 and 1.33. The in!orciat1on is required to obtain or retain a benefrt by the public which is to file (and 

USPTO to process) an appllcation. Confidentiality 1s governed by 35 U.S C 122 and 37 CFR 1.11 anrl U4 Tnis coliec!ltln is esnmaterl to take 3 !Tllnutes lo 

I 

including gathenng. preparing. and the comp!eti:'tl ;;ippkabon !orm to !he VSPTO T•me will oopendmg upon the ind1v1dual case. Any comments on 

the amount of !ime you require 10 complete form andlor for reducirig this burden. sen! to the Chief Information Ofticer. U S Patem and 

Trademark Office, U.S Department of Commerce. P 0 Box Alexandria. VA 22313-1450 DO NOT SEND FEES OR COMPLETED FORMS TO THIS 

ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, cail 1-800·PT0-9199and selecr option 2. 
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STATEMENT UNDER 37 CFR 3.73(b) 

Applicant!Patent Owner: Virginia Innovation Sciences, Inc. 

Application NoJPatent No.: U.S. Patent No. fited/!ssue Date; Nov. 1, 2011 
~--........ --~~~~~~~~~~~-~ ~~~~~~~~~~~~ 

Titled: METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULT!MED!A INFORMATION FROM 

WIRELESS COMMUNICATION NETWORKS 

Virginia Innovation Sciences, Inc. 
~~~~~~~~~·a 

corporation 
(Name of Assignee) (Type of Assignee. e.g .. corporn!ioo. partnership. university. government agency. e!c. 

states that it is: 

1. (g] the assignee of the entire title. and interest in; 

2. an assignee of less than the entire right, title, and interest in 
(The extent (by percentage) of its ownership interest is 

3. D the assignee of an undivided interest in the entirety of (a complete assignment from one of the joint inventors was made) 

the patent application/patent identified above, by virtue of either: 

A D An assignment from the inventor{s) of the patent app!ication/patent identified above. The assignment was recorded in 

the United Stales Patent and Trademark Office at Reel . Frame . or for which a 
copy therefore is attached. 

OR 

B. [El A chain of title from !he inventor(s). of the patent application/patent identified above, to the current assignee as follows: 

1. From: Teijun Wang, William E Halal, et al. To: SeilerBid, Inc. 

The document was recorded in the United States Patent and Trademark Office at 

Reel 025642 or for which a copy thereof is attac!ied. 

2. From: Teijun Wang, William E. Halal, et al. To: SellerBid, Inc. 
·-·-····-··--··-·-----------·-·····--····-·------

The document was recorded in the United States Patent and Trademark Office at 

Reel 025665 or for which a copy thereof is attached. 

3. From· etaL To: Inc. 

The document was recorded in the United States Patent and Trademark Office at 

Reel 026670 Frame 0803 or for which a copy thereof is attached .. 

(g] Additional documents in the chain of title are listed on a supplemental sheet(s). 

As required by 37 CFR 3.73(b){1 ){i), the documentary evidence of the chain of title from the original owner to the assignee was, 

or concurreni!y is being, submitted for recordation pursuant lo 37 CFR 3.11 

{NOTE: A separate copy (i.e .. a true copy of the original assignment document(s)) must be submitted to Assignment Division in 

accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. MPEP 302.08] 

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee. 

3o / 
! 

Date 

Tiehong Ann Wang President and CEO 

orTyped Name Title 

This colleclion of 1nlormat-0n 1s requtred oy 37 CFR 3 7'.l{b) The information is requireo to Obt<11n or retain a benefit by !he public wf11ch is to f!le (and !Jy the USPTO to 

process) an applicat?On Confldeot1allty is governed by 35 U.S C. 122 aoo 37 CFR 1.11and1.H. This colieohon 1s es:imated to take 12 rmnutes to complete. 1ncludmg 

and submit!lng !he completed lorm lo too USPTO. Time will dep€ndmg upon tile individual case Any comments on the amount of lime 

you this lr.nn and1or burden. sltou1d be sent lo Chief Information Officer. U.S Patent and Trademark Office. U.S. 

Department of Commerce. PO Box 1450. DO NOT SEKD FEES OR COMPLETED FORMS TO THIS Jl.DDRESS SEND TO: Commissioner 

for Patents, P.O. Box 14.5-0, Alexandria, VA 22313-1450. 

if you n·e.ed assLs!ance in ccmp/ttlmg the form. can ·1-80D-PT0~9199 and select option 2, 
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Attorney Docket No.: 14800.10018 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re U.S. Patent No. 8,050,711 ) 

In the name of: Tiejun Ronald Wang et al. ) Examiner: Brandon J. Miller 

Appln. No. 12/929,408 ) 

Issued: November 1, 2011 ) 

For: METHODS, SYSTEMS AND APPARATUS FOR ) 
DISPLAYING THE MULTIMEDIA INFORMATION 
FROM WIRELESS COMMUNICATION NETWORKS ) 

To: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

TC Art Unit: 2617 

SUPPLEMENTAL SHEET FOR STATEMENT UNDER 37 C.F.R. § 3.73(b) 

Sir: 

The following continues the chain of title for the above-identified patent pursuant to 

the Statement Under 37 C.F.R. § 3.73(b) to which this supplemental sheet is attached: 

4. From SellerBid, Inc., to Virginia Innovation Sciences, Inc. 
The document was recorded in the U.S. Patent and Trademark Office at 
Reel 029154, Frame 0987. 

,I 
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Electronic Acknowledgement Receipt 

EFSID: 17288161 

Application Number: 12929408 

International Application Number: 

Confirmation Number: 2646 

Title of Invention: 
METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULTIMEDIA 
INFORMATION FROM WIRELESS COMMUNICATION NETWORKS 

First Named Inventor/Applicant Name: Tiejun Ronald Wang 

Customer Number: 23353 

Filer: David M. Quinlan 

Filer Authorized By: 

Attorney Docket Number: WAN-0001/CON 

Receipt Date: 01-NOV-2013 

Filing Date: 21-JAN-2011 

Time Stamp: 10:12:26 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment I no 

File Listing: 

Document 
Document Description File Name 

File Size( Bytes)/ Multi Pages 
Number Message Digest Part /.zip (if appl.) 

198762 

1 Power of Attorney POA71 l_F.pdf no 1 
feaba 1 e61 efe61 dba875e88ed976e42a2e2 

81136 

Warnings: 
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The page size in the PDF is too large. The pages should be 8.5 x 11 or A4. If this PDF is submitted, the pages will be resized upon entry into the 
Image File Wrapper and may affect subsequent processing 

Information: 

237703 

2 
Assignee showing of ownership per 37 

Statement71 l_F.pdf no 2 
CFR 3.73. 

ea3 5 d6cfc64c1 46bf8c0 784a 7259a5 fl 946e 
2rn 

Warnings: 

The page size in the PDF is too large. The pages should be 8.5 x 11 or A4. If this PDF is submitted, the pages will be resized upon entry into the 
Image File Wrapper and may affect subsequent processing 

Information: 

Total Files Size (in bytes) 436465 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New A~~lications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 

National Stage of an International A~~lication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT/DO/E0/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 

New International A~~lication Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/R0/1 OS) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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Attorney Docket No.: 14800.lOOlB 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re U.S. Patent No. 8,050,711 

In the name of: Tiejun Ronald Wang et al. 

Appln. No. 12/929,408 

Issued: November 1, 2011 

) 

) 

) 

) 

For: METHODS, SYSTEMS AND APPARATUS FOR ) 
DISPLAYING THE MULTIMEDIA INFORMATION 
FROM WIRELESS COMMUNICATION NETWORKS ) 

To: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Examiner: Brandon J. Miller 

TC Art Unit: 2617 

Date: November 4, 2013 

SUBMISSION FOR PLACEMENT IN PATENT FILE OF SUPPLEMENTAL 
DECLARATION OF INVENTOR WILLIAM E. HALAL UNDER 37 C.F.R. § 1.67 

Submitted herewith for placement in the file of above-identified U.S. Patent No. 8,050, 711 is a 

Supplemental Declaration for Utility or Design Patent Application (37 CFR 1.67), signed by co-inventor 

William E. Halal. This Supplemental Declaration has been filed with the patentee's Submission for 

Placement in Patent File of Supplemental Declaration of Inventor William E. Halal under 37 C.F.R. § 1.6 7, 

dated November 2, 2013, in U.S. Patent No. 7,899,492. Copies of that submission and its accompanying 

papers ("patentee's '492 patent submission") are submitted herewith. 

As explained in the accompanying Declaration of Tiehong (Ann) Wang, dated November 4, 2013, 

she directed Christopher M. Tobin, the attorney for the assignee of the present application that issued as 

above-identified U.S. Patent No. 8,050, 711 to file the application as a continuation of application no. 

11/165,341, which issued as U.S. Patent No. 7,899,492. As explained by Dr. Wang in her declaration, she 

subsequently learned that the papers Mr. Tobin submitted to the USPTO to effect filing of the present 

application included as the inventors' declaration for the continuation a copy of the original 

DECLARATION FOR UTILITY OR DESIGN PATENT APPLICATION (37CFR1.63) from the '341 

application ("the original '341 application declaration"). She did not inform Mr. Tobin of the 
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circumstances surrounding the execution by her of the original '341 application declaration on behalf of 

Dr. William E. Halal. Those circumstances are outlined in the patentee's '492 patent submission. She 

further testifies that at the time she was unaware that one of the requirements for filing a continuation 

was the submission of an inventors' declaration, and that it was acceptable under standard USPTO 

practice to use for that purpose a copy of a declaration from a former "parent" application on which the 

continuation was based. She also testifies that she did not know that Mr. Tobin would submit a copy of 

the original '341 application declaration in the present continuation application that issued as the 

above-identified U.S. Patent No. 8,050,711. Based on Dr. Wang's testimony, it is believed that there was 

no intent to deceive or mislead the USPTO in any way in submitting a copy of the original '341 

application declaration to serve as the inventors' declaration in the present continuation application. 

It is believed that no fees are due in connection with the present submission, but any unpaid fees 

in connection herewith may be charged to Deposit Account No. 50-0409. 

DAVID M. QUINLAN, P.C. 
32 Nassau Street, Suite 300 
Princeton, NJ 08542 
Telephone: (609) 921 8660 
Facsimile: (609) 921-8651 
E-mail: david@quinlanpc.com 

Respectfully submitted, 

/David M. Quinlan/ 
David M. Quinlan 
Attorney for Patent Owner 
Registration No. 26,641 

- 2 -
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Attorney Docket No.: 14800.lOOlB 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re U.S. Patent No. 8,050,711 

In the name of: Tiejun Ronald Wang et al. 

Appln. No. 12/929,408 

) 

) 

) 

Issued: November 1, 2011 ) 

For: METHODS, SYSTEMS AND APPARATUS FOR ) 
DISPLAYING THE MULTIMEDIA INFORMATION 
FROM WIRELESS COMMUNICATION NETWORKS ) 

To: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA22313-1450 

Examiner: Brandon J. Miller 

TC Art Unit: 2617 

DECLARATION OF TIEHONG (ANN) WANG 

1. I am the same Tiehong (Ann) Wang, Ph.D., who made and executed the Declaration of 

Teihong (Ann) Wang dated October 30, 2013, in U.S. Patent No. 7,899,492 ("the Wang '492 declaration"). 

The above-identified U.S. Patent No. 8,050,711 issued from a continuation ofapplication no. 11/165,341 

("the '341 application") that issued as U.S. Patent No. 7,899,492. I have reviewed and am familiar with 

the patentee's Submission for Placement in Patent File of Supplemental Declaration of Inventor William 

E. Halal under 37 C.F.R. § 1.67, dated November 2, 2013, and the papers accompanying it, that have been 

filed in the United States Patent and Trademark Office ("USPTO") for placement in the file of U.S. Patent 

No. 7,899,492. 

2. Acting on behalf of the assignee of the present application, I directed the assignee's 

attorney Christopher M. Tobin to file the present application as a continuation of the '341 application. I 

subsequently learned that the papers Mr. Tobin submitted to the US PTO to effect filing of the present 

application included as the inventors' declaration for the continuation a copy of the original 

DECLARATION FOR UTILITY OR DESIGN PATENT APPLICATION (37CFR1.63) from the '341 

application ("the original '341 application declaration"). I did not inform Mr. Tobin of the circumstances 

surrounding the execution by me of the original '341 application declaration on behalf of Dr. William E. 
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Halal. Those circumstances are outlined in the patentee's Submission for Placement in Patent File of 

Supplemental Declaration of Inventor William E. Halal under 37 C.F.R. § 1.67, dated November 2, 2013. 

3. I was unaware at the time that one of the requirements for filing a continuation was the 

submission of an inventors' declaration, and that it was acceptable under standard US PTO practice to 

use for that purpose a copy of a declaration from a former "parent" application on which the 

continuation was based. I did not know that Mr. Tobin would submit a copy of the original '341 

application declaration in the present continuation application that issued as the above-identified U.S. 

Patent No. 8,050,711. Accordingly, there was no intent to deceive or mislead the USPTO in any way in 

submitting a copy of the original '341 application declaration to serve as the inventors' declaration in 

the present continuation application. 

I hereby declare that all statements made herein of my own knowledge are true and that all 

statements made on information and belief are believed to be true; and further that the statements were 

made with the knowledge that willful false statements and the like so made are punishable by fine or 

imprisonment, or both, under§ 1001 of Title XVIII of United States Code, and that such willful false 

statements may jeopardize the validity of the 

submitted. 

in connection with which this declaration is 

( 

Tiehong (Ann) Wang, Ph.D. 

- 2 -
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Attorney Docket No.: 14800.lOOlA 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re U.S. Patent No. 7,899,492 

In the name of: Tiejun Ronald Wang et al. 

Appln. No. 11/165,341 

Issued: March 1, 2011 

) 

) 

) 

) 

For: METHODS, SYSTEMS AND APPARATUS FOR ) 
DISPLAYING THE MULTIMEDIA INFORMATION 
FROM WIRELESS COMMUNICATION NETWORKS ) 

To: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Examiner: Brandon J. Miller 

TC Art Unit: 2617 

Date: November 2, 2013 

SUBMISSION FOR PLACEMENT IN PATENT FILE OF SUPPLEMENTAL 
DECLARATION OF INVENTOR WILLIAM E. HALAL UNDER 37 C.F.R. § 1.67 

Submitted herewith for placement in the file of above-identified U.S. Patent No. 7,899,492 ("the 

'492 patent") is a Supplemental Declaration for Utility or Design Patent Application (37 CFR 1.67), 

signed by co-inventor William E. Halal. 

This Supplemental Declaration is submitted to cure any potential deficiency in the original 

inventors' declaration submitted in application no. 11/165,341 ("the '341 application") resulting from 

the circumstances outlined herein. Pursuant to the provisions of 37 C.F.R. § 1.67(a)(2) in effect during 

the pendency of the '341 application, the accompanying Supplemental Declaration identifies the entire 

inventive entity, but is signed only by the inventor (Dr. Halal) to whom the potential deficiency outlined 

below relates. 

The '492 patent and various of its descendants are involved in the following litigations: 

1. Virginia Innovation Sci., Inc. v. Samsung Electronics Co., Ltd., Case No. 2:12-cv-00548 (E.D. Va.), 

and 

2. Virginia Innovation Sci., lnc. v. Samsung Electronics Co., Ltd., Case No. 2:13-cv-00332 (E.D. Va.). 
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To ensure that the record is complete regarding the matters discussed herein, the following 

documents from case no. 2:12-cv-00548 accompany this Submission: 

a. Samsung's Initial Answer, Affirmative Defenses, and Counterclaims to the First Amended 

Complaint, dated August 7, 2013, with Defendant Samsung's Thirteenth Counterclaim; 

b. Plaintiff Virginia Innovation Sciences, Inc.'s Memorandum In Support Of Motion To Strike 

Defendants' Thirteenth Counterclaim Or, In The Alternative, Motion For Summary 

Judgment On Defendants' Thirteenth Counterclaim Related To Inequitable Conduct, dated 

August 13, 2013, and the following exhibits thereto: 

i. Declaration Of Tiehong (Ann) Wang In Support Of Plaintiff Virginia Innovation 

Sciences, Inc.'s Motion To Strike Defendants' Thirteenth Counterclaim dated August 

13, 2013 (Exhibit 1) ("Wang Litigation Declaration"), 

ii. Declaration Of Professor William E. Halal In Support Of Plaintiff Virginia Innovation 

Sciences, Inc.'s Motion To Strike Defendants' Thirteenth Counterclaim dated August 

13, 2013 (Exhibit 2) ("Halal Litigation Declaration"), 

·iii. DECLARATION FOR UTILITY OR DESIGN PATENT APPLICATION (37CFR1.63) 

(Exhibit 7) ("original '341 application declaration"), 

iv. Excerpt of transcript of the deposition of Dr. Tiehong Wang on March 27 and 28, 

2013 (Exhibit 8), and 

v. Excerpt of transcript of the deposition of William E. Halal, Ph.D., on March July 24, 

2013 (Exhibit 9); 

c. Memorandum In Response To Motion To Strike Defendants' Thirteenth Counterclaim, 

dated August 26, 2013 ("Defendants' Memorandum"); and 

d. Plaintiffs Rebuttal Brief In Support Of Motion To Strike Defendants' Thirteenth 

Counterclaim, dated September 4, 2013. 

The '341 application was filed personally by Dr. Tiehong (Ann) Wang, one of Mr. Halal's 

co-inventors. The circumstances surrounding the preparation and filing of the '341 application are set 

- 2 -
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forth in the above papers from case no. 2:12-cv-00548, particularly the Wang Litigation Declaration and 

the Halal Litigation Declaration, as well as the accompanying Declaration of Tiehong (Ann) Wang and 

Declaration of William E. Halal submitted herewith. 

To summarize, Dr. Wang signed the original '341 application declaration on behalf of Dr. Halal 

with his full authorization and consent. The defendants in the above litigations contend that this 

constituted inequitable conduct (see Defendants' Memorandum), even though the USPTO and the 

Federal Circuit have expressly ratified this filing procedure in a situation identical to the present case. 

Ajinomoto Co., Inc. v. Archer-Daniels-Midland Co., 228 F.3d 1338 (Fed. Cir. 2000). 

In Ajinomoto, the patentee submitted a supplemental declaration to the USPTO after issuance of 

the patent-in-suit. As in the present case, some of the inventors' signatures on the original application 

declaration had been entered, with full authorization, by other inventors through a "lack of knowledge of 

the technical requirements of U.S. patent law and ... without deceptive intent." 228 F.3d at 1344. The 

substitute declaration, which was accepted by the USPTO, was signed by the inventors whose signatures 

had been entered by other inventors. Accordingly, the patentee in the present case submits the 

accompanying Supplemental Declaration for Utility or Design Patent Application (37 CFR 1.67), signed 

by Dr. Halal, pursuant to the procedure expressly approved in the Ajinomoto case. 

It is believed that no fees are due in connection with the present submission, but any unpaid fees 

in connection herewith may be charged to Deposit Account No. 50-0409. 

DAVID M. QUINLAN, P.C. 
32 Nassau Street, Suite 300 
Princeton, NJ 08542 
Telephone: (609) 921 8660 
Facsimile: (609) 921-8651 
E-mail: david@quinlanpc.com 

Respectfully submitted, 

/David M. Quinlan/ 
David M. Quinlan 
Attorney for Patent Owner 
Registration No. 26,641 

- 3 -
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PTOISB/04 (05-08) 
Approved for use through 0113112014. OMB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of Information unless it displays a valid OMB control number 

r Attorney Docket Number I 14800.1001A "" SUPPLEMENTAL First Named Inventor I Wana. Tieiun (Ronald) 

DECLARATION FOR UTILITY COMPLETE IF KNOWN 

OR DESIGN Application Number 11/165.341 

PATENT APPLICATION 
Filing Date June 24, 2005 
Art Unit 2617 

'-
(37 CFR 1.67) Examiner Name Brandon J. Miller ~ 

I hereby declare that: 

Each inventor's residence, mailing address, and citizenship are as stated below next to their name. 

I believe the inventor(s) named below to be the original and first inventor(s) of the subject matter which is claimed and for which a patent is 

souaht on the invention entitled: 

METHODS, SYSTEMS AND APPARATUS FOR DISPLAYING THE MULTIMEDIA INFORMATION, ETC. 

(Title of the invention) 
the specification of which 

D is attached hereto 

OR 

I [{] was filed on (MM/DDfYYYY) I June 24, 2005 as United States Application Number or PCT International 

Application Number I I and was amended on (MM/DDfYYYY)l I 
I hereby declare that the subject matter of the D attached amendment D amendment filed o~ 
the invention and was invented before the filing date of the original application, above identified for such invention. 

I was part of 

I hereby state that I have reviewed and understand the contents of the above-identified specification, including the claims, as amended by any 

amendment specifically referred to above. 

I acknowledge the duly to disclose information which is material to patentability as defined in 37 CFR 1.56, including for continuation-in-part 

applications, material information which became available between the filing date of the prior application and the national or PCT international 

filing date of the continuation-in-part application. 

I hereby claim foreign priority benefits under 35 U.S.C. 119(a)-(d) or (f), or 365(b) of any foreign applicatlon(s) for patent, inventor's or plant 

breeder's rights certificate(s), or 365(a) of any PCT international appllcatlon which designated at least one country other than the United 

States of America, listed below and have also identified below, by checking the box, any foreign application for patent, inventor's or plant 

breeder's rights certificate(s), or of any PCT international application having a filing date before that of the application on which priority is 

claimed. 

Prior Foreign Application Country Foreign Filing Date Priority Certified Copy Attached? 

Number(s) IMM/DDIYYYYl Not Claimed YES NO 

LJ D D 
D D D 
D D D 
D D D 

LJ Addillonal foreign appUcatJon numbers are Hsted on a supplemental priority data sheet PTO/SBJ02B attached hereto. 

[Page 1of2] 
This colleciion of information is required by 35 U.S. C. 115 and 37 CFR 1.63. The information is required to obtain or retain a benefil by the public which is to file 

(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11andL14. This collection ls estimated to take 21 
minutes to complete, mcluding gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual 
case. Any comments on the amount of time you require lo complete this form and/or suggeslions for reducing !his burden, should be sent lo the Chief Information 
Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Ale~andfia. VA 22313-1450. DO NOT SEND FEES OR COMPLETED 

FORMS TO THIS ADDRESS. SEND TO; Commissioner for Patents, p .0. Box 1450, Alexandria, VA 22313-1450. 
If you need assistance in completing the form, call 1-BOO·PT0-9199 and select option 2, 
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PTO!SB/04 (05-08) 
Approved tor use through 01131/2014. OMB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the PaPl!rworl<. Reduction Act of 1995, no persons are required to respond to a collection of information unless ii displays a valid OMB control number. 

SUPPLEMENTAL DECLARATION-UTILITY OR DESIGN PATENT APPLICATION 

Direct all correspondence to: [{] The address associated with Customer Number: 1
25099 

OR DcorresDOndence address below I 
Name 

Address 

Address 

City I Slate I ZIP 

Country I Telephone I Email 

WARNING: 
Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may 
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card numbers 
(other than a check or credit card authorization form PT0-2038 submitted for payment purposes} is never required by the 
USPTO to support a petition or an application. If !his type of personal information is included in documents submitted to the 
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them 
to the USPTO. Petitioner/applicant ls advised that the record of a patent application is available to the public after publication of 
the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance of a 
patent. Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO-
2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and 
the llke so made are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001 and that such willful false statements 
may jeopardize the validity of the application or any patent issued thereon. 

Name of Sole or First Inventor: I D A petition has been filed for this unsigned inventor 

Given Name I Family Name or Surname 
Tiejun (Ronald) WANG 

lnvenlor's Signature I Date 

Residence: City I State I Country I Citizenship 

La Jolla CA us CN 

Mailing Address 
9162 Regents Road 

Mailing Address 
Apt. 

City I Stale I ZIP I Country 
La Jolla CA 92037 us 

0 Additional inventor(s) or legal representative(s) are being named on the _1 __ supplemental sheet(s) PTO/SBf 02A or 02LR attached 
hereto. 

[Page2 of 2] 
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11/01/2013 12 10 202-884-5830 ISTM DEPT GWU SCHOOL OF BUSINESS #0832 P.015 

PT0/$!310 A (C 1 ~7~' Approvc<l ror u~e 1nrou9h 01/'.3112014, OMl'l c 651· 0< 3 U.S. Parent arid irademar~ Orric~ U.$. DEPARTMENT OF CO AMER ~1 Under the l\;iMrworn Roducfiiln Act of 1>195 no ner~one Br~ rrouirM to reboond to <1 calledon of imom;~tion unles$ 11 contains~ v<ilid OMB cot\lrc n1J Int .;r. 

DECLARATION 

Name of Additional Joint Inventor, If any: I 
WillismE, 

Inventor's 
Siona tu re 

W:>~hirigtoo 

Residence; Citv 

Given Name {first and middle lif any)) 

\ (\ I ,,--... A 

3342 Maud Streol, N.W. 

Mailinc Address 

\i\fashingl:on 

DC 
St<> le 

DC 

Name of Addltional Joint Inventor. if any: I 

llchong (Ann) 

Inventor's 
Sicma1ure 

Arlington 

Residence: Citv 

Given Name (Orst and ri1lddle (if any)) 

1600· South Joyce Slmet 
No. 1406 

~ilino Address 

Arlington 

Citv 

VA 

Stats 

VA 

Stiite 

Name of Additlonaf Joint ltwentor, if any: I 
Ximing 

Inventor's 
Signature 

Given Name (first and middle (if any)) 

Beijill(l 

Residence: Citv 

Beijing Business & Technology Univ. 
Buildlno #A2, ~otim 134 
Msilino Address 

Sciijing 
City 

State 

State 

ADDITIONAL INVENTOR(S) l Supplemental Sheflt 
P"ne 3 of 3 

D A peiti1ion has boen filed for this unsigned inventor 

Familv Name or Sumarrie 

HALAL 

D 

WANG 

D 

WANG 

us 
Counlry 

20016 

Zip 

lJS 

Citizenship 

us 
Country 

A peti1ion has been filed for !his unsignM inventor 

Femily Necme or Sumame 

us 
Country 

22202 

Zip 

Date 

CN 

Citizen;.hio 

us 
Coi.u'\tl'Y 

A petition has been filed for this unsigned inventor 

Family Name or Surname 

CN 

Country 

100037 
Zip 

Date 

CN 

Citizenshio 

CN 
Countrv Tr.is collection or inforrn?tioo i~ r1Jquire<i by :ltl U.S.C. 115 ana 37 CFR 1.63. Tho iMomiation is required to ottain Of ret~in a benefit by the pL1b1ic which ii lo 11< 1al'ld by the USPTO to procass) ari applicatlon. Conllde111~11ity ia governed by 35 U.S.C. 122 an<l 37 CFR 1. i 1 and 1.14. lhi~ collectio1\ I~ estimated 10 t 1k0 1 m11111tes to comptele, inciUdin!) gatherino, praparlnQ. arid suom111ing the compjet9d applica1ion form lo the USPTO. Time will vary da(l<'lnding upOl'l the inc vid1 at ~$e, Any c:ornmonts 011 lna arrou111 of time you req~"a to complete \hi~ fQrm iUl\1/0r i;.uweslion~ tor rf!<lU(:it\9 lhis buri:lon. &hOuld be Gent lo the Chief tnfor nali on Officer, U.$, Pmen1 ~nd Trademarl< Office, U.S. DepartmMt of Cornmarce. P.O. Sox 1450, Ak1Karx:lrla. VA 22313-1450. DO NOT SE.ND FEiES OR COMPI EiC 0 FORMS TO THIS ADDRESS. Sf;NO TO: Comrnis~ioner for Patents, P.O. Box 1450, Alexandria, VA 22313·1450. 

If yo/.1 fleect asslsumce in completmg 111e form, call 1 ·500-PT0-91 IJIJ (1·800-786-IJ 199) Md select option 2. 
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Attorney Docket No.: 14800.1001A 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re U.S. Patent No. 7,899,492 

In the name of: Tiejun Ronald Wang et al. 

Appln. No. 11/165,341 

) 

) 

) 

Issued: March 1, 2011 ) 

For: METHODS, SYSTEMS AND APPARATUS FOR ) 
DISPLAYING THE MULTIMEDIA INFORMATION 
FROM WIRELESS COMMUNICATION NETWORKS ) 

To: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Examiner: Brandon J. Miller 

TC Art Unit: 2617 

DECLARATION OF TIEHONG (ANN) WANG 

1. I am the same Tiehong (Ann) Wang, Ph.D., who made and executed the Declaration Of 

Teihong (Ann) Wang In Support Of Plaintiff Virginia Innovation Sciences, Inc.'s Motion To Strike 

Defendants' Thirteenth Counterclaim, Or In The Alternative, Motion For Summary Judgment On 

Defendants' Thirteenth Counterclaim Related To Inequitable Conduct, dated August 13, 2013, in the case 

of Virginia Innovation Sci., Inc. v. Samsung Electronics Co., ltd., Case No. 2:12-cv-00548 (E.D. Va.) ("Wang 

Litigation Declaration"). A copy of the Wang Litigation Declaration accompanies the present Declaration 

and is incorporated by reference herein as if set out in full. I adopt and ratify all statements in the Wang 

Litigation Declaration. 

2. I was correctly named as a co-inventor on United States Patent Application No. 11/165,341 

("the '341 application"), which issued as above-identified U.S. Patent No. 7,899,492 ("the '492 patent"). 

3. In June 2005 I was assembling papers for submission to the United States Patent and 

Trademark Office ("US PTO") to effect filing of the '341 application. I prepared the DECLARATION FOR 

UTILITY OR DESIGN PATENT APPLICATION (37 CFR 1.63) ("original '341 application declaration") 

required for that purpose and forwarded it for review and execution to all of the other inventors, 

including Dr. William E. Halal. A copy of the original '341 application declaration accompanies the 
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present Declaration. After I forwarded the original '341 application declaration to Dr. Halal, we spoke by 

telephone and we agreed that I would sign the original '341 application declaration on his behalf and he 

authorized me to do so. Accordingly, I entered Dr. Halal's signature on the original '341 application 

declaration. 

4. I believed this to be an acceptable manner of having Dr. Halal's signature affixed to the 

original '341 application declaration. I am not a patent practitioner and I did not consult patent counsel 

before agreeing to affix Dr. Halal's signature to the original '341 application declaration on his behalf. I 

had no knowledge at the time that this might be deemed by some to conflict with any technical 

requirements of United States patent laws, or any preferred practice of the United States Patent and 

Trademark Office ("USPTO"). After assembling the necessary papers, including the original '341 

application declaration, I personally filed all of the '341 application papers in the US PTO, including the 

original '341 application declaration, also without consulting patent counsel. 

5. In entering Dr. Halal's signature on the original '341 application declaration, I did not 

intend to deceive or mislead the US PTO in any way. I believed at the time that entering Dr. Halal's 

signature on the original '341 application declaration on his behalf was equivalent to him signing it 

personally. Further, I expected the USPTO to treat it as such, since at all times Dr. Halal was willing to 

sign the original '341 application declaration as an original and first inventor, along with the other 

individuals named on the original '341 application declaration, of the subject matter claimed in the 

original '341 application. I entered Dr. Halal's signature on the original '341 application declaration 

solely as a courtesy to Dr. Halal, who otherwise would have had to drive through traffic from his 

residence in Washington, DC, to Arlington, Virginia, where I was assembling the necessary papers for 

filing the '341 application. At the time in June 2005 and for all times thereafter, I have always intended 

for the signature I entered on the original '341 application declaration on behalf of Dr. Halal to function 

as his signature as if he had entered it himself. 

6. Further circumstances surrounding my execution on behalf of Dr. Halal of the original '341 

application declaration are set forth at pages 177-180 of the transcript of the deposition of Tiehong 

- 2 -
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(Ann) Wang, on March 27, 2013, taken in the Viq;fnia innovation Sci., Inc. v. Samsung Electronics Co., Ltd., 

litigation referred to above. During my deposition, I was asked about Dr. Halal's signature and testified 

that he had personally signed the original '341 application declaration. My testimony was based on my 

best recollection at the time of the deposition, ailnost eight years after the events leading up to filing the 

'341 application. When I read the transcript of the subsequent deposition of Dr. Halal in the same 

Htigation taken on July 24, 2013, i saw at pages 90·93 and 102· 103 of the transcript of his deposition 

that he had testified that he had authorized me to sign the original '341 application dedarntion on his 

behalf. I then recalled that i did in fact enter Dr. Halal's signature on the original '341 application 

declaration at his l'equest Copies of the pages of the transcripts of my deposition and of Dr. Halal's 

deposition transcript mentioned herein accompany the present Declaration, 

I hereby declare that aH statements made herein of my own lmowiedge are true and that ail 

statements 1.nade on information and beliefare believed to be true; and further that the statements were 

made with the knowledge that wmful false statements and the like so made are punishable by fine or 

imprisonment, or both, under§ 1001 ofTitle xvm of United States Code, and that such willful false 

statements may jeopa!'dize the validity of the patent in connection with which this declaration is 

submitted. 

i o,/ 'J. o ' Date: ___ "' __ i_ 

Tiehong (Ann) Wang, Ph.D. 
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Case 2:12-cv-00548-MSD-TEM Document 142-1 Filed 08/13/13 Page 2 of 4 PagelD# 3069 

IN THE UNITED STATES DISTRJCT COURT 
FOR THE EASTERN DIST1UCT OF VIRGINIA 

NORFOLK DIVIRGINIA INNOVATIONION 

VIRGINIA INNOVATION SCIENCES, 
INC., 

Plaintiff, 
V. 

SAMSUNG ELECTRONICS CO., LTD; 
SAMSUNG ELECTRONICS AMERJCA, 
INC.; SAMSUNG 
TELECOMMUNICATIONS AMERJCA, 
LLC, 

Defendants. 

Case No. 2:12-CV-00548-MSD-DEM 

DECLARATION OF TIEHONG (A~'N) \VANG IN SUPPORT OF PLAINTIFF 

VIRGINIA INNOVATION SCIENCES, INC.'S MOTION TO STRIKE DEFENDANTS' 

THIRTEENTH COUNTERCLAIM OR, IN THE ALTERNATIVE, MOTION FOR 

SUMMARY JUDGMENT ON DEFENDANTS' THIRTEENTH COUNTERCLAIM 
RELATED TO INEQUITABLE CONDUCT 

I, Tiehong (Am1) Wang, herby, declare as follows: 

1. I am over the age of eighteen (18) and am personally familiar with and have 

personal knowledge of the facts stated in this declaration. If called as a witness, I could and 

would testify competently to each fact stated herein. 

2. This declaration is made in support of Virginia I1movation Sciences, Inc.' s 

Motion to Strike Defendants' Thirteenth Counterclaim or, in the alternative, Motion for 

Summary Judgment on Defendants' Thirteenth Counterclaim related to Inequitable Conduct. 

3. I am a named inventor of United States Patents No. 7,899,492 entitled "Methods, 

Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,050,711 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 8,145,268 entitled 

1 
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"Methods, Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,224,381 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 7,957,733 entitled 

"Methods and Apparatus for Multimedia Communications with Different User Terminals", and 

8,135,398 entitled "Methods and Apparatus for Multimedia Communications with Different User 

Tem1inals 11
• (hereinafter referred to as "the asserted patents"). 

4. I was personally involved in creation of the patented inventions disclosed in the 

asserted patents and prosecution of those patents. 

5. I am the chief executive officer of Virginia Im10vation Sciences, Inc. ("Virginia 

Innovation"). 

6. Virginia Innovation is the current owner of the asserted patents. 

7. On June 24, 2005 I filed U.S. Patent Application No. 11/165,341 ("the '341 

application") pro se, without the assistance of counsel. 

8. I am not an attorney and at the time of the filing of the '341 patent application 1 

had no formal legal training. 

9. At the time I filed the '341 application, I was not aware that original signatures 

were required on the declaration of inventorship. 

10. I signed the '341 application on behalf of Professor William Halal pursuant to 

Professor Halal's instruction, request, and authorization and believed it to be an effective 

signature on Prof. Halal's behalf. 

11. I did this as a courtesy to Professor Halal after he told me he would not want to 

drive in the Washington, D.C. traffic to Virginia to meet me to sign the declaration and 

instructed me to sign for him. 
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12. In signing Professor Halal's signature on the declaration, at no time did I intend to 

deceive or mislead the United States Patent and Trademark Office ("PTO"). 

13. After Professor Halal was deposed in this action, I had a chance to review his 

testimony regarding the signature, which refreshed my recollection that I signed Professor 

Halal's name to the declaration pursuant to his instruction and authorization. 

14. Virginia Innovation has retained prosecution counsel to determine if Prof. Haial's 

authorized signature is a technical error to be fixed with a supplemental declaration. 

15. Professor Halal was correctly named as a co-inventor on the '341 application, 

which issued as the '492 patent. 

16. Professor Halal contributed to at lea.st one claim in the '492 patent. 

17. During the prosecution of the '733 and '398 patents it was my understanding that 

there was no duty to disclose references in the '733 and '398 patents that were previously 

disclosed in the '492 patent. 

18. I did not intend to deceive the PTO by not disclosing during prosecution of the 

'733 and '398 patents the references cited during prosecution of the '492 patent. 

19. I do not remen:1ber when I wrote the words "caution, important art". 

20, Further~ l do not remember if I wrnte those words in connection with prosecuting 

a patent-in-suit, prosecuting a patent not in suit, or during the course. of my other activities as an 

inventor at Virgiriia Innovation Sciences, Inc. 

I declare under penalty of perjury that the foregoing is tmc and accurate. 

DATED: August 13, 2013 Respectfully submitted, 

Tiehong (Ann) Wang 
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Approved for use throug~ Olf.!11:'.00i;i, OM(l 0551·0032 

U.S. Patent and Trademern Olflce; U.S. DEPARTMENT OF COMMERCE 
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AHorrrny Dor:ket 

DECLARATION FOR UTILITY OR 
DESIGN 

.l'!.umb~_r_ .. _____ .... ·-· .. -·-----• 

First Named lnv_entor JI; '?
1
j IAJ\ cR 0 ~~~ ) t..k~ 

PATENT APPUCATION COMPLETE IF KNOWN ~ 

(37 CFR 1.63) 

Declaration 
Submitted 
With Initial 
Filing 

OR 

I hereby declare that: 

D Declaration 
Submitted aRer Initial 
Filing (surcharge 
(37 CFR 1.16 (e)) 
required) 

Appficalion N;;mber 

Filing 
Art Unit 

Examiner Name 

Each Inventor's residence, mailing address, and citizenship are as stated below next to their name. 

-

I believe the inventor(s) named bek>w to be the original and first inventor(s) of the subject matter which is claimed and for 

which a patent is soughl on the invention cnti!fod: -l1 1-·-·-------· .. -·--"- ............ _,, __ . __ ---=1 itji-0\.c. Ro~ ) WC?~ T; ~ko~ (Al'.(\ ) Ua~ 
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OR 

D was filed on (MM/DDfYYYY) l ] as United States Application Number or PCT International 

Application Number C J and was amended on (MM/DD!YYYY) I _ __J (if applicable). 

I hereby state that I have reviewed and understand the contents of the above identified specification, Including the daims, as 

amended by any amendment specifically referred to above. 

I acknowledge the duty to disclose information which is material to patentability as defined in 37 CFR 1.56, Including for 

continuation-in-part applications, material information which became available between the filing date of the prior application 

and the national or PCT international filing date of the ccntinuation-in-part application. 

I hereby claim foreign priority benefits under 35 U,S,C. 119{a)-(d} or (f), or 365(b} of any foreign application(s) for patent, 

inventor's or plan! breeder's rights certificate(s), or 365(a) of any PCT inlemalional application which designated at least one 

country olher than U1e United States of America, listed below and have also identified below. by checking the box, any foreign 

application for palcnt, inventor's or plant breeder's rights ccrtificolc{s), or any PCT intcmalional appliC.Jlion having a filing dale 

before that of the application on which priority is claimed, 

Prior Foreign Application Foreign Filing Date Priority CertJfled Copy Attached? 

Numberls\ Countrv IMM/00/YYYY) Not Clalmed yr;~ __b!Q___ 

D 0 D 
D D D 
D D D 
D D D 

D Addilional foreign application numbers are listed on a supplementai' priority data sheet PTOISB/D2B attached hereto. 

[Pag~ 1of2J 
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PTOISB/Q1 (04-05) 
Approved for use through 07131/2006. OMS 0551.0032 

U.S. Patent and Trademarx Offlc.e; U,S. DEPARTMENT OF COMMERCE 
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DECLP,RATlON - Utility or Design Patent Application 
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associated with 
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Ctty ~!;::~ ·-·- ']State 
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OR 0 Correspondence 
address below 

I hereby declare lhat all statements made herein of my own knowledge are true and that all r.tatement. ade on inforrnalion 

and belief are believed to be true; and further that these statements were made with the knowledge that willful false 

statements and the like so made are punishable by fins or imprisonment, or both, under 18 U.S.C. 1001 and that such willful 

false statements may jeopardize the validity of the application or any patent issued thereon. 
·--~~~~~~~~~~-

___ _,__ 0 A petition has been filed for this unsiqned inventor 

~amilyNa~~o,_r_~_u_r_n~'m4:::-t~-~~~~-j 
Citizenship 
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NAME OF SECOND INVENTOR: =r:tion has been filed for _this unsigned invent::'. 

Gi'V9n Name (first and middle [if any]) rnily Name or Surname 

__ l..Ji LL i am. ___ £. / 1-ia.la..l 
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~ ··-·· -······- -·· ·- u_____,,s t[_.__ __ ------1 

Mailing Address 

33 4 .J ti/ vv 
.D.C. l~oo/ 6 I~·----l 
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IN TRE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRIC'.l' OF VIRGINIA 

Norfolk Division 

Civi1 Action Ne. 2:12-CV-00549-MSD-DEM 

VIRGINIA IJJNOVA'rION SCIENCES, INC. ) 
) 

~ Plaintiff, 
v. 

) 
SAMSUNG ELECTRONICS CO, , LTD; ) 
SAMSUNG ELECTRONICS AtlERICA, INC; ) 
SAMSUNG TELECOMMUNICATIONS AMERICA,) 
AMERICA, LLC, ) 

Defendants. 

VOLUME I 

(By Videotape) 

! 

1 

2 

Dr. Tichong \:Vang - Vol. 1 
JY!arch 27, 2013 

Page 

INDEX 

3 WITNESS PAGE 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

VIRGINIA INNOVATION SCIENCES, INC, 
by its designee DR. TIEHONG WANG 

Examination By Mr. Williamson 

E X H I B I T S 

NO. DESCRIPTION 

Defendan.ts 1 Amended Notice of Fed. R. 

PAGE 

Civ. P. 30(b)(6) Deposition o'f Plaintiff 

Virginia Innovation Sciences, Inc. 

14 2 Plaintiff Vi ;r:ginia Innovation Sciences / 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

30 (b) (6) DEPOSITION UPON ORAL EXAMINATION OF 15 Inc. 's Objections and Responses to 

Defendants' Interrogatories (Nos. 1-20) VIRGINIA INNOVATION SCIENCES, INC. 16 

1 

2 

3 

4 

5 

6 

7 

B 

9 

10 

11 

12 

13 

by its designee 

DR. TIERONG WANG 

TAKEN ON BEHJ\LF OF THE DEFENDANTS 

Appearances: 

Tysons Corner, Virginia 

Wednesday, March 27, 2013 

INNOV.l\LAW, P.C. 

Page 2 

By: TIMOTHY E. GROCHOCINSKI, ESQUIRE 
1900 Ravinia Place 
Orland Park, Illinois 60462 
teg@innovalaw.com 
Counsel for the Plaintiff 

O'MELVENY & HYERS LLP 
By: BRETT J, WILLIAMSON, ESQUIRE 

CAMERON WESTIN, ESQUIRE 
610 Newport Center Drive, 17th Floor 

Newport Beach, California 92660-6429 
bwilliam.son@omm.com 
owestin@omm.com 
Counsel for the Defendants 

14 Also Present: 

15 Jason Levin, Videographer 

16 Dr. Ronald Wang 

17 

18 

19 

20 

21 

22 

23 

24 

25 

17 3 

18 

19 

20 

21 

22 5 

23 

24 

25 

1 

2 

3 NO. 

4 7 

5 

6 

7 8 

8 

9 

10 

11 

10 

12 11 

13 12 

14 

15 13 

'16 14 

1 7 15 

18 16 

19 17 

20 18 

21 19 

22 

23 20 

24 21 

25 22 

Plaintiff Virginia Innovation Sciences, 22 

Inc. 'a Objections and First Supplemental 

Responses to Defendanta' Interrogatories 

A.rt1clea of Incorporation of SellerBid, 

Inc. 

CT Corporation Business Entity Search 

Report (CT Database) 

23 

26 

Proposal and Requirement of' SellerBird, com 30 

E X H I B I T S (Continued) 

DESCRIPTION 

Unanimous Written Consent of the 

Page 4 

PAGE 

37 

Shareholders of SellerBird 1 Inc, In Lieu 

of a Formal Special Meeting 

Tax Return Docurr~nts 

Resume 55 

Unanimous W=itten Consent of the 63 

Shareholders of SellerBird, Inc. In Lieu 

of a Formal Special Meeting 

Deed of Gift 

Articles of· Incorporation of Sel1erBid1 

Inc. 

Handwritten Notes 

Handwritten Notes 

67 

68 

108 

119 

Handwritten Notes 125 

Figure 127 

Provisional Patent Application 136 

Utility Patent Application 160 

Email dated July 8, 2005 from Ronald Wang 163 

to Ronald Wang with attachment 

Patent 8,050,711 167 

Declaration of William E, Halal 178 

Assignment 183 
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25 
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NO. 

23 

24 

25 

26 

27 

28 

29 

30 

31 

32 

33 

34 

Page 5 Page 7 

reporter please swear in the witness. 

E X S I B I T S (Continued) 

DESCRIPTION 

1 

2 

PAGE 3 

THE COURT REPORTER: Please raise your right 

hand. 
Assignment 183 4 DR. TIEHONG WANG was sworn and deposed 

Power of Attorney 186 5 on behalf of the Defendants as follows: 

)\mendment Transrn.i ttal Letter 189 6 

Patent 5,880,732 192 7 EXAMINATION 

Patent App.lication 2002/0102998 193 8 BY MR. WILLIAMSON: 

Notice of AJ.lowance and Fee (s) Due 199 9 Q. Good morning. Can you please say and then 

Utility Patent .i'\pplication Transmittal 204 10 SpeJl your name for the record. 

Email dated June 18, 2005 from Ning Wang 208 11 A. Tiehong Wang. 

to Tiejun wang 12 Q. And can you spell that, please? 

Email dated September 11, 2005 from Ronald 209 13 A. T-i-e-h-o-n-g W-a-n-g. 

Wang to Ann Wang with attachment 14 Q. Do you also sometimes go by the given name 

Patent 7,899,492 213 15 Ann? 
Patent 7, 957, 7 33 222 16 A. Correct. 

Provisional Application filed 

March 31, 2006 

Page 6 

(Defendants' Amended Notice of Fed. R. 

1 7 Q. Okay. Dr. Wang, my name is Brett Williamson, 

18 and I'm an attorney for Samsung, the three Samsung 
19 entities that are defendants in the lawsuit that 
20 Virginia Innovation Sciences has filed. 
21 We met earlier this morning, and I'm going to 
22 be asking you questions today under oath. 
23 Do you understand that by giving that oath, 
24 that you're required to tell the truth in response to 
25 all of my questions? 

Page 8 

1 A. Yes, I do. 

Civ. P. 30(b)(6) Deposition of Plaintiff Virginia 2 Would you ... ifl grab a napkin over there? 

3 Innovation Sciences, Inc. was marked Deposition Exhibit 3 Q. Go ahead. 

4 Number 1.) 
5 THE VIDEOGRAPHER: We are now on record. 
6 The date today is March 27th, 2013 and the 
7 time is l 0:03 a.m. 
8 My name is Jason Levin, video specialist 
9 representing Zahn Court Reporting, 208 East Plume 

10 Street, Norfolk, Virginia. 
ll This is the videotaped deposition of the 
12 30(b)(6) witness for Virginia Innovation Sciences, 
13 Incorporated in the matter of Virginia Innovation 
14 Sciences, Incorporated versus Samsung, Civil Action 
15 Number 2: 12-CV-00548-MSD-DEM. 
16 Tbe court reporter is Marianne Holmes. 
17 Will counsel please identify themselves for 
18 the record and state whom they represent 
19 MR. WILLIAMSON: Brett Williamson, O'Melveny & 

20 Myers, LLP for Samsung. 
21 MR. WESTIN: Cameron Westin from O'Melveny & 

22 Myers for Samsung. 
23 J\.1R. GROCHOCINSKI: Tim Grochocinski, Innovalaw 

24 for Virginia Innovation Sciences. 
25 THE VIDEOGRAPHER: And would the court 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

That's the first rule. You got to be careful 
to remove that microphone. 

THE WITNESS: Napkin. 
BY MR. WILLIAMSON: 

Q. And because we're here in a conference room in 
a law office, it seems 1 ike it's a bit less formal than 
in a courtroom. 

However, because of the oath that you took, 
the answers that you give to me today will have the same 
force and effect as if you were giving them in a court 
of law. Do you understand that? 

A. Yes, I do. 
Q. Okay. It's very important because the 

official record of my questions and your answers is 
being taken down by a court reporter so that it's 
prepared in a written document, so you will need to 
answer my questions verbally rather than through nods or 

shakes of the heads or gestures. Do you understand 
that? 

A. Yes, l do, 
Q. Okay. It's also important that you do your 

best to let me finish my question before you give your 
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Page 177 

1 A. And it also means that in the nonprovisionaI 
2 application, that MTSCM, this component can jointly 
3 achieve these functions that I just -- we just read, 3.1 
4 through 3.4, ·with the other components in the system 
5 such as the mobile terminal. 
6 Q. Okay. I understand your testimony. 

7 appreciate that. 
8 Looking back at the nonprovisional 
9 application, Exhibit 18. 

10 At page 3549 throllgh 3950, there are 
11 declarations by the inventors. Do you see those pages? 

It's page 3549 and 3550.· 
MR. WILLIAMSON: 3550. 

14 THE COURT REPORTER: You said 39. 
15 MR. WILLIAMSON: I did? All right. 3549 
16 through 3550. 
17 BY MR. WILLIAMSON: 
18 Q. Do you have those pages before you, Dr. Wang? 

19 A. Yes, sir. 
20 Q. Okay. Do you see that those -- that there's a 
21 declaration page and then a continuation page ;vith a 
22 name of third inventor and name offornih inventor? 

23 A. Yes, sir. 
24 Q. Did you circulate the declaration to the other 
25 inventors, your brother Ronald, Dr. Halal and your 

Page 178 

1 father Ximing Wang? 
2 A. You mean for their signature? 
3 Q. Yes. 
4 A. Yes, sir. 
s Q. Okay. Did you do it by mail or do it in 
6 person? 
7 Can you explain to me how you obtained the 
8 signatures of the co-inventors on the declaration? 
9 A. J don't remember. 

10 Q. Okay. Do you remember how Mr. Halal's 

11 signature was obtained? 
12 A. Sorry, I don't. 
13 (Declaration of William E. Halal was 
14 marked Deposition Exhibit Number 2 l.) 
15 BY MR. WlLLIAMSON: 
16 Q. We've marked as Exhibit 21 a copy of the 
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25 

Dr. 'fiehong Wang- Vol. 1 
March 27, 2013 

Page 179 

Q. Okay. Or you weren't? 
Did you present Exhibit 21 to Dr. Halal for 

his signature? 
MR. GROCHOCINSKJ: Well --
THE WITNESS: I don't think so. l think my 

attorney sent it to him. 
BY MR. WILLIAMSON: 

Q. Okay. I'm sorry. My question may have been 
unclear. 

I asked if you vvere involved at all in 
obtaining Dr. Halal's signature on this declaration, 
Exhibit 21. , 

A. Yes. 
Q. You were involved. 

How were you involved? 
A. I think I was, according to what I recall, I 

think that I was copied, I was copied by my attorney and 

by Professor Halal for their communication related with 
this signature. 

Q. If you will look at his signature on that 
page, page 3 of Exhibit 21 and then also look at what 
purports to be his signature on page 3549 in the 
nonprovisional application declaration, Exhibit 18, 
would you agree with me that those are different 
signatures? 

Page 180 

1 MR. GROCHOCINSKI: Objection. Calls for 
2 speculation, Jack of foundation. 
3 BY MR. WILLIAMSON: 
4 Q. You can go ahead and answer. 
5 A. I'm sorry, what's your question? 
6 Q. Would you agree with me that those look like 
7 different signatures? 
e A. No, I don't. 
9 Q. You think that those are -- those signatures 

10 are -- look like they are written by the same person? 
11 A. I believe those signatures was signed by the 

12 same person. 
13 Q. Okay. Do you have any understanding of why, 

14 for instance, in Exhibit 18 on page 3549 --

15 A. 18? 
16 Q. Yes. 

17 declaration of William Halal in support of VIS' response 17 

in opposition to Samsung's motion to transfer venue of 18 18 

19 

-- it's missing the middle initial E from the 
signature? 

20 

21 
22 

23 

24 

25 

this case to the District of New Jersey. 
And on the third page of that declaration is a 

signature that purpoiis to be Dr. Halal's signature. 
Did you -- were you involved at all in 

obtaining Dr. Halal's signature on this declaration, 
Exhibit 21? 

A. Yes, sir. 

19 A. No, I don't. 
Q. But your testimony here today is that you 

understand that Dr. Halal signed personally both 
22 Exhibit 18 on the declaration page and Exhibit 21, to 

23 the best of your knowledge? 

20 

21 

24 

25 

A. Yes, sir. 
Q. Staying on Exhibit 18 which is the 
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1 nonprovisional application, there are signatures by four 
2 inventors: yourself, Ronald, Dr. Halal and'your father 
3 Ximing Wang. 
4 Why was your cousin Tiecheng Wang not llsted 
5 as an inventor on the nonprovisional application'? 
6 A. According to U.S. patent Jaw, he shouldn't be 
7 named as a co-inventor of this invention. 
8 Q. What happened between the time you filed the 
9 non- -- the provisional application and the 

10 nonprovisional application that led you to believe that 
11 your cousin was not an inventor on the inventions in the 
12 nonprovisional application? 
13 MR. GROCHOCINSKI: And I'm just going to 
14 instruct you not to disclose any communications you 
15 had with your lawyer. 
16 But subject to that restriction, you can 
17 answer the question. 
18 THE WITNESS: I talked with my attorney. 
19 BY MR. WILLIAMSON: 
20 Q. Okay. So don't give me any of the substance 
21 of that. But that was the, that was the answer to my 
22 question that I asked, so I don't want any further 

elaboration. 
Were there any -- is there any subject matter 

that you believe was included in the non- -- in the 
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1 provisional application relating to the inventive 
2 contribution ofTiecheng Wang that was later not 
3 included in the nonprovisional application? 
4 A. l'm sorry? 
s Q. Yes. 
6 Was there any inventive contribution by your 
7 cousin Tiecheng Wang that's disclosed in the provisional 
e application that was not later included in the 
9 nonprovisional application? 

10 A. I'm not aware of any. 
11 Q. Has VIS ever obtained an assignment or a 
12 quitclaim of any rights from Tiecheng Wang? 
l3 A. I'm not aware of any. 
14 Q. Did you ever inform your cousin that he was 
15 not being listed as an inventor on the nonprovisional 
l6 patent application? 
17 A. I don't recall that I talked to him about it. 
18 MR. GROCHOCINSKI: Bren, would you mind ifwe 

19 got the cords for this? 

1 

2 

3 
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5 
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13 

l4 
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16 
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18 

19 

20 
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22 
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24 
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and we're going to be at that point, too. 
Why don't we go ahead· and take our break now, 

and then we'll try to continue and then finish 
through six. 

THE VIDEOGRAPHER: We're going off record at 

4:13 p.m. 
(A recess was taken from 4: 13 p.m. until 

4:29 p.m.) 
(Assignment was marked Deposition Exhibit 

Number 22.) 
(Assignment was marked Deposition Exhibit 

Nurriber 23.) 
TLIE VIDEOGRAPHER: We're going back on record 

at 4:29 p.m. 
This is the start of disk number 5 in the 

30(b)(6) deposition ofVlS. 
BY MR. WILLIAMSON: 

Q. Dr. Wang, you understand you're still under 
oath? 

A. Yes, sir. 
MR. WILLIAMSON: Tim, I marked 22 and 23. 

MR. GROCHOCINSKI: Got it. 
BY MR. WILLIAMSON: 

Q. Dr. Wang, I've asked the court reporter to 
place in front of you here what we've now premarked as 

Page 184 

1 Exhibits 22 and 23 which are two assignment documents. 
2 Let me ask you first about Exhibit 22, VIS 
3 1311 through 1312, which on the second page looks like 
4 it was executed on January 7th, 20 l l and January 8th, 
5 20 l l for the assignment by each of the inventors under 
6 the '341 application which we've looked at as the 
7 nonprovisional application from which the first four 
8 patents in suit claim priority. 
9 Do you recognize that document? 

10 A. Yes, sir. 
11 Q. Okay. And did you sign Exhibit 22 on or about 
12 January 7th, 2011 '? 
13 A. 1312? You mean page 1312'? 
14 Q. Yes, page 1312. 
1s A. Yes, sir. 
16 Q. Okay. Have there been any further assignments 
1 7 of rights to the application and subsequent patents as 
18 set forth on Exhibit 22 since the assignment by the 
19 inventors to VIS? 

20 MR. WILLIAMSON: Oh, yeah, let's do that right 20 A. For this patent? 
Q. Yes, for this application which relates to the 

22 nonprovisional application that we've looked at and the 
MR. GROCHOCINSKI: Whatever you want to do. 23 patents that issued from that application. 

21 now. Let's do it. 21 

22 THE VIDEOGRAPHER: Go off record? 
23 

24 I'm not trying to disrupt you. 24 A. No, sir. 
MR. WILLfAMSON: No, no, and it's a good -- 2s Q. There's been no other assignments? 
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IN THE UNITED STATES DISTRICT COUR'l' 
FOR THE EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 
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274 11 36 

12 

Amendment in Response to Non-Final 

Office Action 

J3 
! 14 
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16 

17 

18 

19 

VOLUME II 13 37 Notice of Allowance and Fee(s) Dues 278 

282 

287 

(By Videotape) 14 38 

30 (b) (6) DEPOSITION UPON ORAL EXAMXNA'l'ION OF 15 39 

120 

21 

22 

23 

24 

25 

VIRGINIA INNOVATION SCIENCES, INC. 

by its designee 

DR. TIEllONG Wl\NG 
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Tysons Corner 1 Virginia 
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17 

18 

19 

20 
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9 47 

10 48 

11 

12 
13 49 

14 

15 

16 
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20 
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22 

23 

24 

25 

Patent 6,970,127 

Document titled "System for Display of 

Portable IT Devices: 11 

Article from Inside DSP 294 

Application of U.S. Patent No. 7,899,492 309 

to Samsung Galaxy S III & Related DLNA 

or MHL Compatible Devices 

Application of U.S. Patent No. 7,899,492 

to Samsung Blu-Ray PlayeFS 

318 

Application of U.S. Patent No. 7,957,733 321 

to Samsung Gala.xy S III & Related DLNA or 

MHL Compatible Devices 
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E X H I B I T S (Continued) 

DESCRIPTION 

Document titled usamsung Electronics 

and the Chinese ThreatH 

2011 Tax Return Filing Instructions 

with attached 2011 Tax Return 

PAGE 

325 

328 

Complaint 339 

Reissued Patent US RE40,753 E 341 

Joint Notion fox: Entry of an Order 343 

Ref'lecting the Stipulation of Dismissal 

with Prejudice 

Comprehensive Business Report 345 
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1 explain why the language added by VIS in the proposed 

2 amendment didn't sufficiently distinguish Cohen? 
3 A. l'm sorry? 
4 Q. Yes. 
5 Was there ever -- do you recall any 
6 statements by the examiner either in your personal 
7 intervievvs as pari of the prosecution of the 
s nonprovisiona! application or in any telephonic 
9 conversations as to why the amendment offered by VIS in 

i 10 the response to Office Action that we looked at in 
11 Exhibit 36 vvas not sufficient to distinguish Cohen over 
12 VIS' invention? 
13 A. I don't remember. 
14 Q. Do you have any idea where the language 
15 that the examiner added in the examiner's amendment as 

16 part of the notice of allowance in Exhibit 37 came from? 

1 7 A. I think it's from the specification of 
18 the patent application. 
19 Q. \Vhat leads you to think that? 
20 A. Because it's my knowledge that every 
21 claim in the issued patent or allowed claims must be 
22 fully supported by the specification of the patent 
23 application. 
24 Q. I understand your answer. 
25 My question was actually slightly 

Page 281 

1 different than it was. 
2 Do you know where this claim language 
3 came from, this specific claim language that was added 

by the examiner? 4 

5 

6 

A. That l need to read the specification. 
Q. Okay. If I could ask you to then look 

7 back at another exhibit from yesterday, it's Exhibit 32, 

s the issued '492 patent. 
9 

10 

1

11 

12 
• 13 

14 

15 

16 

17 

18 

20 

21 

22 

A. So can I, can l close everything? 
Q. I think so, yes. If we need to go back 

to that pile, I will -- I'll let you k:now. 
A. At this point, there's no order in this 

stack. It may take me -- it take us a little bit longer 
to find --

Q. We'll blame Mr. Grochocinski for that. 
MR. GROCHOCINSKI: That's right. 
There. 
THE WITNESS: Thank you. 

BY l'v1R. WILLIAMSON: 
Q. Do you have Exhibit 32 in front of you? 
A. Yes, sir. 
Q. Let me ask you to look at the second page 

Dr. Tiehong Wang - Vol. 2 
March 28, 2013 

. ........................................................ ,_ 

Page 282 

l patent 
2 The third line down lists U.S. Patent 
3 Number 6,970,127 to Rakib. Do you see that? 
4 A. Yes, sir. 
5 Q. Do you remember that reference, the Rakib 
6 reference? 
7 A. No, sir. 
s MR. WILLIAMSON: 38 now, right? 
9 THE COURT REPORTER: Yes. 

10 MR. WILLIAivfSON: Yes, Exhibit 38. 
11 (Patent 6,970, 127 was marked Deposition 
12 Exhibit Number 38.) · 
13 BY MR. WILLIAMSON: 
14 Q. The court reporter has marked as 
15 Exhibit 38 a copy of the Rakib patent U.S. 6,970,127 
16 that's listed on the face of the '492 patent. 

1

17 And this copy ofRakib was produced by 
, 18 VIS in response to Samsung's request for production at 
19 document control numbers 14 through 41. 
20 Let me first ask you about 14, page 14 
21 which is the first page of the Raki b patent. 
22 Do you have that in front of you, 
23 Dr. Wang? 
24 A. Yes, sir. 
25 Q. At the last paii of the abstract, the 

Page 283 

1 last approximately five or six lines, there's a line 
2 written in the right-hand margin, and I bel.ieve the word 
3 

4 

I) 

6 

7 

8 

9 

11 core," do you see that? 
A. 'Yes, sir. 
Q. Is that your handwriting? 
A. Yes, sir. 
Q. Okay. When did you write the word "core" 

on this copy of the Rakib patent? 
A. Sorry, sir, I don't reca!L 

10 Q. Okay. Do you remember why you wrote the 
11 word "core" in the right-hand margin of the face page of 
12 the Rakib patent? 
13 A. My best recollection would be I thought 
14 it is the major idea of this patent. 
15 Q. Okay. If you would then turn in 
16 Exhibit 38 to page 40, VIS 40, which is -- contains 
17 column 34 of the Rakib patent, and do you see a 

19 
18 bracketed handwritten notation in the right-hand column 

next to claim 1 of the Rakib patent and then there's 
20 three words written in the margin "caution important 
21 art"? Do you see that? 
22 A. Yes, sir. 

23 of Exhibit 32 which is the continuation of the face page 23 

where there's a list, a continued listing of U.S. patent 24 

documents that were cited in the prosecution of the 
24 

25 25 

Q. Okay. Did you write those words? 
A. I think so, sir. 
Q. Okay. Do you remember when you wrote 
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2 

3 

Electronics Co., Ltd., etc. 
Page 284 

those words? 
A. No, sir. 
Q. Do you have any recollection at all 

4 whether it occurred during the prosecution of any of the 
s patents in suit being asserted against Samsung? 
6 A. I'm sorry? 
7 Q. Do you have any recollection at all of 
8 when you would have written that down, whether it was 

during the prosecution of the patents in suit against 
Samsung, that is, before they were issued? 

9 

10 

11. A. No, sir. 
12 Q. 'What's the most recent it cou1d have been 

Page 286 

1 '\.Vith, did you believe that Rakib was related to the 
2 inventions that you and your co-inventors were seeking 
3 patents on and that issued as the six patents asserted 
4 against Samsung in this case? 
5 A. Sir, could you repeat your question? 
6 Q. Sure. 
7 Did you believe when you gave a copy of 
e the Rakib patent to your patent prosecution attorney, 
9 that the Rakib reference was related to the inventions 

10 that you and your co-inventors were seeking patents on 
11 as evidenced by the six patents being asserted against 

Samsung in this case? 12 

13 that you wrote those words down? 13 A. 1 give this art as soon as I realized 
14 

15 

A. I'm not sure, sir. 14 this art. to our patent prosecutor --

Q. Okay. So you don't have any 15 Q. Yeah. 
16 recollection? A. -- is to let him decide what to do with 

17 
18 

19 

20 

21 

22 
23 

24 

25 

1 

2 

3 

4 

5 

6 

A. None for me to make certain. this art if the content is related enough to the patent 

Q. And what did you mean by "caution application. 
impotiant art"? Q. But you made some determination that it 

A. My best guess would be at that moment was possible that the Rakib patent was related to the 

where I wrote it, where I read it, 1 think that's 21 patent applications, correct? 
important art. 22 A. Correct. 

Q. Do you recall whether it was the 23 Q. You didn't give every single article that 

applicant that disclosed the Rakib patent to the 24 you read or patent that you came across while the patent 

Patent Office or whether it was a reference that was 25 applications were being prosecuted to your patent 

Page 285 

located and cited for the first time by the examiner? 
A I believe that as soon as 1 read this 

1 

2 

Page 287 

prosecuting attorney, correct? 
A. That's correct. 

aii, I give it to my prosecutor. 3 Q. Do you know whether Mr. Tobin disclosed 

Q. Okay. Why did you do that? 4 the Rakib patent to the Patent Office? 

A. Because he was responsible for s A. That I need to look at the prosecution 

communicating with the Patent Office. 6 history. 
7 Q. Did you believe that Rakib was material 7 Q.. Okay. But without looking at the 

B to the inventions that you and your co-inventors were B prosecution history, you don't recall one way or the 

9 

10 

11 

12 

13 

14 

'18 

,19 

20 

21 
22 

23 

24 

25 

claiming? 9 other? 
MR. GROCHOCINSKI: Objection. Calls for 10 A. No, sir. 

a legal conclusion. 11 Q. Okay. 
BY MR. WILLIAMSON: 12 THE COURT REPORTER: 39. 

Q. I'm just asking for your belief when you 13 MR. WILLIAMSON: 39? Okay. 

gave it to your patent attorney. 14 (Document titled "System for Display of 

A. I don't understand the meaning of 15 Po1iable IT Devices" was marked Deposition Exhibit 

"material" that you use in this question. 16 Number 39.) 
Q. Sure. 17 BY MR. WILLIAMSON: 

You testified that you gave a copy of the 18 Q. Dr. Wang, I've asked the court reporter 

Rakib patent to your patent prosecution counsel. 19 to hand you what's been marked as Exhibit 39 -- oh, my 

And l'm asking you whether in giving a · 20 bad -- which is a document produced by VIS in response 

copy ofRakib to your patent prosecution counsel, did 21 to Samsung's request for production marked page numbers 

you determine that it was material? 22 3814 through 3833. This is a document that was recently 

I understand that you don't understand 23 produced just before your deposition, so I'm taking it a 

what I mean by "material," so I just want to clariiy. 24 little bit out of order from some of the discussions we 

Did you believe that -- well, to start 25 had yesterday. 
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EXHIBITS 
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3 

4 

EXHIBIT NUMBER DFSCRJPTlON 

No. 135 - subpoena 

5 No. J 36 - subpoena 

6 No.137-00410237 

23 

23 

32 

PAGE NO. 

1 
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3 

4 

.5 

6 

7 Videotaped Deposition of WILLIAM E. HALAL, Ph.D, 7 No. 138 -TcchCast printout 41 

B taken by Defendant at the offices ofO'Melvcny & 

9 Myers LLP, 1625 I Street Northwest, Washington, D.C., 

10 before Randi J. Garcia, Registered Professional 

11 Reporter, and Notary Public in and for the District 

12 of Columbia, beginning at approximately 9:00 a.m. 

13 when were present on bchal f of the respective 

14 parties: 
15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

8 No. 139 - TcchCast Expert Pand 50 

9 No. l 40 - Overview for New Visitors 56 

No, 141 - Smart TV and everything else 57 

No. l 42 - Global Brain 50 Percent 61 

14 

15 (All exhibits attached to original transcript.) 
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8 

9 

THE VlDEOGRA.PHER: Good morning. We are 

on the record. This is the recorded video 

deposition of Dr. William Halal in the matter 
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19 By Mr. Williamson 5 
20 By Mr. Grochocinski 102 
21 
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25 

Page 3 

of Virginia Innovation Sciences Incorporated 

versus Samsung Electronics Company Limited, 

Samsung Electronics America Incorporated, 

Samsung Telecommunications America, LLC taken 

on behalf of' the Dd'endant Samsung Electronics 

Company Limited. 

This deposition is taking place at 

O'Melveny & Myers at 1625 1 Street, Northwest 

Washington, D.C. on Wednesday, July 24, 2013 

at 9:00 a.m. 

My name is Ellen Hebert. I am tlie 

videographer with U.S. Legal Supprn1 located 

at 1230 Columbia Street, Suite 400, San Diego 

Califumia 92101. 

Video and audio recording will be taking 

pluce unless all counsel have agreed to go 

off the record. 

Would all presc:nt please identify 

themselves beginning witl1 the witness. 

THE WITNESS: William Ilalal. 

MR. GROCUOCINSKl: Tim Cirnchocinski on 
Page 5 

2 (Pages 2 to 5) 
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3 

4 

5 

6 

7 

8 

9 

Wimam 

WILLIAM HALAL 1 

signature on the second page? 2 

A Oh, yes. That is definitely my 3 

signature. No question about it. 4 

MR. WfLLIAMSON: Let's go off the record 5 

for a second, because l am now searching for a 6 

document. 7 

THE VIDEOGRAPHER: Going off the record. 8 

The time is 11 :20 a.rn. 9 

10 (Thereupon, a brief recess was taken.) 

11 THE V!DEOGRAPHER: Going back on the 

12 record. The time is 11 :2 l am. 

13 BY MR. WILLIAMSON: 

14 Q Okay. I apologize if! asked you this 

15 question already, but ram going to show you 

16 Exhibit 21, which is a declaration of William 

l 7 Halal in support of Virginia Innovation 

18 Science's Response in Opposition to Samsung's 

19 Motion to Transfer Venue to the District of'New 

20 Jersey. 
21 This is what I may have already asked 

22 you, whether you still reside at 3342 Maud 

23 Street, Northwest in Washington, D.C.? 

24 A Yes. 

25 Q Do you have any plans to move from that 
Page 90 

\-~-----~~---~--~-~-----·~-------~-

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

l1 

12 
l3 

14 
15 
l6 

17 
18 

19 
20 

21 
22 
23 

24 

25 

WILLIAM HALAL l 

address between now and the end of the calendar 2 

year? 3 

A No. 4 

Q Are you anticipating taking any long 5 

trips between now and the end of the calendar 6 

year? 7 

A Nothing more than a week. 8 

Q Turning to the last page of Exhibit 2 l. 9 

ls that your signature? 
A Yes. 
Q Do you recall signing this document at 

some point after the tiling of this lawsuit? 

A Vaguely. 
Q Did you understand that you were being 

asked to provide information relating to the 

convenience to you or the case staying in the 

District of Virginia? 
A Yes. J remember that Yes. 
Q And I take it you believed it was more 

convenient for the case to stay i11 Virginia? 

A Yes, yes, yes. 

Q Do you still have Exhibit J 8 in front of 

you? 

A Yes. 

Ph.D. 

WfLLIAM HALAL 
Q We talked about the utility patent 

application. If l could ask you to turn to 3549 

towards the end of the document. 
A Okay. 
Q At the bottom of that there is a box, a 

name of second inventor. And it has your name. 

A Right. 
Q It also has the address of 3342 Maud 

Street. 
A Yes. 
Q Did you authorize Ann Wang to sign your 

name on that document? 

A Yes. We did that often, just for 

convenience. Rather than make a trip to her 

home in Virginia, I asked if she could sign for 

me. 
Q So you remember in particular in this 

instance tcll.ing her she was authorized to sign 

your name to the document? 
A Well, we did that often. I don't 

remember this particular document, but that 

happened a lot. 
Q But you will agree with me that that is 

nol your signature? 
Page 92 

WILLIAM HALAL 
A That is not my signature, no. 
Q Do you remember anything more in 

particular relating to the signature on 

Exhibit 18 in terms of giving authorization to 

Ms. Wang? 
A Do I remember anything in particular? 

Q l think you tes!i fled that it was 

customary practice in connection with these 

patents for you to authorize her lo sign your 

name. But do you remember specifically "doing so 
with respect to the document that is marked as 
Exhibit J 8'> 

A I couldn't follow all of the 
machinations of this thing. !just did what she 

told me to do, really. As l said, l left it to 

her and Ron. 
Q With respect to whal you just testified 

to, with respect to Ann and Ron, do you 

understand that they were the people primarily 

responsible for applying for patents? 
A Yes. 
Q Were you involved in any way in the 

process by which the patents were sought from 

the U.S. Patent and Trademark Office? 
Page 91 Page 93 
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William 

1 WILLJAM HALAL 1 

2 my questions, subject to anything you raise. 2 

3 CROSS-EXAMINATION 3 

4 BY MR. GROCHOCINSKI: 4 

5 Q Professor Halal, did you contribute to 5 

6 the patents-in-suit? 6 

7 A Yes. 7 

8 Q Do you believe that you were properly B 

9 named as a coinventor on the patents-in-suit'l 9 

10 MR. WILLIAMSON: Object. Leading. 

11 MR. GROCHOCJNSKI: You can answer. 

12 THE WITNESS: Should I answer this or not? 

l3 BY MR. GROCHOCJNSKJ: 

14 Q You can answer the question. 

15 A Yes, l did. 

16 Q Do you have any reason to believe you 

1 7 should not have been named as a coinventor? 
18 A No. 

19 Q IfI can just ask you to take oul 

20 Exhibit 18 very briefly. That is the Utility 

21 Patent Application. 21 

22 A I got it. 22 

23 Q Jfyou can turn to page 3549. !i's the 23 

24 

25 

1 

2 

3 

4 

5 

6 

7 

8 

page with -- well, your name and signature on 

it. 

WILLIAM HALAL 

A Yes. 

Q Did you authorize Dr. Ann Wang to sign 

your name on Exhibit 18? 

A Yes. 

Q Do you have any reason to believe that 

you didn't authori?:e her to sign your name? 

A No. 

102 

24 

25 

1 

2 

5 

6 

7 

9 MR. GROCHOCJNSK!: Thal is all I have. 

10 

1l 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

.25 

MR. WILLIAMSON: Nothing forther from me. 10 

THE WITNESS: We are done? 11 

l'v1R" WILLIAMSON: V./e arc. 12 

THE WITNESS: That was painless. lt was 13 

kind of flm. 14 

THE VIDEOGRAPHER: This concludes today's 15 

videotaped deposition of Dr. William Halal. 

Going off the record. The time is 11:4 7 a.m. 

(Whereupon, at 11 :47 a.m., !he deposition 

was concluded.) 

~ 16 

17 

. 18 

19 

20 

21 

22 

23 

24 

! 25 

Page 1031 

U.S. LEGAL 

WJLL!Aiv1 HALAL 

CERTlFICA TE 

DISTRICT OF COLUMBIA 

l, the. undersigned authorily, herchy 

certify that the foregoing transcript, p<1ge l 

through I 03 is a true and correct transcription of 

the deposition of William E. Halal, Ph.D, taken 

before me at the time and place set forth on the 

title pa1,e hereof'. 

I further cert iJy th at said 

witness was duly sworn by me according to law. 

I JiJrther certify that l am not of 

counsel to any of the parties to said cause or 

other.vise interested in the event thereof 

IN WITNESS WHEREOF l hereunto set my 

hand and aflix official seal this 3rd day of 

August, 2013. 

RANDI GARClA, COURT REPORTER, RPR 

NOTARY PUBLIC 

Page 104 

WILLl,\M HAL.At 

I CERTIFY THJS IS A TRUE AND 

ACCURATE TRANSCRIPT FURTHER DEPONENT SAYETH NOl 

THE WITNESS 

DISTFJCT OF COLUMBIA 

Sworn d1Hl subscribed to before me tbis 

dav of ......... ,201.l 

Personallv known ....... or 

lD 

Notary Public in and fol' 

the District ofColumbla <it 

J ,argc. My Commission Expires 

July 12, 2016 
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Attorney Docket No.: 14800.lOOlA 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re U.S. Patent No. 7,899,492 

In the name of: Tiejun Ronald Wang et al. 

Appln. No. 11/165,341 

) 

) 

) 

Issued: March 1, 2011 ) 

For: METHODS, SYSTEMS AND APPARATUS FOR ) 

DISPLAYING THE MULTIMEDIA INFORMATION 

FROM WIRELESS COMMUNICATION NETWORKS ) 

To: Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Examiner: Brandon J. Miller 

TC Art Unit: 2617 

DECLARATION OF WILLIAM E. HALAL 

1. I am the same William E. Halal, Ph.D., who made and executed the Declaration Of Professor 

William E. Halal In Support Of Plaintiff Virginia Innovation Sciences, Inc. 's Motion To Strike Defendants' 

Thirteenth Counterclaim, Or In The Alternative, Motion For Summary Judgment On Defendants' 

Thirteenth Counterclaim Related To Inequitable Conduct, dated August 13, 2013, in the case of Virginia 

Innovation Sci., Inc. v. Samsung Electronics Co., Ltd., Case No. 2:12-cv-00548 (E.D. Va.) ("Halal Litigation 

Declaration"). A copy of the Halal Litigation Declaration accompanies the present Declaration and is 

incorporated by reference herein as if set out in full. I adopt and ratify all statements in the Halal 

Litigation Declaration. 

2. I was correctly named as a co-inventor on United States Patent Application No. 11/165,341 

("the 341 application"), which issued as above-identified U.S. Patent No. 7,899,492 ("the '492 patent"). 

3. In June 2005 I received from Dr. Tiehong (Ann) Wang and read the DECLARATION FOR 

UTILITY OR DESIGN PATENT APPLICATION (37 CFR 1.63) ("original '341 application declaration"), a 

copy of which accompanies the present Declaration. I agreed with the entire contents of the original '341 

application declaration. I then requested that Dr. Ann Wang sign the original '341 application 

declaration on my behalf and authorized her to do so. I believed this to be an acceptable manner of 
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having my signature affixed to the original '341 application declaration. I am not a patent practitioner 

and I did not consult patent counsel before requesting Dr. Ann Wang to affix my signature to the original 

'341 application declaration on my behalf. I had no knowledge at the time that this might be deemed by 

some to conflict with any technical requirements of United States patent laws, or any preferred practice 

of the United States Patent and Trademark Office ("US PTO"). Further circumstances surrounding the 

authorized execution on my behalf by Dr. Ann Wang of the original '341 application declaration are set 

forth at pages 90-93 and 102-103 of the transcript of the deposition of William E. Halal, Ph.D., on July 24, 

2013, taken in the Virginia Innovation Sci., Inc. v. Samsung Electronics Co., Ltd., litigation referred to 

above. Copies of those pages of the deposition transcript accompany the present Declaration. 

4. In authorizing Dr. Ann Wang to sign my signature on the original '341 application 

declaration, at no time did I in any way intend to deceive or mislead the US PTO. I believed at the time 

that having Dr. Wang enter my signature on the original '341 application declaration on my behalf was 

equivalent to me signing it personally. Further, I expected the US PTO to treat it as such, since at all times 

I was willing to sign the original '341 application declaration as an original and first inventor, along with 

the other individuals named on the original '341 application declaration, of the subject matter claimed in 

the '341 application. At the time I authorized Dr. Ann Wang to sign the original '341 application 

declaration on my behalf, I did not have a printer or a scanner at my home and therefore a personal 

meeting with Dr. Ann Wang would have been required for me personally to affix my signature to the 

original '341 application declaration. Accordingly, I asked Dr. Ann Wang to sign and date the original 

'341 application declaration on my behalf as a courtesy to me so that I would not have to drive through 

traffic from my residence in Washington, DC, to Arlington, Virginia, where I understood Dr. Ann Wang 

was assembling the necessary papers for filing the '341 application. 

5. About two months after the '341 application was filed, I personally signed a POWER OF 

ATTORNEY and CORRESPONDENCE ADDRESS INDICATION FORM on September 14, 2005, on which I 

confirmed that I was correctly named, along with the other individuals named on the original '341 

application declaration, as an original and first inventor of the subject matter that was claimed in the 

- 2 -
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'341 application. A copy of the POW~:R OF ATTORNEY and CORRESPONDENCE ADDRESS lNDrC Tl 

PORM accompanies the present Declaration. 

6. At the time in June 2005 and for all times thereafter, l have always inteMed for my 

signatmc entered on the original '341 application declaration on my behalf by Dr. Ann Wang to e 

binding upon me in all respects as if I had entered it myself. I further at this time expressly and fi n 

ratify and adopt as my own the signature entered by Dr. Ann Wang on the 01·iginal '341 applicatl n 

declaration. Strictly as a cantionary measure, to ensure that the '341 application meets all tcchni <ll 

requirements of United Srates piitent laws and accords with all relevant practices of the USPTO, l 1a 

on today's date executed a Supplemental Declaration for Utility or Design Patent Application (37 

1.67), which r understand will be submitted to the USPTO in the '492 patent. 

l he1·eby declare that itll statements made herein of my own knowledge ai·e true and that· ll 

statements made on information and belief are believed to be tnie; and further that the statemen s r 

made with the knowledge that willful false statements and the like so made arc punishable by fin 01 

imprisonment, or both, under§ 1001 of Title XV!!I of United States Code, and that such willful fa Is 

statements may jeopardize. the validlcy of the p tent in connection with wliich this declaration is 

submitted, 

Date: Qr~ 'Zo \~ 

- 3. 
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IN THE UNITED STATES DISTRICT COURT 
THE EASTERN DISTRICT OF VIRGINIA 

NORFOLK DIVISION 

VIRGINIA INNOVATION SCIENCES, 
INC., 

Plaintiff, 
v. 

SAMSUNG ELECTRONICS CO., LTD; 
SAMSUNG ELECTRONICS AMERICA, 
INC.; SAMSUNG 
TELECOMMUNICATIONS AMERICA, 
LLC, 

Defendants. 

No. 2:12-CV--00548-MSD-DEM 

DECLARATION O:F PROFESSOR WILLIAM E. HALAL IN SUPPORT OF PLAINTIFF 
VIRGINIA INNOVATION SCIENCES, INC.'S MOTION TO STRIKE DEFENDANTS' 

THIRTEENTH COUNTERCI,AIM OR, IN THE ALTERl~ATIVE, MOTION 
SUMMARY ,JUDGMENT ON DEFENDANTS' THIRTEENTH COUNTERCLAIM 

RELATED TO_~~QUITABLE CONDUCT 

I, Professor William Halal, herby, declare as follows: 

1. I am over the age of eighteen (18) and am personally familiar with and havi;:; 

personal knowledge of the facts stated in this declaration. called as a witness, I could and 

would testify competently to each fact stated herein. 

2. This declaration is made in support of Virginia Innovation Sciences, Inc.'s 

Motion to Strike Defendants' Thirteenth Counterclaim or, in the alternative, Motion for 

Summary Judgment on Defendants' Thhieenth Counterclaim related to Inequitable Conduct. 

3. I am a named inventor of United States Patents No. 7,899,492 entitled "Methods, 

Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,050,711 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 8,145,268 entitled 
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"Methods, Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,224,381 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 7,957,733 entitled 

"Method and Apparatus for Multimedia Communications with Different User Terminals", and 

8, 13 5 ,3 98 entitled "Method and Apparatus for Multimedia Communications with Different U scr 

Terminals." (hereinafter refeITed to as "the asserted patents"). 

4. I was personally involved in the creation of the patented inventions disclosed in 

the asserted patents and the prosecution of those patents. 

5. I requested that Ann Wang sign the '341 application on my behalf and authorized 

her to do so. I believed this to be acceptable. 

6. Ann did this as a courtesy to me so I would not have to drive in the Washington, 

D.C. traffic to Virginia to meet her to sign the declaration. 

7. In authorizing Ann Wang to sign my signature on the declaration, at no time did I 

intend to deceive or mislead the United States Patent and Trademark Office ("PTO"). 

8. 1 was C(mectly named as a co-inventor on the '341 application, which issued as 

the '492 patent. 

9. I contributed to at least one claim in the '492 patent. 

10. During the prosecution of the '492 patent, I personally signed the Power of 

Attorney form appointing the law fom Collier Shannon Scott as prosecution counsel. 

11. During the prosecution of the '492 patent, I personally signed a Revocation of 

Power of Attorney and New Power of Attorney appointing the law firm Rader, Fishman & 

Grauer PLLC as prosecution counsel. 

2 
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12. I personally signed the declaration of inventorship Sllbmitted in conjunction -with 

U.S. Patent Application No. l.1/802,4i8i which was issued as the '733 patent, and U.S. Patent 

Application No. 13/067,079, which was issued as the '398 patent. 

I declare u.:ndcr penalty of pe1jury that the foregoing is true and accurate. 

DATED: August l3, 2013 

) 

3 
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P101SSI01 (-04-05} 

Approved lor '''"' Um:JunN lllf..l lf?OOK OMU ous1.oo:n 
U.S. Patent and Trademerl< Olfic,;; IJ.S. D£PAfHMUNT OF COM\1rnCE 

no r;ers.o<n are f21..,uimd to fesr»)f<t1 to a co!!m--:lu)fl ol !nfn mles.~• it c:.ontairm a V<l~ld OMB co~lto! nrnnbeL 

DECLARATION FOR UTILITY OR 
DESIGN 

PATENT APPUCATION 

Declaration 
Submitted 
With Initial 
Filing 

(37 CFR 1"63) 

OR [] Declaration 
Submitte<J af\er Initial 
Filing (surcharge 
(37 CFR 1.16 {o)) 
required) 

f\Uomey Dxknt 
Number 

···v:1;sri\18ffiedinvento-r···-

Appllc;:il.ion Number 

f'iiiii9bai0 
Art Unit-----.. ·-·-

Examiner Name ___ .. 

I hereby declare that: 

Each Inventor's msidence, mailing address, and citizenship are as stated below next to their name. 

I believe the inventor(s) named below to be the original and first inventor(s) of the subject matter llklich is claimed and for 

w\1ich a patent i~ sough!_9!1Jh~- inyQ0~•011 enh!kl,d. -----~-- -~· _ ___ _ _ 

l'tfaj!.-0\.t ~t>~~ ) Wa~ T; ~ko~ ( .4'11~ ) lJal\(1 

10.; I l.,:,.... E H ,.(a. l )( 1 ,,,,,.:'::'.f k) ""'~ 

------------------------riTtte o/' Ille /nveo/iori)-----------------

the specification of which t.A.ob@I<!!, Te.r~L S~i\~ ~nY4C(Sio-t\ ~ £'~~!'~ ~pl 
[!f is attached hereto 

OR 

D was filed on (MMIDD!YYYY) as United Slates Application Number or PCT International 

Application Number and was amended on (MM/DD!YYYY) (if applicable). 

I hereby state that I have reviewed and understand the contents of the above identified specification, Including the daims, as 

amended by any amendment specifically referred to above. 

I acknowledge the duty to disclose information which is material to patentability as defined in 37 CFR i.56, Including for 

continuation-in-part applications, material information which became available between the filing date of the prior application 

and the national or PCT internaiiona! filing date of the continuation-in-part application. 

I hereby deim foreign priority benefits under 35 lLS.C. 119(a)-{d) or (fl, or 365(b} of any foreign ai;f;Tic,?tion{s) for patent, 

inventor's or plan! breeder's rights certlficate(s), or 365(a} of any PCT inlomational appl!ca!!on which designated at least one 

country other than the UnHed Slates of America, listed below end huve alco identified below, by checking the box, ony foroig11 

nppJicntion for patent, inventor's or plant brecdnr's righ\f; ccrtificote(s), or :my PCT intcrnalional ;ipplic;i!ion kNing a !Hing dato 

before that of tho applitotion on which priority is claimed. 

PriOrFOr8i9n Application Foreign Filing Data··-... ·-·~·~"'PrlorltY~-·~~· Certlfled Copy Attaciici?~ 
__ _My_r_nber(sl C2!]ntrv,_, .. ----1MMfDDfCt'.YY_j____ l)lot Cla!m<!_d __ ,__~Y~E=S ____ -----1'!Q 

D ID D 
D D D 
D D D 

D 
fomign application numbers are listed on a supplemental priority data sheet PTOISB/028 attuched hereto: 

T!lt'S CO))C<.:Hcn ct lnforrmtHOtl Is requlred Uy 35 U}LC. 115 Jf\d :v en~ mt-onn.alfnn is· rnquire:d ln obtain t)t lfll~J'.fl :l hl'.!Ot~!ll tiy thn rmMk; wh:ch Is to flto 

{and by tho US.PT() to pnxl.:s:s) an applH.:B~mn C.\.lnfldentitdrty is gov0rr<1:~1 by ~$5 U,S,C. 122 rmd 31 CFR t. 11 anj L 14. co!le.i..:1100 IS estimated to tnka 21 

m!nqhJS to oomp!otn, irH;h;dmg g:Jthoring. -pmparing, and submitting thG compl~~tNi flppHc""1hon forrn lo tt1f1 US-PTO, flnH v;1ry dcp-0nding up-0n th!) lndMdunl 

i:~st. AnyJ;omrn~nl5 -on \h~ amount ot Urru1 )-'PU ruquim to cump1eti; !hh; torm :3ndA:H 5Vf;FJC-:.>tion!; for.rnduclo9 lhi~ hwdt:u, :.;tXHJllJ bil JHH11 tn Uw Chld tnfo1mJ.ton 

Offic·:·r, U,S. PDl"nt am! TrndomoM< Orflm. U.S. Dopatlrnulll ol Com1Mtw, P.O. Bot 1450, /~oMmlrta, VA 22313"14!;0. 00 NOT SEND FEES OH COMFLE1ED 

FORMS TO THIS ADDHESS, $ENO 10: Commissioner for P,'\tc:nt.'>, P.O. EIC!X 1450, A\exandrln, VA lZ313·1450. 

If you nood assistance completing the fonn, ca/I 1·800-PT0-9199 and select option 2. 
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Direct all 
correspondence to: 

{600 

D 

s. 

The address 
associated with 
Customer Number: 

Correspondence 
address below 

City~~~ · ---~~~~-r~te ~·v A --~]_z'p .. ~~;~~---
Country Telephone Email 

. U Stl . . :fo 3. 685. J.o ~L.~ an~ wq:.~cc~ 
I heroby declare Um\ all statements made heroin of my own know!edga are true and that all ;;latoinontado on informaHon 

and belief are believed to be true; and further that these statements were made with the knowledge that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001 and thal such willful 

false statements may jeopardize the validity of the application or any patent issued thereon. 

[Page 2 of 2) 

ViS~001821 
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VJ..) 

~AM H RD r v WTOR_ . 
0 . 

. k ( ) lJa~ ! 
~I\ 

Re~ CR. Aru~ vA 
G.+i~ .. cR~~ 
~~ AdJ.ress, . I s. J"~CR Jb. 

li.(Jtz., vA ~;Jo;) , US/{ 

% 12 ; 0 (.;i4 1~00$ 

LN 

VIS~001822 
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Ph.D. 

WILLIAM HALAL 

IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

NORFOLK DIVISION 

CIVIL ACTION NO. 
2:12-CV-00548-MSD-DEM 

VIRGINIA INNOVATION SCIENCES 1 INC., 

Plaintiff, 

v. 

SAMSUNG ELECTRONICS CO., LTD; 
SAJ:vlSUNG ELECTRONICS AMERICA, 
INC.; SA1'1SUNG 
TELECOMMUNICATIONS AMERICA, 
LLC, 

Defendants. 

VIDEOTAPED DEPOSITION OF 

WILLIAM E. HAI,AL 1 Ph, D 

Washington, D.C. 

Wednesday, July 24, 2013 

U.S. LEGAL SUPPORT 
(714) 486-0737 

x 

l 
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1 

2 

3 

4 

5 

6 

WILLIAM HALAL 

Wednesday, July 24, 2013 

9:00 a.m. 

Wmiam Ph.D. 

1 WILLIAM HALAL 

2 EXlllBITS 

3 EXHIBIT NUMBER DFSCRIPTlON 

4 No. 135 · subpoena 23 

5 

6 

No. 

No. 

136 ·subpoena 23 

137 "00410237 32 

PAGE NO. 

7 Videotaped Deposition of WILLIAM E. HALAL, Ph.D, 7 No. l 38 - TcchCnst printout 41 

8 taken by Defendant at the offices of O'Mclveny & 

9 Myers LLP, 1625 l Street Northwest \Vashington, D.C, 

10 before Randi J. Garcia, Registered Professional 

11 Reporter, and Nota1y Public in and for the District 

8 No. 139 ·· TcchCast Expert Pand 50 

9 No. l 40 - Overview for Nev..- Visitors 56 

No. 141 .. Smmt TV and everything else 57 

No. 142 .. Global Brain 50 Percent 61 

12 of Columbia, beginning at approximately 9:00 a.m. 12 

13 when were present on behalf of the respective 13 

14 parties: 14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

1 WILLIAM HALAL 
2 APPEA.RANCES: 
3 For the Plaintifl~ 

15 (All exhibits attached to original transcript.) 

WILLIAM HALAL 

4 TIMOTHY E. GROCHOClNSKl, ESQUlRl: 

THE VIDEOGRAPHER: Good morning. We are 

on the record. This is the recorded video 

INNOVO LAW, PC 
5 l 900 Ravinia Place, 

Orland Park, lllinois 60462 
6 708.675. 1974 

tcg@innovalaw.com 
7 

For the Dcfondanls: 
8 BRETT J. WILUAMSON, ESQUIRE 

O'Mclvcny & Myers LLP 
9 61 0 N cwport Center Drive 

17th floor 
10 Newport Beach, California 92660 

949.823.7987 
11. bwilliamson(rl),omm.com 
12 
13 ALSO PRESENT: 
14 Ellen Hebert Videographcr 
15 
16 JNDEX 
1 7 WITNESS Page 
18 WILLIAM E. HALAL, Ph.D 
19 By Mr, Williamson 5 

20 By Mr.. Grochocinski 102 
21 
22 
23 
24 
25 

8 

9 

deposition of Dr. William Halal in the matter 

ofVirginin Innovation Sciences lnco111orated 

versus Samsung Electronics Company Limited, 

Samsung Electronics America Incorporated, 

Samsung Telecommunications America, LLC taken 

on behalf of the Defendant Samsung Electronics 

Company Limited. 

This deposition is taking place al 

O'Melveny & Myers at l 625 l Street, Northwest 

Washington, D.C. on Wednesday, July 24, 2013 

at 9:00 a.m. 

My name is Ellen Hebert. l am the 

videographer with ll.S. Legal Supprni. k1cated 

at 1230 Columbia Street, Suite 400, San Diego 

California 92101. 

Video and audio recording will be taking 

place unless all counsel have agreed to go 

off ihe record. 

Would all present please identify 

themselves beginning with the witness. 

THE WITNESS: William Halal. 

MR. GROCI!OClNSKl: Tim Grncbocinski on 
Page 5 

2 2 to 5) 

U.S. LEGAL SUPPORT 
(714) 486-0737 
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1 

2 
3 

4 

\VILL!AM HALAL 
on the second page? 

A Oh, yes. That is definitely my 

No about it. 

wm1am 

MR. WILLIAMSON: Let's go off the record 

for a second, because l nm now searching for a 

1 

2 

3 

4 

5 

6 6 

7 

8 

9 

document. 
TBE V!DEOGRAPHER: 

7 

off the record. 8 

10 

11 

12 

The time is 11 :20 a.m. 
(Thereupon, a brief recess was taken.) 

THE VIDEOGRAPHER: Cloing back on !he 

record. The time is l l :21 a.m, 

13 BY MR. WILLIAMSON: 

1.4 Q ! if! asked you this 

15 question but l am going to show you 

16 Exhibit 2 ! , which is a declaration of William 

17 Halal in support of Virginia lnnovation 

18 Science's Response in Opposition to Samsung's 

19 Motion to Transfer Venue to the District o!'New 

20 Jersey. 
21 This is what l may have already asked 

22 you, whether you still reside at 3342 Maud 

23 Streci, Northwest in Washington, D.C.? 

24 A Yes. 

25 Q Do you have any plans to move from l!mt 
Page 90 

Ph.D, 

W!LUAJvi HALAL 

Q We talked about the patent 

lf l could ask you to turn to 3549 

towards the end ofihc document. 

A 

Q !\t the bottom of that there is ::i box, a 

name of second inventor. And it has your name. 
A Right. 
Q lt also ha:J the address of 3342 Maud 

Street. 
A Yes. 

Q Did you authori?.e Ann to your 

name on that document? 

A Yes. We did that often, just for 

convenience. Rather than make a trip to her 

home !n Virginia, l asked if she could sign for 

me, 

Q So you remcrnber in in this 

instance telling her she was authorized to 

your name to the document? 
A. Well, we did that often. l don't 

remember this particular dot:ument, but \hat 

happened a lot. 
Q But you will agree with me that that is 

not your signature? 
Page 92 

·+···--······-· 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

1l 

12 
13 
14 
15 
16 

17 
18 
19 
20 
21 

22 
23 
24 

25 

WILLIAM l lALAL 

address between now and the end of the calendar 

A No. 
Q Arc you anticipating taking any long 

trips between now and the end of the calendar 

year? 
A more than a '.Veek. 

Q Turning to the !ast page of Exhibit 2 l, 

ls that your 
i\ Yes. 
Q Do you recall signing this document at 

some after the filing of this lawsuit? 

A Vaguely. 
Q Did you understand that you were being 

asked to provide information relating to the 

convenience to you of the case in the 

District of Virginia? 

A Yes. l rcrnember that. Yes. 

Q And l. take it you believed it was more 

convenient for the case to stay in Virginia? 

A Yes, yes, yes. 
Q Do you still have Exhibit l 8 in front of 

you? 
A Yes. 
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1 

2 
3 

4 

5 

6 

7 

8 
g 

WlLUAM HALAL 

A That is not my signature, no. 

Q Do you remember anything more in 

particular relating to the signature on 

Exhibit 18 in terms of giving authorization to 

Ms. Wang? 

A Do I remember anything in particular'l 

Q I think you testified that it was 

customary practice in connection with these 

patents for you to authorize her to sign your 

name. But do you remember so 

with respect to the document that is marked as 

Exhibit l 8'1 

A I couldn't follow al! of the 

machinations of this thing, l just did what she 

told me to do, really. As l said, I left it to 

her and Ron. 
Q With respect to what you just testified 

to, with respect to Ann and Ron, do you 

unucrstand that they were the people primarily 

responsible for applying for patents? 

A Yes. 
Q Were you involved in any way in the 

process by which the patents were sought from 

the U.S. Patent and Trademark Office? 
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Case '12-CV·-00548-MSD-TEM Document 

1 WILLIAM HALAL 

2 my questions, subject to anything you raise. 

3 CROSS-EXAMINATION 

4 BY MR. GROCHOCINSKl: 

5 Q Professor Halal, did you contribute: to 

6 the patents-in-suit"' 

7 A Yes. 

8 Q 

9 rnm1ed as a eoinventor on the "'",,,'"-''" 

10 

11 MR GROCHOCJNSKl: You can answer. 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 THE WITNESS: Should I answer this or not? 12 

13 BY MR GROCHOClNSKl: 13 

14 Q You can answer the 14 

15 

16 

17 

18 

19 
20 

21 
22 

23 

24 

25 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

1B 

19 

20 

21 

22 

23 

.24 

A Yes, l did. 

Q Do you have any reason to beiieve you 

should nnt have been named as a coinventor'! 

A No. 

Q If! can just a:;k you to tak.; out 

Exhibit 18 very That is the Lliility 

Patent Application. 

A I got it. 

Q can turn to page 3549. It's the 

page with -- well, your name and on 

it. 
Page 102 

WILLIAM BALAL 

A Yes. 

Q Did you authorize Dr. Ann Wnug to sign 

your name on Exhibit 18? 

A Yes. 

Q Do you have any reason to believe that 

you didn't authorize her 10 sign your name? 

A No. 
MR. GROCHOCINSKl: Tha1 is all I have. 

15 

16 

l7 
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19 

20 

21 

22 
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25 
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8 

9 

MR. WILLIAMSON: Nothing further from me, 10 

THE WITNESS: We are done? 11 

MR, WlLLJAMSON: We arc. 12 

THE WITNESS: That was painless. Jt was 

kind of fun. 14 

THE VIDEOGRAl'HER: This eoncludcs today's 15 

videotaped deposition of Dr. William Halal. 

Going off the record. The time is 11:47 a.m. 

(Whereupon, at l l :47 a.m., the deposition 

was concluded.) 
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WILLIAM HALAL 

CERTIFICATE 

DISTRICT OF COLU1v1Blf\ 

J, the undersigned authority, hereby 

certify that the foregoing transcript, p;ige l 

through I 03 is a true and correct transcriplion of 

the deposition of William E. Halal, Ph.D, taken 

before me at rhe time and place set forth on the 

title page hereof 

! further certiJy that said 

witness was duly sworn by me according to law. 

1 li.lrther cert.ily that I am not of 

counsel to any of the parties to said cause or 

otherwise interested in the event thereof 

lN WlTNESS WHEREOF l hereunto set my 

hand and affix official seal this 3rd day of 

August, :mu, 

RANDI GAhCl/\, COURT REPORTER, RPR 

NOTARY PUBLIC 

WILLIAM HALAL 

l CERTffY THJS rs A TR\JF Al\'D 

ACCURATE TRANSCRIPT Fl!RTHER DEPONENT SAYETll NO'l 

THE WlTNESS 

D!STIUCT OI- COLUM8iA 

Sworn and subscribtd to before mt~ this 

dav of ............ ..... :rn 1 J 

............. or 

lD 

Nornr./ Public in and t<)r 

T ,argc ~vfy Commission Expires 

July 12, 2016 
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s<8- ll:" PTO/SB/81 (04-05) ii) Approved for use through 11/30/2005, OMB 0651-0035 

Under the Paoerworl: Reduction Act of .~ 
~tSJ"'JI . U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 

··re reouim<I to resoond to a collectioo of lnfomlation unless tt disolavs a valid OMB cootrol number. 

/" - Application Number 11/165,341 ...... 

POWER OF ATTORNEY 
Fiiing Date June 24, 2005 

and 
First Named lnventor TiejunWang 

CORRESPONDENCE ADDRESS 
Title Methods, Systems & Apparatus ror ... 
Art Unit Unknown 

INDICATION FORM Examiner Name Unknown 

.... Attorney Docket Number 59457-00601 _) 

I hereby revoke all previous powers of attorney given in the above-identified application. 

I hereby appoint -
Q] Practitioners associated with the Customer Number: I 25243 J OR 

D Practitioner(s) named below: 

Name Registration Number 

as my/our attomey(s) or agent{s) lo prosecute the appficafion Identified above, and to transact all business In the United States Patent and 
Trademark Office connected therewith. 

Please recognize or change the correspondence address for the above-Identified application lo: 

fZl The address associated with the above-mentioned Customer Number: 
OR 

I I D The address associated with Customer Number: 
OR 

LJ Firm or 
Individual Name 

Address 

Clty I State I I Zip I 
Country 

Telephone I Email I 
ll:lJthe: 

ApplicanUlnventor. 

D Assignee of record of the entire interest. See 37 CFR 3.71. 
Statement under 37 c;fR 3.73(b} is endosed. (Fonn PTOISB/96) 

n I /I(") ~NAT{Rlf of'\¥1icant or Assignee of Record 

Signature 't v·v Y. ,...__~\! .J, I Date I qf 14-f ~s.. 
Name William E. Haial - I Telephone I . 
Title and Company 

NOTE: Signatures of au the inventors or assignees of record Of the entite interest or their representatlve(s) are required. Subm~ muttlple fonns it more than one 
signawre is required, see below'. 

0 'Total of 4 forms are submitted. 
This collechon of lnformaUoo Is requwed t2j 37 CFR 1.31, 1.32 and 1.33. The 01tormatlon is reqwred to obta111 or reta1t1 a benef~ by tho public whk:h Is to file (and by 
the USPTO to process) an appUcatlon. Confidenliality Is governed by 35 U.S.C. 122 and 37 CFR 1.11and1.14. This collection Is estimated to take 3 minutes 

. to complete, including gathering, preparing, and submitting the completed applicalloo fonn to lhe USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief lnfOO't\alion Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450, DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313·1450. 

If you need assistance in completing the fonn, call 1-800-PT0-9199 and select option 2. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

NORFOLK DIVISION 

VIRGINIA INNOVATION SCIENCES, INC., CIVIL ACTION NO. 

Plaintiff, 

v. 

SAMSUNG ELECTRONICS CO., LTD; 
SAMSUNG ELECTRONICS AMERICA, 
INC.; SAMSUNG 
TELECOMMUNICATIONS AMERICA, 
LLC, 

Defendants. 

2: l 2-CV-00548-MSD-DEM 

JURY TRIAL DEMANDED 

SAMSUNG'S INITIAL ANSWER, AFFIRMATIVE DEFENSES, AND 
COUNTERCLAIMS TO THE FIRST AMENDED COMPLAINT 

COME NOW Samsung Electronics Company, Ltd., Samsung Electronics America, Inc., 

and Samsung Telecommunications America, LLC (collectively, "Samsung") for their Answer, 

Affirmative Defenses, and Counterclaims to the First Amended Complaint, filed on July 24, 

2013 ("Complaint"), by Plaintiff Virginia Innovation Sciences, Inc. ("VIS"), admit, deny, and 

allege as follows: 

PARTIES 

1. In answer to Paragraph l, Samsung is without information sufficient to form a 

belief as to the truth of the allegations thereof, and on that basis denies them. 

2. In answer to Paragraph 2, Samsung admits that Samsung Electronics Co., Ltd. is a 

corporation organized and existing under the laws of Republic of Korea, but denies that its 

principal place of business is located at Samsung Main Building, 250, Taepyeongno 2-ga, Jung-

gu, Seoul I 00-742, Republic of Korea. Samsung Electronics Co., Ltd.'s principal place of 

business is located at 1320-10, Seocho 2-dong, Seocho-gu, Seoul 137-857, Republic of Korea. 

Samsung admits that it answered the original complaint filed on October 4, 2012. 

- 1 -

Page 185 of 372



3. In answer to Paragraph 3, Samsung admits that Samsung Electronics America, 

Inc. is a corporation organized and existing under the laws of the State of New York, but denies 

that its principal place of business is located at 1200 New Hampshire Ave., Suite 500, 

Washington, DC 20036. Samsung Electronics America's principal place of business is located at 

85 Challenger Road, Ridgefield Park, NJ 07660. Samsung denies that this entity may be served 

with process through its registered agent in the Commonwealth of Virginia, CT Corporation 

Service Company, 4701 Cox Rd., Suite 301, Glen Allen, Virginia 23060-6802. Samsung 

Electronics America, Inc! s registered agent for service of process is C T Corporations System, 

111 Eighth Avenue, New York, New York 1001 L Samsung admits that Samsung Electronics 

America, Inc. is a wholly-owned subsidiary of Samsung Electronics Company, Ltd. Samsung 

admits that it answered the original complaint filed on October 4, 2012. 

4. In answer to Paragraph 4, Samsung admits that Samsung Telecommunications 

America, LLC, is a company organized and existing under the laws of Delaware, with its 

principal place of business at 130 I East Lookout Dr., Richardson, Texas 75082. Samsung denies 

that this entity may be served with process through its registered agent in the Commonwealth of 

Virginia, Corporation Service Company, 11 S. 12th St., P.O. Box 1463, Richmond, Virginia 

23218. Samsung Telecommunications America LLC's registered agent for service of process is 

Corporation Service Company, 2711 Centerville Road, Suite 400, Wilmington, DE 19808. 

Samsung admits that Samsung Telecommunications America, LLC, is a wholly-owned 

subsidiary of Samsung Electronics America, Inc. Samsung admits that it answered the original 

complaint filed on October 4, 2012. 
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JURISDICTION AND VENUE 

5. In answer to Paragraph 5, Samsung admits the Complaint purports to allege 

infringement under the United States patent laws. Samsung further admits that subject matter 

jurisdiction in this Court purports to be based upon the statutes cited. 

6. In answer to Paragraph 6, Samsung admits that it has conducted certain business 

in this District. Samsung admits that this Court denied a motion to transfer in this case. 

Samsung denies all other allegations in Paragraph 6, and specifically denies that it has committed 

acts of infringement, induced acts of infringement, or that VIS is entitled to relief from Samsung. 

7. In answer to Paragraph 7, Samsung admits that it has conducted certain business 

in this District and is subject to this Court's personal jurisdiction. Samsung denies all other 

allegations in Paragraph 7. 

[ALLEGED] INFRINGEMENT OF U.S. PATENT NO. 7,899,492 

8. In answer to Paragraph 8, Samsung incorporates Paragraphs 1 through 7 herein by 

reference. 

9. In answer to Paragraph 9, Samsung admits that this action purports to arise under 

the patent laws of the United States. 

I 0. In answer to Paragraph 10, Samsung admits that what appears to be a copy of 

U.S. Patent No. 7,899,492 ("the '492 Patent") was attached to the Original Complaint as Exhibit 

A (Doc. 1-1 ), and that on its face, the '492 Patent is entitled "Methods, Systems and Apparatus 

for Displaying the Multimedia Information From Wireless Communication Networks." 

Samsung denies that VIS has the right to exclude others and to enforce, sue, and recover 

damages for past and future infringement based on the '492 Patent. Samsung is without 

- 3 -

Page 187 of 372



information sufficient to form a belief as to the truth of any remaining allegations of said 

paragraph, and on that basis denies them. 

l l . In answer to Paragraph 11, Samsung admits that the '492 Patent appears to have 

issued. Samsung denies all other allegations of Paragraph 11. 

[ALLEGED] DIRECT INFRINGEMENT (35 U.S.C. § 271(a}) 

12. In answer to Paragraph 12, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '492 Patent. 

13. In answer to Paragraph 13, Samsung admits that certain Samsung smartphones, 

including some smartphones with model names Nexus i5 l 5, Galaxy Note, Galaxy S II, Galaxy S 

III, and Infuse 4G, are capable of supporting video output using MHL. Samsung denies every 

other allegation set forth therein, and specifically denies that smartphones with the model names 

Droid Charge and Galaxy S Il Epic 4G Touch support video output using MHL and/or HDMI, 

denies that Samsung infringes or has infringed any valid claim of the '492 Patent, and denies that 

VIS is entitled to any recovery under 35 U .S.C. § 271. 

14. In answer to Paragraph 14, Samsung admits that certain Samsung smartphones 

with model names Droid Charge Smartphone, Epic, Galaxy S 4G, Galaxy Note, Galaxy S II, 

Galaxy S III, Galaxy S II Epic 4G Touch, Galaxy S II Skyrocket, Infuse 4G, and Stratosphere are 

capable of supporting video output using either DLNA and/or Samsung's AllShare Software, but 

denies every other allegation therein, and specifically denies that it infringes or has infringed any 

valid claim of the '492 Patent, and denies that VIS is entitled to any recovery under 35 U.S.C. § 

271. 

15. In answer to Paragraph 15, Samsung admits that certain Samsung tablets, 

including some tablets with model names Galaxy Tab 8.9 (cellular) and Galaxy Tab 10.1 
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(cellular), are capable of receiving a video signal via a cellular network communication and 

support video output using MHL, but denies every other allegation therein, and specifically 

denies that Samsung infringes or has infringed any valid claim of the '492 Patent, and denies that 

VIS is entitled to any recovery under 35 U.S.C. § 271. 

16. In answer to Paragraph 16, Samsung admits that certain Samsung tablets are 

capable ofreceiving a video signal via a cellular network communication and support video 

output using either DLNA and/or Samsung's AllShare Software, but denies every other 

allegation therein, and specifically denies that it infringes or has infringed any valid claim of the 

'492 Patent, and denies that VIS is entitled to any recovery under 35 U.S.C. § 271. 

17. In answer to Paragraph 17, Samsung admits that certain Samsung adapters, 

docking stations and the AllShare Cast Wireless Hub are compatible with certain mobile phones 

and/or tablets, but denies every other allegation therein, and specifically denies that it infringes 

or has infringed any valid claim of the '492 Patent, and denies that VIS is entitled to any 

recovery under 35 U.S.C. § 271. 

18. In answer to Paragraph 18, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '492 Patent, and denies 

that VIS is entitled to any recovery under 35 U.S.C. § 271. 

[ALLEGED] INDIRECT INFRINGEMENT (INDUCEMENT 35 U.S.C. § 271(b}) 

19. In answer to Paragraph 19, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung has induced direct infringement by users. 

20. In answer to Paragraph 20, Samsung admits that it became aware of the '492 

Patent upon receipt of service of the Original Complaint. Samsung denies every other allegation 
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set forth therein, and specifically denies that it has or had any knowledge of any infringing 

activities. 

21. In answer to Paragraph 21, Samsung denies every allegation set forth therein, and 

specifically denies that it has or had any knowledge of any infringing activities. 

22. In answer to Paragraph 22, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

23. In answer to Paragraph 23, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

24. In answer to Paragraph 24, Samsung is without information sufficient to form a 

belief as to the truth of any allegations of said paragraph, and on that basis denies them. 

25. In answer to Paragraph 25, Samsung denies every allegation set forth therein, and 

specifically denies that VIS is entitled to any damages, including a reasonable royalty, interest, 

or costs. 

[ALLEGED] INFRINGEMENT OF U.S. PATENT NO. 8,050,711 

26. In answer to Paragraph 26, Samsung incorporates Paragraphs l through 25 herein 

by reference. 

27. In answer to Paragraph 27, Samsung admits that this action purports to arise under 

the patent laws of the United States. 

28. In answer to Paragraph 28, Samsung admits that what appears to be a copy of 

U.S. Patent No. 8,050,711 ("the '711 Patent") was attached to the Original Complaint as Exhibit 

B (Doc. 1-2), and that on its face, the '711 Patent is entitled "Methods, Systems and Apparatus 
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for Displaying the Multimedia Information From Wireless Communication Networks." 

Samsung denies that VIS has the right to exclude others and to enforce, sue, and recover 

damages for past and future infringement based on the '711 Patent. Samsung is without 

information sufficient to form a belief as to the truth of any remaining allegations of said 

paragraph, and on that basis denies them. 

29. In answer to Paragraph 29, Samsung admits that the '711 Patent appears to have 

issued. Samsung denies every other allegation set forth in Paragraph 29. 

[ALLEGED] DIRECT INFRINGEMENT (35 U.S.C. § 271(a)) 

30. Tn answer to Paragraph 30, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '711 Patent 

31. In answer to Paragraph 3 I , Samsung admits that certain Samsung smartphones, 

including some smartphones with model names Nexus i5 l 5, Galaxy Note, Galaxy S II, Galaxy S 

III, and Infuse 4G, are capable of supporting video output using MHL. Samsung denies every 

other allegation set forth therein, and specifically denies that smartphones with the model names 

Droid Charge and Galaxy S II Epic 4G Touch support video output using MHL, denies that 

Samsung infringes or has infringed any valid claim of the '71 l Patent, and denies that VIS is 

entitled to any recovery under 35 U.S.C. § 271. 

32. In answer to Paragraph 32, Samsung admits that certain Samsung smartphones are 

capable of supporting video output using either DLNA and/or Samsung's AllShare software, but 

denies every other allegation therein, and specifically denies that it infringes or has infringed any 

valid claim of the '711 Patent, and denies that VIS is entitled to any recovery under § 271. 

33. In answer to Paragraph 33, Samsung admits that certain Samsung tablets, 

including some tablets with model names Galaxy Tab 8.9 (cellular) and Galaxy Tab 10.1 
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(cellular), are capable of receiving a video signal via a cellular network communication and 

support video output using MHL, but denies every other allegation therein, and specifically 

denies that Samsung infringes or has infringed any valid claim of the '711 Patent, and denies that 

VIS is entitled to any recovery under 35 U.S.C. § 27L 

34. In answer to Paragraph 34, Samsung admits that certain Samsung adapters, 

docking stations and the AllShare Cast Wireless Hub are compatible with certain mobile phones 

and/or tablets, but denies every other allegation therein, and specifically denies that it infringes 

or has infringed any valid claim of the '711 Patent, and denies that VIS is entitled to any 

recovery under 35 U.S.C. § 271. 

35. In answer to Paragraph 35, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '711 Patent, and denies 

that VIS is entitled to any recovery under 35 U.S.C. § 271. 

[ALLEGED] INDIRECT INFRINGEMENT (INDUCEMENT 35 U.S.C. § 271(b)) 

36. In answer to Paragraph 36, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung has induced direct infringement by users. 

37. In answer to Paragraph 37, Samsung admits that it became aware of the '711 

Patent upon receipt of service of the Original Complaint. Samsung denies every other allegation 

set forth therein, and specifically denies that it has or had any knowledge of any infringing 

activities. 

38. In answer to Paragraph 38, Samsung denies every allegation set forth therein, and 

specifically denies that it has or had any knowledge of any infringing activities. 
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39. In answer to Paragraph 39, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

40. In answer to Paragraph 40, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

41. In answer to Paragraph 41, Samsung is without information sufficient to fonn a 

belief as to the truth of any allegations of said paragraph, and on that basis denies them. 

42. In answer to Paragraph 42, Samsung denies every allegation set forth therein, and 

specifically denies that VIS is entitled to any damages, including a reasonable royalty, interest, 

or costs. 

!ALLEGED] INFRINGEMENT OF U.S. PATENT NO. 8,145,268 

43. In answer to Paragraph 43, Samsung incorporates Paragraphs I through 42 herein 

by reference. 

44. In answer to Paragraph 44, Samsung admits that this action purports to arise under 

the patent laws of the United States. 

45. In answer to Paragraph 45, Samsung admits that what appears to be a copy of 

U.S. Patent No. 8, 145,268 ("the '268 Patent") was attached to the Original Complaint as Exhibit 

C (Doc. 1-3), and that on its face, the '268 Patent is entitled "Methods, Systems and Apparatus 

for Displaying the Multimedia Information From Wireless Communication Networks." 

Samsung denies that VTS has the right to exclude others and to enforce, sue, and recover 

damages for past and future infringement based on the '268 Patent. Samsung is without 
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information sufficient to form a belief as to the truth of any remaining allegations of said 

paragraph, and on that basis denies them. 

46. In answer to Paragraph 46, Samsung admits that the '268 Patent appears to have 

issued. Samsung denies every other allegation in Paragraph 46. 

[ALLEGED] DIRECT INFRINGEMENT (35 U.S.C. § 271(a)) 

4 7. In answer to Paragraph 4 7, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '268 Patent. 

48. In answer to Paragraph 48, Samsung admits that certain Samsung smartphones, 

including some smartphones with model names Nexus i5 l 5, Galaxy Note, Galaxy S II, Galaxy S 

III, and Infuse 4G, are capable of supporting video output using MHL, but denies every other 

allegation set forth therein, and specifically denies that smartphones with the model names Droid 

Charge and Galaxy S II Epic 4G Touch support video output using MHL, denies that Samsung 

infringes or has infringed any valid claim of the '268 Patent, and denies that VIS is entitled to 

any recovery under 35 U.S.C. § 271. 

49. In answer to Paragraph 49, Samsung admits that certain Samsung smartphones are 

capable of supporting video output using either DLNA and/or Samsung's Al!Share Software, but 

denies every other allegation therein, and specifically denies that it infringes or has infringed any 

valid claim of the '268 Patent, and denies that VIS is entitled to any recovery under 35 U.S.C. § 

271. 

50. In answer to Paragraph 50, Samsung admits that certain Samsung tablets, 

including some with model names Galaxy Tab 8.9 (cellular), Galaxy Tab I 0.1 (cellular), Galaxy 

Tab 10.1 (WiFi only), and Galaxy Tab 2 10.1 (WiFi only) are capable of supporting video output 

using MHL, but denies every other allegation therein, and specifically denies that it infringes or 
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has infringed any valid claim of the '268 Patent, and denies that VIS is entitled to any recovery 

under 35 U.S.C. § 271. 

51. In answer to Paragraph 51, Samsung admits that certain Samsung tablets are 

capable of supporting video output using either DLNA and/or Samsung's Al!Share Software, but 

denies every other allegation therein, and specifically denies that it infringes or has infringed any 

valid claim of the '268 Patent, and denies that VIS is entitled to any recovery under 35 U.S.C. § 

271. 

52. In answer to Paragraph 52, Samsung admits that certain Samsung tablets are 

capable of receiving a video signal via a cellular network communication and support video 

output using MHL, HDMI, DLNA and/or Samsung's Al!Share Software, but denies every other 

allegation therein, and specifically denies that it infringes or has infringed any valid claim of the 

'268 Patent, and denies that VIS is entitled to any recovery under 35 U.S.C. § 271. 

53. In answer to Paragraph 53, Samsung admits that certain Samsung adapters, 

docking stations and the AllShare Cast Wireless Hub are compatible with certain mobile phones 

and/or tablets, but denies every other allegation therein, and specifically denies that it infringes 

or has infringed any valid claim of the '268 Patent, and denies that VIS is entitled to any 

recovery under 35 U.S.C. § 271. 

54. In answer to Paragraph 54, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '268 Patent, and denies 

that VIS is entitled to any recovery under 35 U.S.C. § 271. 

[ALLEGED] INDIRECT INFRINGEMENT (INDUCEMENT 35 U.S.C. § 271(b)) 

55. In answer to Paragraph 55, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung has induced direct infringement by users. 
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56. In answer to Paragraph 56, Samsung admits that it became aware of the '268 

Patent upon receipt of service of the Original Complaint. Samsung denies every other allegation 

set forth therein, and specifically denies that it has or had any knowledge of any infringing 

activities. 

57. In answer to Paragraph 57, Samsung denies every allegation set forth therein, and 

specifically denies that it has or had any knowledge of any infringing activities. 

58. In answer to Paragraph 58, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manneL 

59. In answer to Paragraph 59, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

60. In answer to Paragraph 60, Samsung is without information sufficient to form a 

belief as to the truth of any allegations of said paragraph, and on that basis denies them. 

61. In answer to Paragraph 61, Samsung denies every allegation set forth therein, and 

specifically denies that VIS is entitled to any damages, including a reasonable royalty, interest, 

or costs. 

[ALLEGED] INFRINGEMENT OF U.S. PATENT NO. 8,224,381 

62. In answer to Paragraph 62, Samsung incorporates Paragraphs 1 through 61 herein 

by reference. 

63. In answer to Paragraph 63, Samsung admits that this action purports to arise under 

the patent laws of the United States. 
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64. In answer to Paragraph 64, Samsung admits that what appears to be a copy of 

U.S. Patent No. 8,224,381 ("the '38 l Patent") was attached to the Complaint as Exhibit D (Doc. 

1-4 ), and that on its face, the '3 81 Patent is entitled "Methods, Systems and Apparatus for 

Displaying the Multimedia Information From Wireless Communication Networks." Samsung 

denies that VIS has the right to exclude others and to enforce, sue, and recover damages for past 

and future infringement based on the '381 Patent. Samsung is without information sufficient to 

form a belief as to the truth of any remaining allegations of said paragraph, and on that basis 

denies them. 

65. In answer to Paragraph 65, Samsung admits that the '381 Patent appears to have 

issued. Samsung denies every other allegation in Paragraph 65. 

[ALLEGED] DIRECT INFIUNGEMENT (35 U.S.C. § 271(a)) 

66. In answer to Paragraph 66, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '381 Patent. 

67. In answer to Paragraph 67, Samsung admits that certain Samsung smartphones, 

including some smartphones with model names Nexus i5 l 5, Galaxy Note, Galaxy S II, Galaxy S 

III, and Infuse 4G are capable of supporting video output using MHL, but denies every other 

allegation set forth therein, and specifically denies that smartphones with the model names Droid 

Charge and Galaxy S II Epic 4G Touch support video output using MHL, denies that Samsung 

infringes or has infringed any valid claim of the '3 81 Patent, and denies that VIS is entitled to 

any recovery under 35 U.S.C. § 271. 

68. In answer to Paragraph 68, Samsung admits that certain Samsung tablets are 

capable of supporting video output using MHL and/or HDMI, but denies every other allegation 
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therein, and specifically denies that it infringes or has infringed any valid claim of the '381 

Patent and denies that VIS is entitled to any recovery under§ 27L 

69. In answer to Paragraph 69, Samsung admits that certain Samsung tablets, 

including some with model names Galaxy Tab 8.9 (cellular) and Galaxy Tab 10.1 (cellular), are 

capable of receiving a video signal via a cellular network communication and support video 

output using MHL, but denies every other allegation therein, and specifically denies that 

Samsung infringes or has infringed any valid claim of the '381 Patent, and denies that VIS is 

entitled to any recovery under 35 U.S.C. § 271. 

70. In answer to Paragraph 70, Samsung admits that certain Samsung adapters, 

docking stations and the AllShare Cast Wireless Hub are compatible with certain mobile phones 

and/or tablets, but denies every other allegation therein, and specifically denies that it infringes 

or has infringed any valid claim of the '381 Patent and denies that VIS is entitled to any recovery 

under 35 U.S.C. § 271. 

71. In answer to Paragraph 71, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '3 81 Patent and denies 

that VIS is entitled to any recovery under 35 U.S.C. § 271. 

[ALLEGED] INDIRECT INFRINGEMENT (INDUCEMENT 35 U.S.C. § 27l(b)) 

72. In answer to Paragraph 72, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung has induced direct infringement by users. 

73. In answer to Paragraph 73, Samsung admits that it became aware of the '381 

Patent upon receipt of service of the Original Complaint. Samsung denies every other allegation 

set forth therein, and specifically denies that it has or had any knowledge of any infringing 

activities. 
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74. In answer to Paragraph 74, Samsung denies every allegation set forth therein, and 

specifically denies that it has or had any knowledge of any infringing activities. 

75. In answer to Paragraph 75, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

76. In answer to Paragraph 76, Samsung is without information sufficient to form a 

belief as to the truth of any allegations of said paragraph, and on that basis denies them. 

77. In answer to Paragraph 77, Samsung denies every allegation set forth therein, and 

specifically denies that VIS is entitled to any damages, including a reasonable royalty, interest, 

or costs. 

[ALLEGED] INFRINGEMENT OF U.S. PATENT NO. 7,957,733 

78. In answer to Paragraph 78, Samsung incorporates Paragraphs 1 through 77 herein 

by reference. 

79. In answer to Paragraph 79, Samsung admits that this action purports to arise under 

the patent laws of the United States. 

80. In answer to Paragraph 80, Samsung admits that what appears to be a copy of 

U.S. Patent No. 7,957,733 ("the '733 Patent") was attached to the Complaint as Exhibit E (Doc. 

1-5), and that on its face, the '733 Patent is entitled "Methods and Apparatus for Multimedia 

Communications with Different User Terminals." Samsung denies that VIS has the right to 

exclude others and to enforce, sue, and recover damages for past and future infringement based 

on the '733 Patent. Samsung is without information sufficient to form a belief as to the truth of 

any remaining allegations of said paragraph, and on that basis denies them. 
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81. In answer to Paragraph 81, Samsung admits that the '733 Patent appears to have 

issued. Samsung denies every other allegation in Paragraph 81. 

[ALLEGED] DIRECT INFRINGEMENT (35 U.S.C. § 271(a)) 

82. In answer to Paragraph 82, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claims of the '733 Patent. 

83. In answer to Paragraph 83, Samsung admits that certain Samsung smartphones, 

including some smartphones with model names Nexus i5 l 5, Galaxy Note, Galaxy S II, Galaxy S 

III, and Infuse 4G are capable of supporting multimedia content output using MHL, but denies 

every other allegation therein, and specifically denies that smartphones with the model names 

Droid Charge and Galaxy S II Epic 4G Touch support video output using MHL, denies that 

Samsung infringes or has infringed any valid claim of the '733 Patent, and denies that VIS is 

entitled to any recovery under 35 U.S.C. § 271. 

84. In answer to Paragraph 84, Samsung admits that certain Samsung smartphones are 

capable of supporting multimedia content output using DLNA and/or Samsung's AllShare 

Software, but denies every other allegation therein, and specifically denies that it infringes or has 

infringed any valid claim of the '733 Patent and denies that VIS is entitled to any recovery under 

35 U.S.C. § 271. 

85. In answer to Paragraph 85, Samsung admits that certain Samsung tablets, 

including some tablets with model names Galaxy Tab 8.9 (cellular), Galaxy Tab 10. 1 (cellular), 

Galaxy Tab 10.1 (WiFi only), and Galaxy Tab 2 10.1 (WiFi only) are capable of supporting 

multimedia content output using MI-IL, but denies every other allegation therein, and specifically 

denies that Samsung infringes or has infringed any valid claim of the '733 Patent and denies that 

VIS is entitled to any recovery under 35 U.S.C. § 271. 
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86. In answer to Paragraph 86, Samsung admits that certain Samsung tablets are 

capable of supporting multimedia content output using DLNA and/or Samsung's AllShare 

Software, but denies every other allegation therein, and specifically denies that it infringes or has 

infringed any valid claim of the '733 Patent and denies that VIS is entitled to any recovery under 

35 U.S.C. § 271. 

87. In answer to Paragraph 87, Samsung admits that certain Samsung adapters, 

docking stations and the AllShare Cast Wireless Hub are compatible with certain mobile phones 

and/or tablets, but denies every other allegation therein, and specifically denies that it infringes 

or has infringed any valid claim of the '733 Patent and denies that VIS is entitled to any recovery 

under 35 U.S.C. § 271. 

88. In answer to Paragraph 88, Samsung denies every allegation set forth therein, and 

specifically denies that it infringes or has infringed any valid claim of the '733 Patent, and denies 

that VIS is entitled to any recovery under 35 U.S.C. § 271. 

[ALLEGED] INDIRECT INFRINGEMENT (INDUCEMENT 35 U.S.C. § 271(b)) 

89. In answer to Paragraph 89, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung has induced direct infringement by users. 

90. In answer to Paragraph 90, Samsung admits that it became aware of the '733 

Patent upon receipt of service of the Original Complaint. Samsung denies every other allegation 

set forth therein, and specifically denies that it has or had any knowledge of any infringing 

activities. 

91. In answer to Paragraph 91, Samsung denies every allegation set forth therein, and 

specifically denies that it has or had any knowledge of any infringing activities. 
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92. In answer to Paragraph 92, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

93. In answer to Paragraph 93, Samsung denies every allegation set forth therein, and 

specifically denies that Samsung provides any instructions to use its products in an infringing 

manner. 

94. In answer to Paragraph 94, Samsung is without information sufficient to fonn a 

belief as to the truth of any allegations of said paragraph, and on that basis denies them. 

95. In answer to Paragraph 95, Samsung denies every allegation set forth therein, and 

specifically denies that VIS is entitled to any damages, including a reasonable royalty, interest, 

or costs. 

[ALLEGED) INFRINGEMENT OF U.S. PATENT NO. 8,135,398 

96. In answer to Paragraph 96, Samsung incorporates Paragraphs 1 through 95 herein 

by reference. 

97. In answer to Paragraph 97, Samsung admits that this action purports to arise under 

the patent laws of the United States. 

98. In answer to Paragraph 98, Samsung admits that what appears to be a copy of 

U.S. Patent No. 8, 135,398 ("the '398 Patent") was attached to the Complaint as Exhibit F (Doc. 

1-6), and that on its face, the '398 Patent is entitled "Methods and Apparatus for Multimedia 

Communications with Different User Terminals." Samsung denies that VIS has the right to 

exclude others and to enforce, sue, and recover damages for past and future infringement based 

on the '398 Patent. Samsung is without information sufficient to form a belief as to the truth of 

any remaining allegations of said paragraph, and on that basis denies them. 
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99. In answer to Paragraph 99, Samsung admits that the '398 Patent appears to have 

issued. Samsung denies every other allegation in Paragraph 99. 

[ALLEGED] DIRECT INFRINGEMENT (35 U.S.C. § 271{a)) 

100. T n answer to Paragraph 100, Samsung denies every allegation set forth therein, 

and specifically denies that it infringes or has infringed any valid claims of the '398 Patent. 

101. In answer to Paragraph 101, Samsung admits that certain Samsung smartphones, 

including some smartphones with model names Nexus i515, Galaxy Note, Galaxy S II, Galaxy S 

ITT, and Infuse 4G, are capable of supporting video output using MHL and/or HDMI, but denies 

every other allegation set forth therein, and specifically denies that smartphones with the model 

names Droid Charge and Galaxy S II Epic 4G Touch support video output using MHL, denies 

that it infringes or has infringed any valid claim of the '398 Patent, and denies that VIS is 

entitled to any recovery under 35 U.S.C. § 271. 

102. In answer to Paragraph 102, Samsung admits that certain Samsung smartphones 

are capable of supporting multimedia content output using either DLNA and/or Samsung's 

AllShare Software, but denies every other allegation therein, and specifically denies that it 

infringes or has infringed any valid claim of the '398 Patent, and denies that VIS is entitled to 

any recovery under 35 U.S.C. § 271. 

103. In answer to Paragraph 103, Samsung admits that certain Samsung tablets, 

including some tablets with model names Galaxy Tab 8.9 (cellular), Galaxy Tab I 0.1 (Cellular), 

Galaxy Tab l 0.1 (WiFi only), and Galaxy Tab 2 10.1 (WiFi only) are capable of supporting 

video output using MHL , but denies every other allegation therein, and specifically denies that 

Samsung infringes or has infringed any valid claim of the '398 Patent and denies that VIS is 

entitled to any recovery under 35 U.S.C. § 271. 
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l 04. In answer to Paragraph l 04, Samsung admits that certain Samsung tablets are 

capable of supporting multimedia content output using either DLNA and/or Samsung All Share 

Software, but denies every other allegation therein, and specifically denies that it infringes or has 

infringed any valid claim of the '398 Patent and denies that VIS is entitled to any recovery under 

35 U.S.C. § 271. 

l 05. In answer to Paragraph 105, Samsung admits that certain Samsung adapters, 

docking stations and the AllShare Cast Wireless Hub are compatible with certain mobile phones 

and/or tablets, but denies every other allegation therein, and specifically denies that it infringes 

or has infringed any valid claim of the '398 Patent and denies that VIS is entitled to any recovery 

under 35 U.S.C. § 271. 

I 06. In answer to Paragraph I 06, Samsung denies every allegation set forth therein, 

and specifically denies that it infringes or has infringed any valid claim of the '398 Patent and 

denies that VIS is entitled to any recovery under 35 U.S.C. § 271. 

[ALLEGED] INDIRECT INFRINGEMENT (INDUCEMENT 35 U.S.C. § 271(b)) 

107. In answer to Paragraph 107, Samsung denies every allegation set forth therein, 

and specifically denies that Samsung has induced direct infringement by users. 

108. In answer to Paragraph 108, Samsung admits that it became aware of the '398 

Patent upon receipt of service of the Original Complaint. Samsung denies every other allegation 

set forth therein, and specifically denies that it has or had any knowledge of any infringing 

activities. 

I 09. In answer to Paragraph 109, Samsung denies every allegation set forth therein, 

and specifically denies that it has or had any knowledge of any infringing activities. 
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110. In answer to Paragraph 110, Samsung denies every allegation set forth therein, 

and specifically denies that Samsung provides any instructions to use its products in an 

infringing manner. 

111. In answer to Paragraph 111, Samsung denies every allegation set forth therein, 

and specifically denies that Samsung provides any instructions to use its products in an 

infringing manner. 

112. In answer to Paragraph 112, Samsung is without information sufficient to form a 

belief as to the truth of any allegations of said paragraph, and on that basis denies them. 

113. In answer to Paragraph 113, Samsung denies every allegation set forth therein, 

and specifically denies that VIS is entitled to any damages, including a reasonable royalty, 

interest, or costs. 

WILLFUL INFRINGEMENT 

114-142. In answer to Paragraphs 114 through 142, Samsung refers the Court to its 

pending Motion To Dismiss Claim For Willful Infringement In First Amended Complaint, And 

To Strike Allegations And Prayer For Relief Regarding Same, as well as its Memorandum in 

Support thereof. [D.I. 124 and 125]. To the extent any further response is necessary with 

respect to Paragraphs 114 through 142, Samsung denies the allegations therein. 

JURY DEMAND 

143. To the extent a response is required, Samsung admits that VIS's Complaint 

contains a request for a jury trial. 

PRAYER FOR RELIEF 

144. To the extent a response is required, Samsung denies that VIS is entitled to any of 

its requested relief. Samsung specifically denies that it has infringed or is infringing the '492, 
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'711, '268, '381, '733 and/or '398 Patent, literally or under the doctrine of equivalents, that it has 

willfully infringed or is willfully infringing the '492, '711, '268, '381, '733 and/or '398 Patent, 

literally or under the doctrine of equivalents, specifically denies that VIS is entitled to any award 

of damages and/or costs, specifically denies that VIS is entitled to any on-going post-judgment 

royalty, specifically denies that VIS is entitled to interest on damage, specifically denies that VIS 

is entitled to enhanced damages under 35 U.S.C. § 285, and specifically denies that VIS is 

entitled to any other relief. 

GENERAL DENIAL 

145. To the extent that any allegations of the Complaint are not specifically admitted, 

Samsung hereby denies them. 

AFFIRMATIVE DEFENSES 

146. Without admitting or acknowledging that it bears the burden of proof as to any of 

them, Samsung pleads the following affirmative defenses. 

FIRST AFFIRMATIVE DEFENSE 

147. Samsung has not engaged in any acts that would constitute infringement of, 

contributory infringement of~ or inducement to infringe, any valid claim of the '492, '711, '268, 

'381, '733 and/or '398 Patent, either literally or under the doctrine of equivalents. 

SECOND AFFIRMATIVE DEFENSE 

148. The claims of the '492, '711, '268, '381, '733 and/or '398 Patents are invalid 

and/or unenforceable for failure to comply with one or more of the requirements of Title 35, 

United States Code, including without limitation §§ 101, 102, 103, 111, 112, 116, 132, and/or 

251. 
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THIRD AFFIRMATIVE DEFENSE 

149. VIS's claims for relief are barred, in whole or in part, by the doctrine of 

prosecution history estoppel. 

FOURTH AFFIRMATIVE DEFENSE 

150. VIS's enforcement of the '492, '711, '268, '381, '733 and/or '398 Patents is 

barred, in whole or in part, by the equitable doctrines of !aches, estoppel, waiver, unclean hands 

and acquiescence. 

FIFTH AFFIRMATIVE DEFENSE 

151. VIS is not entitled to an injunction because VIS is not likely to prevail on the 

merits, has not suffered and will not suffer irreparable harm because of Samsung's conduct, and 

has an adequate remedy at law. 

SIXTH AFFIRMATIVE DEFENSE 

152. VIS's claim for damages, if any, against Samsung for alleged infringement of the 

'492, '711, '268, '381, '733 and/or '398 Patents is limited by 35 U.S.C. §§ 286, 287, and/or 288. 

SEVENTH AFFIRMATIVE DEFENSE 

153. VIS's enforcement of the '492, '711, '268, '381, '733, and/or '398 Patents is 

barred, in whole or in part, as a result of VI S's inequitable conduct committed during 

prosecution of one or more of the Patents-in-Suit at the U.S. Patent and Trademark Office 

(USPTO), as set forth herein in VIS's Thirteenth Counterclaim. 

RESERVATION OF ADDITIONAL DEFENSES 

154. Samsung reserves the right to assert additional defenses that may be developed 

through discovery in this action. 
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SAMSUNG'S COUNTERCLAIMS 

Counterclaimant Samsung hereby counterclaims and alleges against Counterclaim 

Defendant VIS as follows: 

THE PARTIES 

l. Counterclaimant Samsung Electronics Company, Ltd. is a corporation organized 

under the laws of the Republic of Korea, with its principal place of business located at 1320-10, 

Seocho 2-dong, Seocho-gu, Seoul 137-857, Republic of Korea. 

2. Counterclaimant Samsung Electronics America, Inc. is a corporation organized 

and existing under the laws of the State of New York, with its principal place of business located 

at 105 Challenger Road, Ridgefield Park, NJ 07660. Samsung Electronics America, Inc. is a 

wholly-owned subsidiary of Sam.sung Electronics Company, Ltd. 

3. Counterclaimant Samsung Telecommunications America, LLC is a company 

organized and existing under the laws of Delaware, with its principal place of business at 1301 

East Lookout Dr., Richardson, Texas 75082. Samsung Telecommunications America, Inc. is a 

wholly-owned subsidiary of Samsung Electronics America, Inc. 

4. Counterclaimants Samsung Electronics Company, Ltd., Samsung Electronics 

America, Inc., and Samsung Telecommunications America, LLC are herein collectively referred 

to as "Samsung." 

5. Upon information and belief, Counterclaim Defendant Virginia Innovation 

Sciences, Inc. ("VIS") is a Virginia corporation with its principal place of business at 6301 

Edsall Road #517, Arlington, Virginia 22312. 
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JURISDICTION AND VENUE 

6. This Court has subject matter jurisdiction over Samsung's counterclaims under 

the Declaratory Judgment Act, 28 llS.C. §§ 2201-2202, and the patent laws of the United States, 

Title 35, United States Code, for which jurisdiction is based on 28 U.S.C. §§ 1331and1338(a). 

7. An actual, substantial, and continuing justiciable controversy exists between 

Samsung and VIS based on VIS having filed a Complaint against Samsung alleging infringement 

of the '492, '711, '268, '381, '733 and '398 Patents, with respect to which Samsung requires a 

declaration of its rights by this Court. Specifically, the controversy concerns the invalidity and 

non-infringement of the '492, '711, '268, '3 81, '73 3 and '3 98 Patents and the right of VIS to 

maintain suit for alleged infringement of the '492, '711, '268, '381, '733 and '398 Patents. 

8. By filing its Complaint, VIS has consented to the personal jurisdiction of this 

Court. 

9. Venue is proper in this district pursuant to 28 U.S.C. §§ 1391 and 1400. Samsung 

maintains that venue is more convenient in another district. 

FIRST COUNTERCLAIM 

10. Samsung incorporates the foregoing admissions, denials, and allegations. 

11. An actual controversy exists between Samsung and VIS as to whether Samsung 

infringes directly or indirectly any valid and enforceable claim of the '492 Patent, as VIS 

contends, or does not do so, as Samsung contends. 

12. Samsung has been damaged by VlS's filing of a lawsuit against Samsung based 

on a patent that Samsung does not infringe. 
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13. By this Counterclaim, Samsung seeks a declaration that it has not infringed 

directly or indirectly and does not infringe directly or indirectly any valid and enforceable claim 

of the '492 Patent either literally or under the doctrine of equivalents. 

14. Further, Samsung seeks a declaration that it has not induced and does not induce 

infringement of the '492 Patent by anyone. A judicial declaration is necessary and appropriate at 

this time in order that Samsung may ascertain its right and duties with respect to the '492 Patent 

and with respect to any past, present, or future manufacture, use, importation, distribution, sale, 

or offer for sale of its products. 

15. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. §285. 

SECOND COUNTERCLAIM 

16. Samsung incorporates the foregoing admissions, denials, and allegations. 

1 7. An actual controversy exists between Samsung and VIS as to whether the '492 

Patent is valid, as VIS contends, or is invalid for failure to comply with the requirements of 

patentability set forth in 35 U.S.C. §§ 10 l, 102, I 03, and/or 112, as Samsung contends. 

18. By this Counterclaim, Samsung seeks a declaration that the claims of the '492 

Patent are invalid. A judicial declaration is necessary and appropriate at this time in order that 

Samsung may ascertain its right and duties with respect to the '492 Patent and to any past, 

present, or future manufacture, use, importation, distribution, sale, or offer for sale of its 

products. 

19. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. § 285. 
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THIRD COUNTERCLAIM 

20. Samsung incorporates the foregoing admissions, denials, and allegations. 

21. An actual controversy exists between Samsung and VIS as to whether Samsung 

infringes directly or indirectly any valid and enforceable claim of the '711 Patent, as VIS 

contends, or does not do so, as Samsung contends. 

22. Samsung has been damaged by VIS' s filing of a lawsuit against Samsung based 

on a patent that Samsung does not infringe. 

23. By this Counterclaim, Samsung seeks a declaration that it has not infringed 

directly or indirectly and does not infringe directly or indirectly any valid and enforceable claim 

of the '711 Patent either literally or under the doctrine of equivalents. 

24. Further, Samsung seeks a declaration that it has not induced and does not induce 

infringement of the '711 Patent by anyone. A judicial declaration is necessary and appropriate at 

this time in order that Samsung may ascertain its right and duties with respect to the '711 Patent 

and with respect to any past, present, or future manufacture, use, importation, distribution, sale, 

or offer for sale of its products. 

25. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. §285. 

FOURTH COUNTERCLAIM 

26. Samsung incorporates the foregoing admissions, denials, and allegations. 

27. An actual controversy exists between Samsung and VIS as to whether the '711 

Patent is valid, as VIS contends, or is invalid for failure to comply with the requirements of 

patentability set forth in 3 5 U.S. C. § § 101, l 02, 103, and/or 112, as Samsung contends. 
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28. By this Counterclaim, Samsung seeks a declaration that the claims of the '71 l 

Patent are invalid. A judicial declaration is necessary and appropriate at this time in order that 

Samsung may ascertain its right and duties with respect to the '711 Patent and to any past, 

present, or future manufacture, use, importation, distribution, sale, or offer for sale of its 

products. 

29. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. § 285. 

FIFTH COUNTERCLAIM 

30. Samsung incorporates the foregoing admissions, denials, and allegations. 

3 1. An actual controversy exists between Samsung and VIS as to whether Samsung 

infringes directly or indirectly any valid and enforceable claim of the '268 Patent, as VIS 

contends, or does not do so, as Samsung contends. 

32. Samsung has been damaged by VIS's filing of a lawsuit against Samsung based 

on a patent that Samsung does not infringe. 

33. By this Counterclaim, Samsung seeks a declaration that it has not infringed 

directly or indirectly and does not infringe directly or indirectly any valid and enforceable claim 

of the '268 Patent either literally or under the doctrine of equivalents. 

34. Further, Samsung seeks a declaration that it has not induced and does not induce 

infringement of the '268 Patent by anyone. A judicial declaration is necessary and appropriate at 

this time in order that Samsung may ascertain its right and duties with respect to the '268 Patent 

and with respect to any past, present, or future manufacture, use, importation, distribution, sale, 

or offer for sale of its products. 
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35. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. §285. 

SIXTH COUNTERCLAIM 

36. Samsung incorporates the foregoing admissions, denials, and allegations. 

37. An actual controversy exists between Samsung and VIS as to whether the '268 

Patent is valid, as VIS contends, or is invalid for failure to comply with the requirements of 

patentability set forth in 35 U.S.C. §§ 101, 102, 103, and/or 112, as Samsung contends. 

38. By this Counterclaim, Samsung seeks a declaration that the claims of the '268 

Patent are invalid. A judicial declaration is necessary and appropriate at this time in order that 

Samsung may ascertain its right and duties with respect to the '268 Patent and to any past, 

present, or future manufacture, use, importation, distribution, sale, or off er for sale of its 

products. 

39. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. § 285. 

SEVENTH COUNTERCLAIM 

40. Samsung incorporates the foregoing admissions, denials, and allegations. 

41. An actual controversy exists between Samsung and VIS as to whether Samsung 

infringes directly or indirectly any valid and enforceable claim of the '381 Patent, as VIS 

contends, or does not do so, as Samsung contends. 

42. Samsung has been damaged by VIS's filing of a lawsuit against Samsung based 

on a patent that Samsung does not infringe. 

- 29 -

Page 213 of 372



43. By this Counterclaim, Samsung seeks a declaration that it has not infringed 

directly or indirectly and does not infringe directly or indirectly any valid and enforceable claim 

of the '381 Patent either literally or under the doctrine of equivalents. 

44. Further, Samsung seeks a declaration that it has not induced and does not induce 

infringement of the '381 Patent by anyone. A judicial declaration is necessary and appropriate at 

this time in order that Samsung may ascertain its right and duties with respect to the '3 81 Patent 

and with respect to any past, present, or future manufacture, use, importation, distribution, sale, 

or offer for sale of its products. 

45. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. §285. 

EIGHTH COUNTERCLAIM 

46. Samsung incorporates the foregoing admissions, denials, and allegations. 

4 7. An actual controversy exists between Samsung and VIS as to whether the '3 81 

Patent is valid, as VIS contends, or is invalid for failure to comply with the requirements of 

patentability set forth in 35 U.S.C. §§ 101, 102, 103, and/or 112, as Samsung contends. 

48. By this Counterclaim, Samsung seeks a declaration that the claims of the '381 

Patent are invalid. A judicial declaration is necessary and appropriate at this time in order that 

Samsung may ascertain its right and duties with respect to the '381 Patent and to any past, 

present, or future manufacture, use, importation, distribution, sale, or offer for sale of its 

products. 

49. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. § 285. 
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NINTH COUNTERCLAIM 

50. Samsung incorporates the foregoing admissions, denials, and allegations. 

51. An actual controversy exists between Samsung and VIS as to whether Samsung 

infringes directly or indirectly any valid and enforceable claim of the '733 Patent, as VIS 

contends, or does not do so, as Samsung contends. Despite VIS's statement on July 29, 2013 

that it was "not going to assert the '733 patent in this lawsuit suit [sic] going forward," VIS has 

not amended its Complaint to remove the allegations under the '733 Patent. 

52. Samsung has been damaged by VIS' s filing of a lawsuit against Samsung based 

on a patent that Samsung does not infringe. 

53. By this Counterclaim, Samsung seeks a declaration that it has not infringed 

directly or indirectly and does not infringe directly or indirectly any valid and enforceable claim 

of the '733 Patent either literally or under the doctrine of equivalents. 

54. Further, Samsung seeks a declaration that it has not induced and does not induce 

infringement of the '733 Patent by anyone. A judicial declaration is necessary and appropriate at 

this time in order that Samsung may ascertain its right and duties with respect to the '733 Patent 

and with respect to any past, present, or future manufacture, use, importation, distribution, sale, 

or offer for sale of its products. 

55. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. §285. 

TENTH COUNTERCLAIM 

56. Samsung incorporates the foregoing admissions, denials, and allegations. 
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57. An actual controversy exists between Samsung and VIS as to whether the '733 

Patent is valid, as VIS contends, or is invalid for failure to comply with the requirements of 

patentability set forth in 35 U.S.C. §§ l 0 I, l 02, 103, and/or 112, as Samsung contends. 

58. By this Counterclaim, Samsung seeks a declaration that the claims of the '733 

Patent are invalid. A judicial declaration is necessary and appropriate at this time in order that 

Samsung may ascertain its right and duties with respect to the '733 Patent and to any past, 

present, or future manufacture, use, importation, distribution, sale, or offer for sale of its 

products. 

59. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. § 285. 

ELEVENTH COUNTERCLAIM 

60. Samsung incorporates the foregoing admissions, denials, and allegations. 

61. An actual controversy exists between Samsung and VIS as to whether Samsung 

infringes directly or indirectly any valid and enforceable claim of the '398 Patent, as VIS 

contends, or does not do so, as Samsung contends. 

62. Samsung has been damaged by VIS's filing of a lawsuit against Samsung based 

on a patent that Samsung does not infringe. 

63. By this Counterclaim, Samsung seeks a declaration that it has not infringed 

directly or indirectly and does not infringe directly or indirectly any valid and enforceable claim 

of the '398 Patent either literally or under the doctrine of equivalents. 

64. Further, Samsung seeks a declaration that it has not induced and does not induce 

infringement of the '398 Patent by anyone. A judicial declaration is necessary and appropriate at 

this time in order that Samsung may ascertain its right and duties with respect to the '398 Patent 
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and with respect to any past, present, or future manufacture, use, importation, distribution, sale, 

or offer for sale of its products. 

65. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. §285. 

TWELFTH COUNTERCLAIM 

66. Samsung incorporates the foregoing admissions, denials, and allegations. 

67. An actual controversy exists between Samsung and VIS as to whether the '398 

Patent is valid, as VIS contends, or is invalid for failure to comply with the requirements of 

patentability set forth in 35 U.S.C. §§ 101, 102, 103, and/or 112, as Samsung contends. 

68. By this Counterclaim, Samsung seeks a declaration that the claims of the '398 

Patent are invalid. A judicial declaration is necessary and appropriate at this time in order that 

Samsung may ascertain its right and duties with respect to the '398 Patent and to any past, 

present, or future manufacture, use, importation, distribution, sale, or offer for sale of its 

products. 

69. This is an exceptional case entitling Samsung to an award of its attorney's fees 

incurred in connection with this action pursuant to 35 U.S.C. § 285. 

THIRTEENTH COUNTERCLAIM 

70. Samsung incorporates the foregoing admissions, denials, and allegations. 

71. VIS's enforcement of the '492, '711, '268, '381, '733, and/or '398 Patents is 

barred, in whole or in part, as a result of VIS's inequitable conduct committed during 

prosecution of one or more of the Patents-in-Suit at the U.S. Patent and Trademark Office 

(USPTO). 
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72. U.S. patent application no. 11/ 165,341 ("the '34 l application") issued as the '492 

Patent, and the '711, '268, '381, '733, and '398 Patents each purport to claim the benefit of an 

earlier filing date based on a claim for priority to the '34 l application. 

73. On June 24, 2005, Dr. Tiehong Wang, VIS's Chief Executive Officer and named 

alleged co-inventor on all of the patents-in-suit, submitted a Declaration to the USPTO in 

connection with the '341 application ("the '341 Application Declaration"). The '34 l 

Application Declaration submitted by Dr. Tiehong Wang indicates that Dr. Tiehong Wang, Dr. 

Tiejun Wang, and Dr. William Halal all executed the '341 Application Declaration on June 24, 

2005, the same day that USPTO records indicate the '341 Application Declaration was submitted 

to the USPTO. 

74. The '341 Application Declaration bears a signature for Dr. William Halal that is 

materially different from other instances of Dr. Halal's signature in the prosecution history of the 

'492, '711, '268, '381, '733, and/or '398 Patents, including in a subsequent Declaration 

submitted by VIS's prosecution attorney Christopher Tobin on August 22, 2007, in connection 

with the prosecution of U.S. patent application no. 11/802,418 ("the '418 application"). 

75. Despite this material difference in Dr. Halal's signature on the '341 Application 

Declaration, Dr. Tiehong Wang testified that Dr. Halal personally signed the '341 Application 

Declaration. 

7 6. When shown the '341 Application Declaration, Dr. Halal testified that he did not 

personally sign the '341 Application Declaration, and that the signature in question on the '341 

Application Declaration was not his signature. 

77. The submission of the forged '341 Application Declaration was inherently 

material to patentability because a false declaration is per se material, and a valid oath or 
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declaration from each inventor is a requirement of patentablity according to 35 U .S.C. § 116. 

But-for the forgery of Dr. Halal's signature on the '341 Application Declaration, the '341 

application would not have satisfied the requirements for a complete patent application, which 

require that each inventor submit a declaration unless otherwise satisfying the requirements of 

unavailability: "neither of [the inventors] alone, nor less than the entire number, can apply for a 

patent for an invention invented by them jointly." 37 C.F.R. § 1.45. Thus, the '341 application 

would not have satisfied patentability requirements and would not have issued as a patent 

without each named inventor's signature. Without the forgery, the applicants would have needed 

to file a petition seeking to correct the inventorship of the '341 Application, would have been 

required to demonstrate that there was no deceptive intent, and pay additional fees. 

78. VIS submitted the forged '341 Application Declaration with intent to deceive the 

USPTO into believing that the each of the named inventors of the '341 Application had 

personally executed the '341 Application Declaration. 

79. USPTO records indicate that the '341 Application eventually issued as the '492 

Patent 

80. Based upon the foregoing submission of a forged signature to the USPTO during 

prosecution of the '341 Application, the resulting issued claims of the '492 Patent are 

unenforceable due to inequitable conduct. 

81. Furthermore, VIS submitted copies of the forged '341 Application Declaration in 

connection with the prosecution of the applications resulting in the '711, '268, and '381 Patents. 

In addition, the '711, '268, '381, '733, and '398 Patents purport to claim priority to the filing 

date of the '341 application. 
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82. Based upon the inequitable conduct committed by Dr. Tiehong Wang during the 

prosecution of the '341 Application, the issued claims ofthe '492, '711, '268, '381, '733, and 

'398 Patents are unenforceable. 

83. One or more persons involved in the prosecution of the patents-in-suit also 

withheld materially relevant information from the USPTO with intent to deceive the USPTO. In 

particular, several individuals involved with the prosecution of the '341 application, including 

Dr. Tiehong Wang and Mr. Christopher Tobin, were also involved in the prosecution of the '418 

application and U.S. patent application no. 13/067,079 ("the '079 application"). 

84. According to USPTO records, the '341 application was filed on June 24, 2005, 

and issued as the '492 Patent on March 1, 2011. According to USPTO records, the '341 

application was examined at the USPTO by Examiner Charles Appiah, Examiner Bryan J. Fox, 

Examiner George Eng, and Examiner Brandon J. Miller. 

85. According to USPTO records, Examiner Miller also conducted the examination of 

application no. 12/929,408 ("the '408 application"), which issued as the '711 Patent, application 

no. 13/268,001 ("the '001 application"), which issued as the '268 Patent, and application no. 

13/397, 156 ("the '156 application"), which issued as the '381 Patent. 

86. According to US PTO records, the '418 application was filed on May 22, 2007, 

and issued as the '733 Patent on June 7, 2011. According to USPTO records, the '418 

application was examined at the USPTO by Examiner Kyu Chae, Examiner Quan Hua, and 

Examiner Nick Corsaro. 

87. According to USPTO records, the '079 application was filed on May 6, 2011, and 

issued as the '398 Patent on March 13, 2012. According to USPTO records, the '079 application 

was examined at the USPTO by Examiner Hua and Examiner Corsaro. 
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88. According to USPTO records, in connection with the prosecution of the '341 

application, VIS submitted 20 prior art patents and patent applications for Examiner Fox and 

Examiner Miller's consideration, as well as a Notification of an International Search Report and 

Written Opinion of the International Searching Authority for international application no. 

PCT/USOS/25284. Examiner Fox and Examiner Miller cited a total of 21 more references that 

they located and considered relevant to the '341 application. 

89. According to USPTO records, on February 27, 2008, Examiner Miller issued an 

Office Action that rejected all of the claims in the '341 application. In the Office Action, 

Examiner Miller cited as relevant to prosecution of the '341 application U.S. published patent 

application no. 2007 /0287498, which is the pre-grant publication of the '418 application that 

issued as the '733 Patent In the Office Action, Examiner Miller also cited as relevant to 

prosecution of the '341 application U.S. Patent No. 6,970,127, issued to Rakib ("Rakib"). In the 

Office Action, Examiner Miller rejected several pending claims in the '341 application as 

obvious in view of US published patent application no. 2006/0001737 to Dawson ("Dawson") in 

combination with Rakib. 

90. The citation to the pre-grant publication of the '418 application in the prosecution 

of the '341 application demonstrates that information materially relevant to the '341 application 

would also be considered materially relevant to the '418 application. 

91. Dr. Tiehong Wang testified that she reviewed Rakib and noted in her handwriting 

on a copy of Rakib: "Caution, Important Art." 

92. Dr. Tiehong Wang testified that as soon as she read Rakib, she gave it to her 

patent attorney, Mr. Christopher Tobin, because he was in charge of communicating with the 

USPTO regarding VIS's patent applications. 
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93. Mr. Christopher Tobin testified that he had no recollection of Dr. Wang providing 

the Rakib reference to him, or of considering whether the document was material to patentability 

of the '418 application. 

94. Mr. Tobin testified that in situations where he was given references to submit to 

the USPTO by a client, he would cite the references to the USPTO. 

95. According to USPTO records, the prosecution of the '418 application before 

Examiner Hua lasted from May 22, 2007, until June 7, 2011. During the prosecution of the '418 

application, neither Dr. Tiehong Wang nor her patent attorney Mr. Tobin submitted Rakib for 

Examiner Hua's consideration. 

96. According to USPTO records, the prosecution of the '079 application before 

Examiner Hua lasted from May 6, 2011, until March 13, 2012. During the prosecution of the 

'079 application, neither Dr. Tiehong Wang nor her patent attorney Mr. Tobin submitted Rakib 

for Examiner Hua's consideration. 

97. According to US PTO records, Examiner Hua was not made aware of Rakib at any 

time during the prosecution of the '418 application. 

98. According to USPTO records, Examiner Hua was not made aware of Rakib at any 

time during the prosecution of the '079 application. 

99. The '418 and '079 applications claim priority to the '341 application. The 

specification and figures of the '418 and '079 applications include substantially all of the 

disclosure from the '341 application. 

100. VIS did not submit to Examiner Hua or any other examiner at the US PTO in 

charge of the '418 and '079 applications any of the references that were cited by Examiner 

Miller in the '341 application, including Rakib. 
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10 I. According to US PTO records, on October 7, 20 I 0, representatives of VIS, 

including Dr. Tiehong Wang and Christopher Tobin, conducted an interview with Examiner 

Miller in connection with the '341 application. 

102. According to USPTO records, on October 7, 2010, the same day as the interview 

in the '341 application, representatives of VIS, including Dr. Tiehong Wang and Christopher 

Tobin, conducted an interview with Examiner Hua about the "prior art of record" in the 

prosecution of the '418 application. 

103. According to information and belief, the VIS representatives did not inform 

Examiner Hua of Rakib or any other references cited against the '341 application, or other 

references made of record in the '341 application. 

104. According to USPTO records, Dr. Tiehong Wang and Christopher Tobin also 

conducted other interviews with Examiner Hua regarding the '41 8 and '079 applications while 

one or more of the '341, '408, '001, and '156 applications were also being prosecuted before 

Examiner Miller. Upon information and belief, Dr. Tiehong Wang and Christopher Tobin never 

disclosed the Rakib reference to Examiner Hua in either the '418 or '079 applications. 

105. According to USPTO records, the '418 application issued as the '733 Patent 

without Examiner Hua considering Rakib and other important prior art references identified as 

pertinent and/or relied upon by Examiners Fox and Miller in the '34 l application. 

I 06. Upon information and belief: VIS and its representatives did not submit an 

Information Disclosure Statement or otherwise notify Examiner Hua of material references form 

the '341 application because they wanted to avoid examination and rejections based on Rakib 

and other references in the '418 and '079 applications. 
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I 07. The '733 and '398 patents would not have issued but for Dr. Wang and Mr. Tobin 

failing to disclose Rakib to the USPTO in connection with the prosecution of the '418 and '079 

applications, at least because Rakib disclosed or rendered obvious one or more issued claims of 

the '733 and '398 patents. 

l 08. At least Dr. Tiehong Wang was involved in the prosecution of the '418 and '079 

application, was aware of Rakib, knew that it was material to the patentability and important art 

because it was cited in an application that an examiner identified as pertinent, and withheld 

Rakib and other material references from the USPTO with intent to deceive the USPTO to 

believe that the claims of the '733 and '398 Patents were novel and non-obvious. 

109. Based upon the foregoing decision to withhold material evidence, the claims of 

the '733, and/or '398 Patents are unenforceable due to inequitable conduct caused by failing to 

fulfill the duty of candor required of anyone substantively involved in the prosecution of a patent 

before the USPTO. 

DEMAND FOR JURY TRIAL 

110. Samsung demands a trial by jury on all issues so triable. 

PRAYER FOR RELIEF 

WHEREFORE, Samsung requests entry of judgment in its favor and against VIS as 

follows: 

That the Court enter judgment against VIS and in favor of Samsung, and that 

VIS's Complaint be dismissed with prejudice; 

A declaration that Samsung has not infringed, contributed to the infringement of, 

or induced others to infringe, either directly or indirectly, any valid claim of the '492, '71 l, '268, 

'381, '733 and '398 Patents; 
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A declaration that the claims of the '492, '711, '268, '381, '733 and '398 Patents 

are invalid; 

A declaration the claims of the '492, '711, '268, '381, '733 and '398 Patents are 

unenforceable; 

That VIS take nothing by reason of this lawsuit; 

That the Court declare this an exceptional case under 35 U.S.C. § 285; 

That the Court award attorney's fees and costs to Samsung; and 

That the Court award Samsung such other and further relief as this Court may 

deem just and appropriate. 

Dated: August 7, 2013 
Respectfully submitted, 
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Robert W. McFarland 
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Vice) Lead Counsel 
bwilliamson<ZV,omm.com - CA S.B. #145235 
SANJEEV MEHTA (admitted Pro Hae Vice) 
smehta((V,omm.com - N.Y. S.B. #4295531 
O'MELVENY & MYERS LLP 
610 Newport Center Drive, 17th Floor 
Newport Beach, California 92660-6429 
Telephone: (949) 823-6900 
Facsimile: (949) 823-6994 
SUSAN VAN KEULEN (admitted Pro Hae Vice) 
svankeulen@,omm.com-- CA S.B. #136060 
O'MELVENY &MYERS LLP 
2765 Sand Hill Park Road 
Menlo Park, CA 94025-7019 
Telephone: (650) 473-2600 
Facsimile: (650) 473-2601 

- 41 -

Page 225 of 372



ROBERT W. McFARLAND(# 24021) 
rmcfarland@mcguirewoods.com 
MCGUIREWOODS LLP 
World Trade Center 
10 I West Main Street 
Suite 9000 
Norfolk, VA23510-1655 
Telephone: (757) 640-3716 
Facsimile: (757) 640-3966 

Attorneys for DEFENDANTS Samsung 
Electronics Co., Ltd., Samsung Electronics 
America, Inc., and 
Samsung Telecommunications America, LLC 

- 42 -

Page 226 of 372



Case 2:12-cv-00548-MSD-TEM Document 142 Filed 08/13/13 Page 1of34 PagelD# 3034 

IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

NORFOLK DIVISION 

VIRGINIA INNOVATION 
SCIENCES, INC., 

Plaintiff, 
v. 

SAMSUNG ELECTRONICS CO., LTD, 
SAMSUNG ELECTRONICS AMERICA, 
INC. and 
SAMSUNG TELECOMMUNICATIONS 
AMERICA LLC, 

Defendants. 

Case No. 2:12-CV-0548-MSD-DEM 

PLAINTIFF VIRGINIA INNOVATION SCIENCES, INC.'S MEMORANDUM IN 
SUPPORT OF MOTION TO STRIKE DEFENDANTS' THIRTEENTH 

COUNTERCLAIM OR, IN THE ALTERNATIVE, MOTION FOR SUMMARY 
JUDGMENT ON DEFENDANTS' THIRTEENTH COUNTERCLAIM RELATED TO 

INEQUITABLE CONDUCT 

DATED: August 13, 2013 

Page 227 of 372



Case 2:12-cv-00548-MSD-TEM Document 142 Filed 08/13/13 Page 2 of 34 PagelD# 3035 

TABLE OF CONTENTS 

Page 

I. INTRODUCTION ......................................................................... . 

II. STATEMENT OF UNDISPUTED FACTS ........................... ".............. 2 

A Defendants' Thi1ieenth Counterclaim .. .. .. .. .. .. .. .. . .. .. .. .. .. .. .. .. .. . . . .. .. 2 

R Professor Halal's Signature . . . .. .. .. .. .. . .. . . . .. .. .. . . .. . .. .. .. .. . .. .. . . .. .. .. .. . 4 

C. Disclosure of Certain References in Connection with the '733 and '398 
Patents .. .. . . .. . .. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . ... . . . . . . . . . . ... . . ...... ... 7 

III. DEFENDANTS' THIRTEENTH COUNTERCLAIM SHOULD BE STRUCK 
FOR FAILURE TO COMPLY WITH RULE 15 ...................................... 12 

IV. LEGAL STANDARDS GOVERNING VIRGINIA INNOVATION'S 
SUMMARY JUDGMENT MOTION................................................... 15 

A Legal Standards Governing Summary Judgment .. .. . .. .. .. .. .. .. . . .. . .. . . . ... 15 

B. Legal Standards Governing Inequitable Conduct .. . .. .. . .. .. . . .. .. . .. . .. .. ... 16 

1. Intent Requirement . .. . .. .. .. . . . .. .. . .. .. .. .. .. .. . .. .. . . .. . .. .. . . . . .. . .. . .. . 16 

2. "But-For" Materiality Requirement . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .. 17 

V. SUMMARY JUDGMENT IN FAVOR OF VIRGINIA INNOVATION IS 
WARRANTED ......... .,.......................................................................................... 18 

A. Professor Halal's Authorized Signature Does Not Constitute Inequitable 
Conduct............................................................................. 19 

B. The Patentees' Alleged Failure to Cite Purp01ied Prior Art Cited in the 
'492 Patent in Conjunction with the Prosecution of the '733 and '398 
Patents Does Not Constitute Inequitable Conduct . . . . . . . . . . . . . . . . . . . . . . . . . . . 22 

1. The Patentee's did not have a Duty to Disclose A1i Cited in a 
Parent Application . . . . . . . . . . . . . . . . . .. .. . . . . . . .. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 22 

2. To the Extent Disclosure Should Have Occurred, There is No 
Evidence oflntent to Deceive .. .. .. .. .. .. . .. .. .. .. .. .. . . . .. . .. .. . . . .. . .... 24 

3. The Art Relied on by Defendants Does Not Meet the "But-For" 

Page 228 of 372



Case 2:12-cv-00548-MSD-TEM Document 142 Filed 08/13/13 Page 3 of 34 PagelD# 3036 

Materiality Requirement , ...... , ........... , . . . . . . . . . . . . . . . . . . . . .. . . .. . ... 25 

IV. CONCLUSl()N" ...... , ................................ ,, ... , ....................... ,,....... 27 

11 

Page 229 of 372



Case 2:12-cv-00548-MSD-TEM Document 142 Filed 08/13/13 Page 4 of 34 PagelD# 3037 

TABLE OF AUTHORITIES 

Page(s) 

Advanced Cardiovascular Systems, Inc. v. Medtronic Vascular, Inc., 
485 ESupp.2d 538 (D. Del. Apr. 23, 2007) ................................... ., . ... 23 

Ajinomoto Co., Inc. v. Archer-Daniels-Midland Co., 
228 F.3d 1338 (Fed. Cir. 2000) .. . .. . . .. .. . .. .. .. .. . .. . .. . . .. . .. .. .. .. .. .. .. .. .. .. . ... 1, 19 

ATD Corp. v. Lydall, Inc., 
159 F.3d 534 (Fed. Cir. 1998) ........................................................ 2, 23 

Chamberlain Group, Inc. v. Lear Corp., 
756 F.Supp.2d 938 (N.D. Ill. Nov. 24, 2010)......................... ... .. . .... .. .. 23 

eBay, Inc. v. IDT Corp., 
2009 WL 2706395 (W.D. Ark. Aug. 24, 2009).................................... 23 

E.E. 0. C. v. Morgan Stanley & Co., 
211 F.R.D. 225 (S.D.N.Y. 2002) .. .. ....................... ... ... .. . .. .. .. . .. .. .. ..... 12 

Elite Ent 't, Inc. v. Khela Bros. Ent 't, 
227 F.R.D. 444 (E.D. Va. May 13, 2005) ...................................... .,... 12 

Herbert v. Lisle Corp., 
99 F.3d 1109 (Fed. Cir. 1996) ........................ ,. .. .. .. .. .. .. . .. .. . .. . . .. .. . .... 19 

In re Bennett, 
766 F.2d 524 (Fed. Cir. 1985) .. . .. .. .. . .. . . . . .. .. .. . .. .. .. . .. . .. .. .. .. .. . .. .. . .. . ..... 19 

MCV, Inc. v. King-Seeley Thermos Co., 
870 F.2d 1568 (Fed. Cir. 1989) ....................................................... 21 

Mo/ins PLC v. Textron, Inc., 
48 F.3d 1172 (Fed. Cir. 1995).............. .. . . . .. .. . .. .. . .. .. .. .. .. .. . .. .. .. .. .. .... 19 

Morpho Detection, Inc. v. Smiths Detection, Inc., 
2102 WL 5879851 (E.D. Va. Nov. 21, 2012) ...................... ".............. 15-16 

Novo Industries, LP v. Micro Molds Co1p., 
350 F.3d 1348 (Fed. Cir. 2003) . .. . .. .. .. .. . . .. . .. .. . .. .. . .. .. . .. .. . . . . .. . .. . .. . .. .. .. 21 

Panoceanis Maritime, Inc. v. M/V Eula B. Devall, 
2013 WL264616 (E.D. La. Jan. 23, 2013) ......................................... 12 

lll 

Page 230 of 372



Case 2:12-cv-00548-MSD-TEM Document 142 Filed 08/13/13 Page 5 of 34 PagelD# 3038 

Seiko Epson Corp. v. Nu-Kate Int'!, Inc., 
190 F.3d 1360 (Fed. Cir. 1999) ....................................................... 19 

Stark v. Advanced Magnetics, Inc., 
119 F.3d 1551 (Fed. Cir. 1997) ............ "......................................... 21 

Therasense, Inc. v. Becton, Dickson and Co., 
649 F.3d 1276 (Fed. Cir. 2011) (en bane) . .. . .. .. . .. .. .. . .. . .. . . . . .. . . . . . . . .. .. .. . .. passim 

TM Patents v. IBM Corp., 
121F.Supp.2d349 (S.D.N.Y. Nov. 13, 2000) ...................................... 23 

Transmatic, Inc. v. Gulton Industries, Inc., 
849 F.Supp. 526, 542 (E.D. Mich. 1994), 
ajf'd in pertinent part, 53 F.3d 1270, 1275 (Fed. Cir. 1995) . . .. .. . . . . .. .. . .. .. . . 23 

Upek, Inc. v. Authentec, Inc., 
2010 WL 2681734 (N.D. Cal. July 6, 2010) .... ..... . .......... .................... 12 

Other Statutes 

35 U.S.C. § 256 .................................................................................. 21 

Fed. R. Civ. P. 15(a)(2) ........................................ ,. .. . .. . .. . .. . .. .. .. .. .. . . .. . .. ... 12 

MPEP § 609.02 ................................................................................... 1, 22-23 

IV 

Page 231 of 372



Case 2:12-cv-00548-MSD-TEM Document 142 Filed 08/13/13 Page 6 of 34 PagelD# 3039 

I. INTRODUCTION 

Defendants' Thirteenth Counterclaim alleging inequitable conduct was filed in an effort 

to manufacture perceived leverage in advance of the settlement conference and to cast a dark 

cloud over the validity of the patents-in-suit and paint the patentees as bad actors. This is the 

very type of claim that the Federal Circuit chastised and sought to preclude in its opinion in 

Therasense. 1 

Defendants' claim is based on the following two points: 

(I) In connection with filing the application for the '492 patent, Dr. Ann Wang 
signed the declaration of inventorship on behalf of her co-inventor, Professor 
William Halal, and pursuant to his explicit request and authorization, instead of 
Professor Halal signing it personally; and 

(2) In connection with the prosecution of the '733 and '398 patents, the patentees did 
not disclose aii that was disclosed during the prosecution of their parent, the '492 
patent. 

With respect to ( 1 ), it is black letter law that technical errors, made without deceptive 

intent, are not inequitable conduct. See Ajinomoto Co., Inc. v. Archer-Daniels-Midland Co., 228 

F.3d 1338, 1343 (Fed. Cir. 2000). There is absolutely no evidence that Dr. Ann Wang signed 

Professor Halal' s name with deceptive intent. 

With respect to (2), the Manual for Patent Examination Procedure§ 609.02 specifically 

states that a patentee is not required to cite art in a continuation-in-part that was cited in a parent 

application. Rather, MPEP § 609.02 states that an examiner will consider such information 

automatically. The Federal Circuit has held that it cannot be inequitable conduct for an applicant 

not to resubmit art in a continuation-in-part that was cited in the parent. ATD Corp. v. Lydall, 

Inc., 159 F.3d 534, 547 (Fed. Cir. 1998). 

1 Therasense, Inc. v. Becton, Dickson and Co., 649 F.3d 1276, 1288-90 (Fed. Cir. 2011) (en 
bane) ("This court now tightens the standards for finding both intent and materiality in order to 
redirect a doctrine that has been overused to the detriment of the public."). 
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In addition to not having merit, Defendants filed their Thirteenth Counterclaim six days 

before the dispositive motion deadline without notifying Virginia Innovation, without receiving 

consent to file, and without obtaining leave of Court. This is directly in violation of Fed. R. Civ. 

P. 15. For the reasons stated herein, Defendants' counterclaims should be struck or, in the 

alternative, summary judgment should be granted in favor of Virginia Innovation. 

II. STATEMENT OF UNDISPUTED FACTS 

A. Defendants' Thirteenth Counterclaim. 

1. On July 22, 2013, pursuant to Fed. R. Civ. P. 15(a)(2), Virginia Innovation filed 

its Consent Motion for Leave to File a First Amended Complaint ("F AC"). [Doc. 113]. 

2. On July 24, 2013, the Court granted Virginia Innovation's motion. [Doc. 117]. 

3. Following the Court's July 24, 2013 Order, Virginia Innovation filed its F AC. 

[Doc. 121]. 

4. The F AC was filed for two purposes: (1) to reflect the significant reduction in 

asse1ied claims and accused products that Virginia Innovation had agreed to in an effort to 

nanow the issues in this case; and (2) to add Count VIII, alleging willful infringement of the 

patents-in-suit. See Consent Motion [Doc. 113]; FAC [Doc. 121]. 

5. Virginia Innovation filed its FAC five days after it conducted the 30(b)(6) 

deposition of Defendants' corporate representative, Woojong Lee, on the 30(b)(6) topics related 

to willful infringement. Exhibit 4, Third Amended 30(b)(6) Notice il~· 35, 36 and 47; Exhibit 5, 

Depo. W. Lee, 8:22-9:13. 

6. Virginia Innovation had been requesting deposition dates on at least topics 35 and 

36 since April 2013. Exhibit 6, Original 30(b)(6) Deposition Notice. 
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7. Virginia Innovation's F AC did not add any new patents to this lawsuit. Compare 

Original Complaint [Doc. l] with FAC [Doc. 121]. 

8. On August 7, 2013, Defendants filed their Answer, Affirmative Defenses and 

Counterclaims to the FAC ("Amended Counterclaims"). [Doc. 131]. 

9. Defendants' Amended Counterclaims added a Thirteenth Counterclaim for 

inequitable conduct [Doc. 131]. 

10. Defendants' Original Answer, Affirmative Defenses and Counterclaims in this 

action did not plead inequitable conduct as an affirmative defense or counterclaim. Original 

Counterclaims [Doc. 28]. 

1 1. Defendants did not obtain Virginia Innovation's consent, or leave of comi, to file 

their Amended Counterclaims, including their Thirteenth Counterclaim. 

12. Defendants filed their Thirteenth Counterclaim on August 7, 2013, six days 

before the deadline to file dispositive motions in this matter. Amended Counterclaims [Doc. 

131]; Scheduling Order [Doc. 56]. 

13. Defendants' Thirteenth Counterclaim is premised on two arguments: (1) an 

allegedly improper signature in connection with the patent application that ultimately issued as 

U.S. Patent No. 7,899,492; and (2) the alleged failure to cite ce1iain prior art references in 

connection with the prosecution of U.S. Patent Nos. 7,957,933 and 8,135,398. Amended 

Counterclaims iii! 70-109. 

14. Defendants' first argument relies on evidence obtained from documents produced 

in this case months ago, the deposition of Dr. Tiehong (Ann) Wang ("Dr. Ann Wang"), which 

was completed on March 28, 2013, and the deposition of Professor William Halal, which was 
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completed on July 24, 2013. Exhibit 7, Dec. for Pat. Application; Exhibit 8, Depo. Dr. Ann 

Wang (Mar. 27, 2013); Exhibit 9, Depo. W. Halal (July 24, 2013). 

15. Defendants waited until June 24, 2013, to subpoena Professor Halal in this matter, 

despite the fact that discovery in this matter began January 23, 2013. Exhibit 10, Subpoena to 

W. Halal (protective order attachment omitted); Rule 26(f) Pretrial Order [Doc. 40]. 

16. Defendants' second argument relies on the patents-in-suit, their file histories, the 

deposition of Dr. Ann Wang, which was completed on March 28, 2013, and the deposition of 

ChTistopher Tobin, which was completed on May 16, 2013. See Amended Counterclaims ifil 70-

109; Exhibit 8, Depo. Dr. Ann Wang (Mar. 28, 2013); Exhibit 11, Depo. C. Tobin (May 16, 

2013). 

B. Professor Halal's Signature. 

17. On June 24, 2005, Dr. Ann Wang filed U.S. Patent Application No. 11/165,341 

("the '341 application"). Exhibit 7, Dec. for Pat. Application. 

18. The '341 application named Tiejun (Ronald) Wang, William E. Halal, Tiehong 

(Ann) Wang and Ximing Wang as co-inventors. Id. 

19. The '341 application contained signatures on behalf of all co-inventors. Id. 

20. Dr. Ann Wang filed the '341 application prose, without the assistance of counsel. 

Exhibit 1, Dec. Dr. Ann Wang if 8. 

21. Dr. Ann Wang is not an attorney and at the time of the filing of the '341 patent 

application she had no fonnal legal training. Exhibit 1, Dec. Dr. Ann Wang 1[ 8. 

22. At the time she filed the '341 application, Dr. Ann Wang did not know that 

original signatures were required on the declaration of inventorship. Exhibit 1, Dec. Dr. Ann 

Wang1[ 9. 
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23. Dr. Ann Wang signed the '341 application on behalf of Professor Halal pursuant 

to Professor Halal's authorization. Exhibit 9, Depo. W. Halal 92:2-24, 102:5-103:8; Exhibit 1, 

Dec. Dr. Ann Wang ilil I 0-12; Exhibit 2, Dec. W. Halal ilil 5-7. 

24. Dr. Ann Wang was merely extending Professor Halal a courtesy so he did not 

have to drive in the Washington, D.C. traffic to Virginia to meet her to sign the declaration. 

Exhibit 9, Depo. W. Halal 92:2-24; Exhibit 1, Dec. Dr. Ann Wang iJiJ 10-11; Exhibit 2, Dec. W. 

Halal ilif 5-7. 

25. Professor Halal was merely attempting to avoid having to drive through 

Washington, D.C. traffic to Virginia to personally sign the '341 application. Exhibit 9, Depo. W. 

Halal 92:2-24; Exhibit 1, Dec. Dr. Ann Wang ~if 10-11; Exhibit 2, Dec. W. Halal ~il 5-7. 

26. During her deposition, Dr. Ann Wang testified that she did not remember how she 

obtained the signatures of the co-inventors on the '341 application. Exhibit 8, Depo. Dr. Ann 

Wang 178:7-12. 

27. Dr. Ann Wang testified that she did not remember how Professor Halal 's 

signature was obtained. Exhibit 8, Depo. Dr. Ann Wang 178:7-12. 

28. During her deposition, Dr. Ann Wang testified that, to the best of her knowledge 

at the time of her deposition, Professor Halal personally signed the '341 application. Exhibit 8, 

Depo. Dr. Ann Wang 180:20-24. 

29. Following Professor Halal's deposition on July 24, 2013, Dr. Ann Wang reviewed 

Professor Halal' s testimony regarding the signature, which refreshed her recollection that she 

signed Professor Halal's name to the declaration pursuant to his authorization. Exhibit 1, Dec. 

Dr. Ann Wang~ 13. 
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30. ln signing Professor Halal's signature, Dr. Ann Wang did not intend to deceive 

the United States Patent and Trademark Office ("PTO"). Exhibit 1, Dec. Dr. Ann Wang~· 12. 

31. In authorizing Dr. Ann Wang to sign his name to the '341 application, Professor 

Halal did not intend to deceive the PTO. Exhibit 2, Dec. W. Halal~ 7. 

32. Virginia Innovation is currently in the process of submitting a supplemental 

declaration with the PTO that will contain Professor Halal's original signature. Exhibit 1, Dec. 

Dr. Ann Wang~ 14. 

33. Professor Halal was correctly named as a co-inventor on the '341 application. 

Exhibit 9, Depo. W. Halal 102:5-103:8; Exhibit 1, Dec. Dr. Ann Wang iii! 15-16; Exhibit 2, Dec. 

W. Halal if~ 8-9. 

34. Professor Halal contributed to at least one claim in the '492 patent. Exhibit 9, 

Depo. W. Halal 102:5-103:8; Exhibit 1, Dec. Dr. Ann Wang if~ 15-16; Exhibit 2, Dec. W. Halal 

irir 8-9. 

35. During prosecution of the '492 patent Professor Halal, as a co-inventor of the 

'492 patent, personally signed the Power of Attorney form appointing the law firm Collier 

Shannon Scott as prosecution counsel. Exhibit 12, Power of Attorney; Exhibit 2, Dec. W. Halal 

ir 10. 

36. During prosecution of the '492 patent Professor Halal personally signed a 

Revocation of Power of Attorney and New Power of Attorney appointing the law firm Rader, 

Fishman & Grauer PLLC as prosecution counsel. Exhibit 13, Revocation of Power of Attorney; 

Exhibit 2, Dec. W. Halal if 11. 

3 7. Professor Halal personally signed the declaration of inventorship submitted in 

conjunction with U.S. Patent Application No. 111802,418, which issued as the '733 patent, and 
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U.S. Patent Application No. 13/067,079, which issued as the '398 patent. Exhibit 14, '733 Dec. 

oflnventorship; Exhibit 40, '398 Dec. ofinventorship; Exhibit 2, Dec. W. Halal~ 12. 

C. Disclosure of Certain References in Connection with the '733 and '398 Patents. 

38. The '492 patent, which issued from the '341 application, is a parent to the '733 

and '398 patents. Exhibit 16, '733 patent; Exhibit 17, '398 patent. 

39. The '733 and '398 patents are continuations-in-part of the '492 patent. Id. 

40. The '733 and '398 patent specifications state, as originally filed: 

As a continuation of U.S. Application Ser. No. 11/802,418, this application is also a 
continuation-in-part of Application Ser. No. 111165,341, filed on June 24, 2005 and 
entitled "Methods, Systems, and Apparatus for Displaying the Multimedia Information 
from Wireless Communication Networks," which claims priority to provisional 
Application Ser. No. 60/588,358, filed on July 16, 2004 and entitled "A Method and 
System for Displaying the Multimedia Information from Wireless Communications or 
Portable IT." The entire contents of these applications are also hereby incorporated by 
reference. 

Exhibit 18, Original Specification '733 patent, VIS002067; Exhibit 19, Original Specification 

'398 patent, VIS002389. 

41. Defendants' Thitieenth Counterclaim is focused on U.S. Patent No. 6,970, 127 to 

Rakib ("Rakib"). Amended Counterclaims ~ii 83-109. 

42. Defendants Thitieenth Counterclaim also identifies U.S. Publication No. 

2006/0001737 to Dawson ("Dawson"). Id. ii 89. 

43. Defendants' Thirteenth Counterclaim generally avers to thi1iy-nine additional 

alleged prior aii references that Defendants contend were cited in the '34 l application, but not 

during prosecution of the '733 and '398 patents. Id.~ 88. 

44. Rakib and Dawson were cited by the examiner in the '341 application on 

February 21, 2008 in a Notice of References Cited. Exhibit 20, Notice of References Cited (Feb. 

21, 2008). 
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45. Rakib and Dawson were cited by the examiner again in the '341 application on 

March 24, 2009 in a Notice of References Cited. Exhibit 21, Notice of References Cited (Mar. 

24, 2009). 

46. The examiner in the '733 and '398 patents performed prior art searches in each 

respective prosecution after the references relied on by Defendants were cited by the examiner in 

the '492 patent prosecution. Exhibit 38, '733 Notice of References Cited; Exhibit 39, '398 

Notice of References Cites. 

47. The '733 patent issued on June 7, 201 L Exhibit 16, '733 patent. 

48. The '398 patent issued on March 13, 2012. Exhibit 17, '398 patent. 

49. Rakib and Dawson were cited by the examiner in the '341 application before the 

'733 and '398 patents issued and before the examiner in the '733 and '398 patents performed a 

prior art search. Supra i!il 44-48. 

50. On August 22, 2007, in prosecuting the '492 patent, the patentees filed an 

amendment in response to the June 13, 2007 Office Action ("August 22 Amendment"). Exhibit 

22, August 22 Amendment. 

51. On February 27, 2008, the PTO issued an Office Action rejecting currently 

pending claims 69, 86, 104, 119, 123 and 127 in light of Dawson in view ofRakib. Exhibit 23, 

Feb. 27, 2008 Office Action. 

52. Rakib was not relied on to reject any other claims in the February 27 Office 

Action. Id. 

53. Rakib was relied on to reject claims 69, 86 and 104 because Rakib disclosed a 

personal digital assistant. Id. 
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54. Rakib was relied on to reject claims 119, 123 and 127 because, according to the 

examiner, Rakib disclosed a television set that implements one or more the following standards: 

NTSC, PAL or SECAM. Id. 

55. On September 17, 2008, the PTO issued an Office Action, relying on Rakib for 

the sole purpose of disclosing a personal digital assistant and a television set that implements one 

or more of the following standards: NTSC, PAL or SEC AM. Exhibit 25, Sept 17, 2008 Office 

Action, VIS001581-82. 

56. On March 27, 2009, the PTO issued an Office Action, relying on Rakib for the 

sole purpose of disclosing a personal digital assistant, an analog display device, and a television 

set that implements one or more of the following standards: NTSC, PAL or SECAM. Exhibit 

27, Mar. 27, 2009 Office Action, VISOO 1512-13. 

57. On January 4, 2010, the PTO issued an Office Action, relying on Rakib for the 

sole purpose of disclosing a personal digital assistant, an analog display device, and a television 

set that implements one or more of the following standards: NTSC, PAL or SECAM. Exhibit 

29, Jan. 4, 2010 Office Action, VIS001459-6L 

58. On July 20, 2010, the PTO issued an Office Action, relying on Rakib for the sole 

purpose of disclosing a personal digital assistant, an analog display device, and a television set 

that implements one or more ofthe following standards: NTSC, PAL or SECAM. Exhibit 31, 

July 20, 2010 Office Action, VIS001390-92. 

59. In response to the February 27, 2008, September 18, 2008, March 27, 2009, 

January 4, 2010 and July 20, 2010 Office Actions, the patentees distinguished Rakib stating: 

"There is no disclosure of any kind in Rakib of receiving and conve1iing a video signal for 

display on an alternative display terminal, even in a general sense." Exhibit 24, Response Feb. 
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27, 2008 Office Action, VISOO 1608; Exhibit 26, Response Sept. 18, 2008 Office Action, 

VIS001569; Exhibit 28, Mar. 27, 2009 Office Action, VIS001498; Exhibit 30, Response Jan. 4, 

2010 Office Action, VIS001444; Exhibit 32, Response July 20, 2010 Office Action, VIS001376. 

60. None of the claims in the '733 patent require a personal digital assistant, an 

analog display or a television set that implements one of the following standards: NTSC, PAL or 

SECAM. See Exhibit 16, '733 patent. 

6L None of the claims in the '398 patent require a personal digital assistant, an 

analog display or a television set that implements one of the following standards: NTSC, PAL or 

SECAM. See Exhibit 17, '398 patent. 

62. On August 5, 2013, Defendants served the Expert Report of Dr. Kevin C. 

Almeroth Concerning the Invalidity of U.S. Patent Nos. 7,899,492, 8,050,711, 8,145,268, 

8,224,381, and 8,135,398 ("Almeroth Report"). Exhibit 33, Almeroth Report. 2 

63. Dr. Almeroth did not render any opinions concerning the validity of the '733 

patent. Id. 

64. The only reference relied on by Defendants in their Thirteenth Counterclaim that 

Dr. Almeroth opined on was Rakib. Compare Amended Counterclaims ~~ 70-109 with 

Almeroth Report. 

65. Dr. Alrneroth does not offer any opinions regarding the validity of any of the 

patents-in-suit based on any of the other forty references averred to in Defendants' Thirteenth 

Counterclaim. ld. 

66. Dr. Almeroth does not identify where Rakib discloses the following limitation 

from claim 15 of the '398 patent: "converting the multimedia content item for reproduction 

2 To avoid filing under seal, only relevant excerpts from Dr. Almeroth's Report are included. 
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according to a dete1111ined signal format of the destination device." Id See also Exhibit 34, 

Excerpt from Exhibit to Almeroth Report comparing Rakib to claim 15 of '398 patent. 

67. At a minimum, Rakib does not disclose the limitation "converting the multimedia 

content item for reproduction according to a determined signal format of the destination device." 

See Exhibit 35, Rakib. 

68. Dr. Alrneroth does not offer any opinions concerning Dawson. Exhibit 33, 

Alrneroth Report. 

69. At a minimum, Dawson does not disclose the limitation "converting the 

multimedia content item for reproduction according to a determined signal format of the 

destination device." Exhibit 36, Dawson. 

70. On a copy of Rakib Dr. Ann Wang wrote "caution impo1iant mi" next to claim l. 

Exhibit 35, Rakib. 

71. At her deposition, Dr. Ann Wang did not remember when she wrote the words 

"caution impo1iant ari," including whether they were written in connection with prosecuting any 

of the patents-in-suit, prosecuting a patent that is not in suit, or during the course of her other 

activities as an inventor at Virginia Innovation. Exhibit 8, Depo. Dr. Ann Wang 282: 14-24, 

283: 15-285:6; see also Exhibit 1, Dec. Dr. Ann Wang~~ 19-20. 

72. Dr. Ann Wang did not intend to deceive the PTO by not disclosing during 

prosecution of the '733 and '398 patents the references cited during prosecution of the '492 

patent. Exhibit 1, Dec. Dr. Ann Wang~ 18. 
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UL DEFENDANTS' THIRTEENTH COUNTERCLAIM SHOULD BE STRUCK 
FOR FAIL URE TO COMPLY WITH RULE 15 

Fed. R. Civ. P. 15(a)(2) allows a party to amend its pleading only with the opposing 

party's written consent or the court's leave. Fed. R. Civ. P. 15(a)(2). In response to an amended 

complaint, an amended response may be filed without leave only when the amended complaint 

changes the theory or scope of the case, and then, the breadth of the changes in the amended 

response must reflect the breadth of the changes in the amended complaint. Elite Ent 't, Inc. v. 

Khela Bros. Ent't, 227 F.R.D. 444, 446 (E.D. Va. May 13, 2005). 3 This is consistent with Rule 

15's requirement that an amended response must "plead in response" to the amended pleading. 

Id. at 447. As one court reasoned, "[i]f every amendment, no matter how minor or substantive, 

allowed defendants to assert counterclaims or defenses as of right, claims that would otherwise 

be barred or precluded could be revived without cause. This would deprive the Court of its 

ability to effectively manage the litigation." See Panoceanis Maritime, Inc. v. MIVEula B. 

Devall, 2013 WL 264616 *3 (E.D. La. Jan. 23, 2013) (quoting E.E.O.C. v. Morgan Stanley & 

Co., 211 F.R.D. 225, 227 (S.D.N.Y. 2002)); see also Upek, Inc. v. Authentec, Inc., 2010 WL 

2681734 *2-3 (N .D. Cal. July 6, 2010) (finding that the reasoning in Elite Ent 'twas superseded 

by 2009 Amendment to Rule 15 and that a party who was not obligated to assert any new 

counterclaims in response to amended complaint was barred from doing so absent consent or 

leave of court). 

Defendants' Thi1ieenth Counterclaim does not reflect the breadth of the changes in the 

F AC. Defendants for the first time have presented a claim of inequitable conduct. Compare 

Amended Counterclaim iii! 70-109 [Doc. 131] with Original Counterclaims [Doc. 28]. This 

3 All emphasis herein is added unless otherwise noted. 
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claim is not tied to Virginia Innovation's allegation of willful infringement. As a result, the same 

should be struck for failure to comply with Rule 15. 

Defendants should also not be granted leave to file their Amended Counterclaims. Leave 

to amend shall "be freely given whenjustice so requires." Fed. R. Civ. P. 15(a)(2). The 

following factors guide a court's determination of whether a motion to amend should be granted: 

(1) undue delay; (2) bad faith; (3) futility to amendment; and (4) prejudice to the opposing party. 

Elite Ent 't, 227 F.R.D. at 447. To the extent Defendants request leave to amend, their request 

should be denied due to their undue delay and the prejudice to Virginia Innovation. 

As discussed in more detail herein, Defendants' Thi1ieenth Counterclaim is premised on 

two arguments: (1) the fact that Dr. Ann Wang signed her co-inventor's signature on the 

declaration of inventorship for the '492 patent pursuant to his request and authorization, rather 

than Professor Halal personally signing; and (2) the alleged failure to cite certain prior art 

references in connection with the prosecution of U.S. Patent Nos. 7,957,933 and 8,135,398 

despite these references being cited during prosecution of their parent, the '492 patent. Amended 

Counterclaims ~·~· 70-109. All of the evidence Defendants rely on in support of their 

Thirteenth Counterclaim, with the exception of Professor Halal' s deposition, was in Defendants' 

possession on May 17, 2013, approximately three months ago. 4 On April 30, 2013, Defendants 

served their Second Supplemental Response to Virginia lnnovation's Interrogatory No. 7, which, 

4 Defendants' first argument relies on the file histories for the patents-in-suit, the deposition of 

Tiehong (Ann) Wang ("Dr. Ann Wang"), which was completed on Mar. 28, 2013, and the 
deposition of Professor William Halal, which was completed on July 24, 2013. Exhibit 7, Dec. 
for Pat. Application; Exhibit 8, Depo. Dr. Ann Wang, (Mar. 28, 2013); Exhibit 9, Depo. W. 

Halal (July 24, 2013). Defendants' second argument relies on the patents-in-suit, their file 
histories, the deposition of Dr. Ann Wang, which was completed on March 28, 2013, and the 
deposition of Christopher Tobin, which was completed on May 16, 2013. See Amended 
Counterclaims~~ 70-109; Exhibit 8, Depo. Dr. Ann Wang; Exhibit 11, Depo. C. Tobin (May 16, 
2013). 
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in many instances, is almost a verbatim recitation of Defendants' Thiiieenth Counterclaim. 

Compare Exhibit 37, Def. Second Supp. Resp. Inter. No. 7 with Amended Counterclaims iii! 70-

109 [Doc. 131]. Despite this, Defendants waited for more than three months until six days 

before the deadline to file dispositive motions to raise their allegation of inequitable conduct 

With respect to Professor Halal's deposition, Defendants were aware of the alleged 

improper signature at least as early as Dr. Ann Wang's deposition, which was completed on 

March 28, 2013. Despite this, Defendants waited until June 24, 2013 to subpoena Professor 

Halal, conducted his deposition on July 24, 2013 and then waited an additional 14 days to raise 

the issue of inequitable conduct. 5 Exhibit 10, Subpoena W. Halal; Exhibit 9, Depo. W. Halal. 

This constitutes undue delay. 

Defendants' undue delay and untimely filing of their Thi1ieenth Counterclaim is 

prejudicial to Virginia Innovation. By waiting until the eve of the dispositive motion deadline in 

this matter, Defendants have forced Virginia Innovation to file a dispositive motion without the 

benefit of conducting discovery on this counterclaim or even an identification of the purported 

prior aii references that Defendants contend were not, and should have been, disclosed to the 

PTO during prosecution of the '733 and '398 patents. This is prejudicial. 

In addition, Defendants are forcing Virginia Innovation to file a dispositive motion on the 

issue of inequitable conduct without the benefit of retaining an expert on the issue or the benefit 

of offering technical opinion testimony regarding the materiality of the references Defendants 

rely on. By filing their Thirteenth Counterclaim six days before the dispositive motion deadline, 

there was no opportunity for Virginia Innovation to locate and retain an expert on the issue of 

5 Defendants' Original Answer and Counterclaims did not raise inequitable conduct as an 
affirmative defense or counterclaim. Original Counterclaims [Doc. 28]. 
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inequitable conduct This is prejudicial. As a result, to the extent Defendants now request leave 

to file their Thirteenth Counterclaim, the same should be denied. 6 

IV. LEGAL STANDARDS GOVERNING VIRGINIA INNOVATION'S 
SUMMARY JUDGMENT MOTION 

A. Legal Standards Governing Summary Judgment. 

The Federal Rules of Civil Procedure provide that a district court "shall grant" summary 

judgment in favor of a movant if such party "shows that there is no genuine dispute as to any 

material fact and the movant is entitled to judgment as a matter of law." Morpho Detection, Inc. 

v. Smiths Detection, Inc., 2012 WL 5879851 * 1 (E.D. Va. Nov. 21, 2012) (quoting Fed. R. Civ. 

P. 56(a)). The mere existence of some alleged factual dispute between the parties "will not 

defeat an otherwise properly supported motion for summary judgment; the requirement that there 

be no genuine issue of material fact." Id. 

Once a movant has properly advanced evidence supporting entry of summary judgment, 

the non-moving party may not rest upon the mere allegations of the pleadings, but instead must 

set forth specific facts in the form of exhibits and sworn statements illustrating a genuine issue 

for trial. Id. at *2. At that point, "the judge's function is not himself to weigh the evidence and 

determine the truth of the matter but to determine whether there is a genuine issue for trial." Id. 

In doing so, the judge must construe the facts in the light most favorable to the non-moving 

6 To the extent the Court decides to allow Defendants' Thirteenth Counterclaim to stand, and is 
not going to grant Virginia Innovation's motion for summary judgment, Virginia Innovation 
respectfully requests additional time to retain an expe1i witness on this issue and file a 
supplemental motion for summary judgment. As the Federal Circuit has recognized, the remedy 
for inequitable conduct, rendering the entire patent, and potentially related patents, 
unenforceable, is the "atomic bomb" of patent law that can endanger a substantial portion of a 
company's patent portfolio. Therasense, 649 F.3d at 1288. If the Court is going to allow 
Defendants' Thirteenth Counterclaim to proceed Virginia Innovation should, at a minimum, be 
afforded the oppo1iunity to retain an expert and file a supplemental motion for summary 
judgment on this issue with more than six days' notice. 
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pmiy, and may not make credibility determinations. Id. After viewing the evidence in the non-

movant's favor, "the judge must ask himself not whether he thinks the evidence unmistakably 

favors one side or the other but whether a fair-minded jury could return a verdict for the [non-

movant] on the evidence presented." Id. If the "non-movant's evidence 'is merely colorable, or 

is not significantly probative, summary judgment may be granted.'" Id. 

B. Legal Standards Governing Inequitable Conduct. 

In 2011 the Federal Circuit redefined the inequitable conduct doctrine, recognizing the 

predominant overuse of the doctrine and the proliferation of using allegations of inequitable 

conduct as a litigation strategy rather than a meritorious claim. Therasense, Inc. v. Becton, 

Dickinson and Co., 649 F.3d 1276, 1288 (Fed. Cir. 2011) (en bane). As the Federal Circuit 

recognized, 

... inequitable conduct charges cast a dark cloud over the patent's validity and paint the 
patentee as a bad actor. Because the doctrine focuses on the moral turpitude of the 
patentee with ruinous consequences for the reputation of his patent attorney, it 
discourages settlement and deflects attention from the merits of validity and infringement 
issues. 

Id. The Federal Circuit went on to state that "[i]nequitable conduct 'has been overplayed, is 

appearing in nearly every patent suit, and is cluttering up the patent system."' Id. at 1289. As a 

result, the Federal Circuit "tightened" the standards for finding both intent and materiality "in 

order to redirect a doctrine that has been overused to the detriment of the public." Id. at 1290. 

1. Intent Requirement. 

With respect to intent, the Federal Circuit stated: 

To prevail on a claim of inequitable conduct, the accused infringer must prove that the 
patentee acted with the specific intent to deceive the PTO. A finding that the 
misrepresentation or omission amounts to gross negligence or negligence under a 'should 
have known' standard does not satisfy this intent requirement. 'In a case involving 
nondisclosure of information, clear and convincing evidence must show that the applicant 
made a deliberate decision to withhold a known material reference.' In other words, the 
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accused infringer must prove by clear and convincing evidence that the applicant knew of 

the reference, knew it was material, and made a deliberate decision to withhold it. 

Id. (internal citations omitted). "Proving that the applicant knew of a reference, should have 

known of its materiality, and decided not to submit it to the PTO does not prove specific intent to 

deceive." Id 

Intent may be inferred from indirect and circumstantial evidence. Id. "However, to meet 

the clear and convincing evidence standard, the specific intent to deceive must be 'the single 

most reasonable inference able to be drawn from the evidence.'" Id. The evidence "must be 

sufficient to require a finding of deceitful intent in light of all the circumstances." Id. When 

"there are multiple reasonable inferences that may be drawn, intent to deceive cannot be found." 

Id. Further, 

[b ]ecause the party alleging inequitable conduct bears the burden of proof, the 'patentee 

need not offer any good faith explanation unless the accused infringer first ... prove[s] a 

threshold level of intent to deceive by clear and convincing evidence.' The absence of a 

good faith explanation for withholding a material reference does not, by itself, prove 

intent to deceive. 

Id. at 1291 (internal citations omitted). 

2. "But-For" Materiality Requirement. 

The materiality required to establish inequitable conduct is "but-for" materiality. 

Therasense, 649 F.3d at 1291. "When an applicant fails to disclose prior art to the PTO, the 

prior art is but-for material if the PTO would not have allowed a claim had it been aware of the 

undisclosed prior art." Id. As a result, "the comi must determine whether the PTO would have 

allowed the claim if it had been aware of the undisclosed reference." Id "In making this 
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patentability determination, the court should apply the preponderance of evidence standard and 

give claims their broadest reasonable construction!' Jd. 7 

"Because inequitable conduct renders an entire patent (or even patent family) 

unenforceable, as a general rule, this doctrine should only be applied in instances where the 

patentee's misconduct resulted in the unfair benefit of receiving an unwarranted claim." Id. at 

1292. 

V. SUMMARY JUDGMENT INF A VOR OF VIRGINIA INNOVATION IS 
WARRANTED 

Defendants' Thirteenth Counterclaim distills into two arguments: (1) the declaration of 

inventorship submitted in the '341 application did not contain the original signature of Professor 

William Halal; and (2) the patentees did not disclose prior art references in connection with the 

prosecution of the '733 and '398 patents that were cited in their parent, the '492 patent. 

Defendants' inequitable conduct arguments are the very type of arguments the Federal Circuit 

sought to preclude in raising the bar in Therasense. There was absolutely no intent to deceive 

the PTO in this case. Defendants' arguments are premised on a technical violation of PTO 

procedure, which Virginia Innovation is in the process of correcting, and compliance with the 

Manual of Patent Examining Procedure. As a result, summary judgment in favor of Virginia 

Innovation is required. 

7 The only exception to the "but-for" materiality requirement is where the patentee has engaged 
in affirmative acts of egregious misconduct, such as the filing of an unmistakably false affidavit. 
Therasense, 649 F.3d at 1292. As discussed herein, no affirmative acts of egregious misconduct 
took place and therefore the exception is not applicable. Contrary to Defendants' contention, the 
declaration of inventorship is not a "false affidavit." It merely contained Professor Halal's 
authorized signature instead of him personally signing. 
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A. Professor HalaFs Authorized Signature Does Not Constitute Inequitable Conduct. 

A ruling of inequitable conduct in the PTO must be supported by clear and convincing 

evidence of material misrepresentation, made with the intent to deceive or mislead the patent 

examiner. Seiko Epson Corp. v. Nu-Kate Int'!, Inc., 190 F.3d 1360, 1367 (Fed. Cir. 1999). 

Technical violations of PTO procedures, absent fraud or intentional deception, are not 

inequitable conduct as would invalidate a patent. Id "It is not in the public interest to bar all 

possibility of legal or equitable relief, when such is sought to coITect a harmless error." In re 

Bennett, 766 F.2d 524, 526-28 (Fed. Cir. 1985). The courts have consistently rejected the notion 

of per se forfeiture based on non-fraudulent failure to comply with a rule of practice before the 

PTO. Id. at 1367-68 (citing Herbert v. Lisle Corp., 99 F.3d 1109, 1116 (Fed. Cir. 1996) and 

Molins PLC v. Textron, Inc., 48 F.3d 1172, 1184 (Fed. Cir. 1995)). 

In Ajinomoto Co., Inc. v. Archer-Daniels-Midland Co., the declaration for inventorship 

was not personally signed by at least one of the named inventors, but was signed on his behalf 

with his authorization. 228 F.3d 1338, 1343 (Fed. Cir. 2000). In addition, during prosecution of 

the patent at issue, another declaration was submitted that did not contain original signatures of 

the inventors. Id The defendant argued that this constituted inequitable conduct. Id. The 

Federal Circuit affirmed the District Court's finding that there was no evidence to support this 

position. Id. at 1344. Specifically, the District Court held that "technical errors, made without 

deceptive intent, could not be the basis for holding the patent invalid or unenforceable." Id. 

In the present case, Dr. Ann Wang filed the '341 application pro se. 8 Exhibit 1, Dec. Dr. 

Ann Wang if 8~ At the time she filed the '341 application, Dr. Ann Wang had no formal legal 

training. ld. iJ 8. There are four named inventors on the '341 application: Tiejun (Ronald) 

8 On March 1, 2011, the '341 application issued as the '492 patent. Exhibit 15, '492 patent. 
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Wang, William E. Halal, Tiehong (Ann) Wang and Ximing Wang. Exhibit 7, Dec. of 

lnventorship. The declaration of inventorship submitted with the '341 application bears the 

original signatures of Ronald Wang, Dr. Ann Wang and Ximing Wang. Id. Professor Halal's 

signature was signed by Dr. Ann Wang pursuant to his instruction and authorization. Exhibit 1, 

Dec. Dr. Ann Wang ii~ 10-12; Exhibit 2, Dec. Prof. Halal~~ 5-7. As Professor Halal testified: 

Q: Did you authorize Dr. Ann Wang to sign your name on that document? 

A: Yes. We did that often, just for convenience. Rather than make a trip to her home in 

Virginia, I asked if she could sign for me. 

Q: If I can just ask you to take out Exhibit 18 very briefly. That is the Utility Patent 

Application. 
A: I got it. 
Q: If you can turn to page 3549. It's the page with -- well, your name and signature on it. 

A: Yes. 
Q: Did you authorize Dr. Dr. Ann Wang to sign your name on Exhibit 18? 

A: Yes. 
Q: Do you have any reason to believe that you didn't authorize her to sign your name? 

A: No. 

Exhibit 9, Depo. Halal 92: 12-17, 102: 19-103:8. There is no dispute that Professor Halal 

authorized and instructed Dr. Ann Wang to sign his name to the '341 application. In addition, 

there is no dispute that Professor Halal is correctly a named inventor on the '492 patent and that 

he contributed to one or more of the inventions claimed in the '492 patent. Id. Defendants 

concur with Virginia Innovation as shown by their failure to raise any claim of improper 

inventorship in this case. See generally Amended Counterclaims [Doc. 131]. The fact that the 

declaration of inventorship contains Professor Halal 's authorized signature, instead of his 

original signature, is harmless misunderstanding of technical PTO procedure that has absolutely 

no bearing on the issuance of the '492 patent. 

When Dr. Ann Wang submitted the '341 application pro se, she was not aware of the 

PTO requirement that the declaration of inventorship contain original signatures of all co-
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inventors. Exhibit 1, Dec. Dr. Ann Wang~ 9. She believed that signing on behalf of her co-

inventor, Professor Halal, following his instruction and authorization, was acceptable. Id.~ 9. 

Dr. Ann Wang did not sign Professor Halal's name with the intent to deceive the PTO. Id.~ 12. 

In addition, Dr. Ann Wang, on behalf of Virginia Innovation, has taken steps to correct the 

signature on the declaration of inventorship. Id. ~ 14. Virginia Innovation has hired prosecution 

counsel to take steps to correct this issue. 9 Id. ~ lA 

As in Ajinomoto, this is merely a technical misunderstanding of the PTO procedures. 

Defendants have not identified, nor could they, any evidence of intent to deceive the PTO. On 

the contrary, a good faith reason for the signature exists - Dr. Ann Wang was not aware of the 

original signature requirement and she followed Professor Halal's instruction and authorization 

and signed his name so he could avoid traveling to Virginia to sign the declaration of 

inventorship. Id.~~ 10-12; Exhibit 2, Dec. Prof. Halal~~ 5-7. 10 

9 In addition, this Court has the authority to correct this issue pursuant to 35 U.S.C. § 256. See 

also MCV, Inc. v. King-Seeley Thermos Co., 870 F.2d 1568, 1570-71 (Fed. Cir. 1989); Stark v. 

Advanced Magnetics, Inc., 119 F.3d 1551, 1553-56 (Fed. Cir. 1997); Novo Industries, LP v. 

Micro Molds Corp., 350 F.3d 1348, 1356 (Fed. Cir. 2003). 
10 Defendants' Thilieenth Counterclaim contends that Dr. Ann Wang testified that Professor 

Halal personally signed the declaration of inventorship. This allegation is misleading and false. 

Dr. Ann Wang testified as follows: 
Q: Can you explain to me how you obtained the signatures of the co-inventors on the 

declaration? 
A: I don't remember. 
Q: Okay. Do you remember how Mr. Halal's signature was obtained? 

A: Sorry, I don't. 

Q: But your testimony here today is that you understand that Dr. Halal signed 
personally both Exhibit 18 on the declaration page and Exhibit 21, to the best of 

your knowledge? 
A: Yes, sir. 

Exhibit 8, Depo. Dr. Ann Wang 178:7-12, 180:20-24 (Mar. 27, 2013). As explained in the 

attached declaration, at the time of her deposition, to the best of her knowledge Dr. Ann Wang 

believed Professor Halal had personally signed the declaration of inventorship, which was 

submitted to the PTO over eight years ago. Exhibit 1, Dec. Dr. Ann Wang~ 13. Moments 
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To establish the intent requirement for inequitable conduct, Defendant must prove that 

specific intent to deceive is the single most reasonable inference able to be drawn from the 

evidence. Therasense, 649 F.3d at 1290. When there are multiple reasonable inference that may 

drawn, intent to deceive cannot be found. Id. At a minimum, multiple reasonable inferences can 

be drawn regarding the reason for submitting Professor Halal's signature. As a result, summary 

judgment on this issue is warranted. 11 

B. The Patentees' Alleged Failure to Cite Purported Prior Art Cited in the '492 patent 
in Conjunction with the Prosecution of the '733 and '398 Patents Does Not 
Constitute Inequitable Conduct. 

1. The Patentee's did not have a Duty to Disclose Art Cited in a Parent 
Application. 

The Manual for Patent Examination Procedure§ 609.02 states in pertinent part: 

When filing a continuing application that claims benefit under 35 U.S.C § 120 to a 
parent application ... , it will not be necessary for the applicant to submit an information 
disclosure statement in the continuing application that lists the prior art cited by the 
examiner in the parent application .... The examiner of the continuing application will 

consider information which has been considered by the Office in the parent application. 

before this question, Dr. Ann Wang testified that she did not remember how Professor Halal's 

signature was obtained. Exhibit 8, Depo. Dr. Ann Wang 178:7-12, 180:20-24. Since her 
deposition, having reviewed Professor Halal's deposition, Dr. Ann Wang recalls signing the 
declaration of inventorship pursuant to his request and authorization. Exhibit 1, Dec. Dr. Ann 
Wang~ 13. These actions do not support a finding of deceptive intent. 
11 Defendants alleged in their Thirteenth Counterclaim that "The submission of the '341 
Application Declaration was inherently material to patentability because a false declaration is per 

se material, .... " Amended Counterclaims ~ 77 [Doc. 131]. First, Defendants use of the terms 
"forgery" and "false declaration" are misleading and false. As discussed herein, Professor 
Halal's signature was signed with his explicit authorization and instruction as though he had 
actually signed the declaration. Exhibit 2, Dec. Prof. Halal~~ 5-7; Exhibit 1, Dec. Dr. Ann 

Wang ifif 10-12. Setting this aside, Virginia Innovation does not agree that Professor Halal's 
authorized signature is "per se material," or otherwise material to patentability. This is harmless 

misunderstanding of PTO procedure that Virginia Innovation is in the process of attempting to 
correct. Since Defendants filed their Thirteenth Counterclaim six days before the dispositive 

motion deadline Virginia Innovation was denied the opportunity to retain an expert to address the 

materiality of Professor Halal's authorized signature. To the extent the Court is inclined to deny 

Virginia Innovation's motion, Virginia Innovation respectfully requests leave to retain an expert 

and submit a supplemental brief on these issues. 
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MPEP § 609.02. This section goes on to state: 

The examiner will consider information which has been considered by the Office in a 
parent application when examining: (A) a continuation application filed under 37 CFR 
1 .53(b ), (B) a divisional application filed under 3 7 CFR l .53(b ), or (C) a continuation-in
part application filed under 37 CFR l.53(b). A listing of the information need not be 
resubmitted in the continuing application unless the applicant desired the information to 
be printed on the patent. 

MPEP § 609.02(A)(2). In view of§ 609, the Federal Circuit has stated that it cannot be 

inequitable conduct for an applicant not to resubmit, in a continuing application, the information 

that was cited or submitted in the parent application. ATD Corp. v. Lydall, Inc., 159 F.3d 534, 

547 (Fed. Cir. 1998); Transmatic, Inc. v. Gulton Industries, Inc., 849 F.Supp. 526, 542 (E.D. 

Mich. 1994), ajf'd in pertinent part, 53 F.3d 1270, 1275 (Fed. Cir. 1995). See also eBay, Inc. v. 

IDT Corp., 2009 WL 2706395 *2-3 (W.D. Ark. Aug. 24, 2009) (granting motion to dismiss 

inequitable conduct claim based on argument that art cited in parent application should have 

been cited in continuation application); TM Patents v. IBM C01p., 121 F.Supp.2d 349, 371-72 

(S.D.N.Y. Nov. 13, 2000) (granting motion for summary judgment of no inequitable conduct 

based on same); Chamberlain Group, Inc. v. Lear Corp., 756 F.Supp.2d 938 (N.D. Ill. Nov. 24, 

2010) (holding same); Advanced Cardiovascular Systems, Inc. v. Medtronic Vascular, Inc., 485 

F.Supp.2d 538, 546-47 (D.Del. Apr. 23, 2007) (holding same). 

The second part of Defendants' inequitable conduct argument is based on the patentees' 

purported failure to disclose certain references during prosecution of the '733 and '398 patents 

that were cited during prosecution of the '341 application. Amended Counterclaims riii 83-109 

[Doc. 131]. It is undisputed that the '492 patent, which issued from the '341 application, is the 

parent of the '733 and '398 patents. Exhibit 16, '733 patent; Exhibit 17, '398 patent; Exhibit 15 

'492 patent. It is undisputed that all of the references Defendants rely on in support of their 
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argument were cited by the examiner during prosecution of the '492 patent. Amended 

Counterclaims ii~ 83-109 [Doc. 131]. It is further undisputed that these references were cited by 

the examiner in the '492 prosecution years before the '733 and '398 patents issued and before the 

PTO searched for prior art during prosecution of the '733 and '398 patents. Exhibit 20, Notice 

of References Cited (Feb. 21, 2008); Exhibit 21, Notice of References Cited (Mar. 24, 2009); 

Exhibit 38, '733 Notice of References Cited; Exhibit 39, '398 Notice of References Cited. See 

also Exhibit 15, '492 patent; Exhibit 16, '733 patent; Exhibit 17, '398 patent. 

It is well established that the patentees were under no duty to disclose these references 

during prosecution of the '733 and '398 patents. As a result, summary judgment on the second 

paii of Defendants' inequitable conduct claim is warranted. 

2. To the Extent Disclosure Should Have Occurred, There is No 
Evidence of Intent to Deceive. 

Setting aside that the MPEP did not require the patentees to disclose the references at 

issue, even if it is assumed the patentees should have disclosed these references, there is no 

evidence of intent to deceive the PTO. During prosecution of the '733 and '398 patents it was 

Dr. Ann Wang's understanding that there was no duty to disclose references in a continuation-in-

part (i.e., the '733 and '398 patents) that were previously disclosed in a parent application (i.e., 

the '492 patent). Exhibit 1, Dec. Dr. Ann Wang iJ 17. This is consistent with the MPEP on 

which the patentees were entitled to rely. 

The only argument that can be gleaned from Defendants' Thitieenth Counterclaim is 

based on Dr. Ann Wang's notation next to claim 1 of Rakib stating "caution, important art." 

Amended Counterclaims ~ 91 [Doc. 131]. However, Dr. Ann Wang testified that she does not 

remember when she wrote the words "caution, important art." Exhibit 8, Depo. Dr. Ann Wang 

283: 15-285:6; Exhibit 1, Dec. Dr. Ann Wang~~ 19-20. She does not remember whether they 
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were written in connection with prosecuting any of the patents-in-suit, prosecuting a patent that 

is not in suit, or during the course of her other activities as an inventor at Virginia Innovation. 

Id. This is not sufficient to suppo1i a finding of intent to deceive. 

"In a case involving nondisclosure of information, clear and convincing evidence must 

show that the applicant made a deliberate decision to withhold a known material reference." 

Therasense, 649 F.3d at 1290 (emphasis in original). Defendants cannot establish this. To meet 

their burden of clear and convincing evidence, Defendants must establish that specific intent to 

deceive the PTO is the "single most reasonable inference to be drawn from the evidence." Id. If 

there are "multiple reasonable inferences that may be drawn, intent to deceive cannot be found." 

Id. At a minimum, multiple reasonable inferences may be drawn (e.g., the patentees did not 

disclose the references because, in accord with the MPEP, they believed they had no duty to 

disclose them). As a result, summary judgment in favor of Virginia Innovation is appropriate. 

3. The Art Relied on by Defendants Does Not Meet the "But-For" 
Materiality Requirement. 

Further setting aside that the MPEP did not require the patentees to disclose the 

references at issue, and setting aside the fact that Defendants cannot establish intent to deceive 

by clear and convincing evidence, Defendants also cannot meet the "but-for" materiality 

requirement for inequitable conduct. In order to meet their burden, Defendants must establish 

that the PTO would not have allowed a claim in the '733 or '398 patents had the PTO been 

aware of the undisclosed prior art. Therasense, 649 F.3d at 1291. 

Defendants' Thirteenth Counterclaim focuses on Rakib. See Amended Counterclaims ~~ 

83-109. Throughout the prosecution of the '492 patent, Rakib was cited by the examiner 

because it disclosed a personal digital assistant, an analog display, and a television set that 

implemented one or more of the following standards: NTSC, PAL or SECAM. Exhibit 23, Feb. 
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27, 2008 Office Action; Exhibit 25, Sept. 17, 2008 Office Action, VIS 1581-82; Exhibit 27, 

March 27, 2009 Office Action, VIS001512-13; Exhibit29, Jan. 4, 2010 Office Action, 

VIS001459-61; Exhibit 31, July 20, 2010 Office Action, VIS001390-92. None of the claims of 

the '733 or '398 patents require a personal digital assistant, an analog display, and a television 

set that implemented one or more of the following standards: NTSC, PAL or SECAM. Exhibit 

16, '733 patent; Exhibit 17, '398 patent. 

All of the claims of the '733 and '398 patents contain a limitation requiring conversion of 

the multimedia content item. See e.g., Exhibit 16, '733 patent; Exhibit 17, '398 patent. For 

example, claim 15 of the '398 patent contains the limitation: 

... conve1iing the multimedia content item for reproduction according to a 
determined signal format of the destination device. 

Exhibit 17, 398 patent, claim 15. During prosecution of the '492 patent, the patentees overcame 

five rejections based on Rakib pursuant to 35 U.S.C. § 103 on the basis that Rakib did not 

disclose the "conversion" limitation. Exhibit 24, Response Feb. 27, 2008 Office Action, 

VISOOJ 608; Exhibit 26, Response Sept. 18, 2008 Office Action, VISOOJ 569; Exhibit 28, Mar, 

27, 2009 Office Action, VISOO 1498; Exhibit 30, Response Jan. 4, 20 I 0 Office Action, 

VIS001444; Exhibit 32, Response July 20, 2010 Office Action, VIS001376. The patentees' 

stated: 

Id. 

There is no disclosure of any kind in Rakib of receiving and converting a 
video signal for display on an alternative display terminal, even in a 
general sense. 

On August 5, 2013, Defendants' expert, Dr. Almeroth, submitted his expert report on 

invalidity. Exhibit 33, Almeroth Report. Dr. Almeroth's rep01i does not identify where the 

"conversion" limitation is present in Rakib. Exhibit 33, Almeroth Report; Exhibit 34, Excerpt 
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from Exhibit to Almeroth Report comparing Rakib to claim 15 of '398 patent. Further, Dr. 

Almeroth's report did not contain any opinions concerning the '733 patent in relation to Rakib. 

Id. To the extent Rakib met the "but-for" materiality requirement, one would expect for Dr. 

Almeroth to be able to identify the "conversion" limitation in Rakib as well as to opine on the 

Rakib in relation to the '733 patent - he could not and did not. 12 Defendants cannot establish 

that the PTO would not have allowed a claim in the '733 or '398 patent had the PTO been aware 

of any of the references Defendants contend should have been disclosed. As a result, Defendants 

cannot meet their burden and Virginia Innovation's motion for summary judgment should be 

granted. 

VI. CONCLUSION 

Six days before the dispositive motion deadline, in violation of Fed. R. Civ. P. 15, 

Defendants filed their Thirteenth Counterclaim without notifying Virginia Innovation, without 

obtaining consent, and without requesting leave of Court. Defendants' counterclaim should 

therefore be struck and any request for leave to amend should be denied. 

In the alternative, Virginia Innovation should be granted summary judgment on 

Defendants' Thirteenth Counterclaim. Defendants have not, and cannot, identify any evidence to 

support a finding of intent to deceive the PTO. In addition, Defendants have not, and cannot, 

demonstrate that the references they rely on meet the "but-for" materiality requirement. As a 

result, summary judgment is warranted. 

12 The only other reference identified with specificity in Defendants' Thirteenth Counterclaim is 

Dawson. Amended Counterclaims Ejf 89 [Doc. 131]. Dr. Almeroth offered no opinions regarding 

Dawson. Fmiher, given that Defendants bear the burden of proof on inequitable conduct, any 

opinion testimony on which they intend to rely in support of their inequitable conduct 

counterclaim was required to be disclosed on August 5, 2013. Scheduling Order [Doc. 56]. As a 

result, Defendants will not have any expert opinion testimony on Dawson or the issue of 

inequitable conduct. 
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DATED: August 13, 2013 By:/s/ W. Rvan Snow 
W. Ryan Snow, VSB No. 47423 
David C. Hartnett, VSB No. 80452 
CRENSHAW, WARE & MARTIN, P.L.C. 

150 West Main Street, Suite 1500 
Norfolk, Virginia 23510 
Telephone: (757) 623-3000 
Facsimile: (757) 623-5735 
wrsnow@ticwrn-law.com 
QJ.1artnett@cwm-law.com 

Edward E. Casto, Jr., Esq. (pro hac vice) 
Edward R. Nelson, III, Esq. (pro hac vice) 
Thomas C. Cecil, Esq. (pro hac vice) 
Jonathan H. Rastegar, Esq. (pro hac vice) 
Anthony Vecchione, Esq. (pro hac vice) 
NELSON BUMGARDNER CASTO, P.C. 

3131 West ih Street, Suite 300 
Fort Worth, Texas 76107 
Telephone: (817) 377-9111 
Facsimile: (817) 377-3485 
enelson(@.nbclaw.net 
ecasto({Onbclaw.net 
tcecil@.nbclaw.net 
jrastegar(@nbclaw.net 
avecchione@nbclaw.net 

Timothy E. Grochocinski, Esq. (pro hac vice) 
Aaron W. Purser, Esq. (pro hac vice) 
INNOVALAW, P.C. 

1900 Ravinia Place 
Orland Park, IL 60462 
Telephone: (708) 675-1974 
teg((V,innovalaw .com 

Counsel for Virginia Innovation Sciences, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a true and correct copy of the foregoing document 

was served on all Defendants through their respective counsel of record via the Court's CM/ECF 

system on August 13, 2013. 
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Isl W. Rvan Snow 
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THE ST ATES DISTRICT COURT 
THE EASTERN DISTIUCT 

NORFOLK INNOVATIONION 

SCIENCES, 
INC., 

Plaintiff:~ Case No. 2:12-CV-00548-MSD-DEM 

v. 

SAMSUNG ELECTRONICS CO., LTD; 
SAMSUNG ELECTRONICS AMERICA, 
INC.; SAMSUNG 
TELECOMMUNICATIONS AMERICA, 
LLC, 

Defendants. 

DECLARATION OF TIEHONG (ANN) WANG IN SUPPORT OF PLAINTIFF 
VIRGINIA INNOVATION SCIENCES, INC.'S MOTION TO STRIKE DEFENDANTS' 

THIRTEENTH COUNTERCLAIM OR, IN THE ALTERNATIVE, MOTION FOR 
SUMMARY .JUDGMENT ON DEFENDANTS' THIRTEENTH COUNTERCLAIM 

RELATED TO INEQUITABLE CONDUCT 

I, Tiehong (Ann) Wang, herby, declare as follows: 

1. I am over the age of eighteen (18) and am personally familiar with and have 

personal knowledge of the facts stated in this declaration. 1f called as a witness, I could and 

would testify competently to each fact stated herein. 

2. This declaration is made in support of Virginia Innovation Sciences, lnc.'s 

Motion to Strike Defendants' Thirteenth Counterclaim or, in the alternative, Motion for 

Summary Judgment on Defendants' Thirteenth Counterclaim related to Inequitable Conduct. 

3. I am a named inventor of United States Patents No. 7,899,492 entitled "Methods, 

Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,050,711 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 8,145,268 entitled 
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"Methods, Systems and Apparatus for Displaying the Multimedia Infr)rmation from Wireless 

Communication Networks", 8,224,381 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 7,957,733 entitled 

"Methods and Apparatus for Multimedia Communications vvith Different User Terminals", and 

8,135,398 entitled "Methods and Apparatus for Multimedia Communications with Different User 

Terminals". (hereinafter i·efcrred to as "the asserted pa1.ents"). 

4. I was personally involved in creation of the patented inventions disclosed in the 

asserted patents and prosecution of those patents. 

5. I am the chief executive officer of Virginia Innovation Sciences, Inc. ("Virginia 

Innovation"). 

6. Virginia Innovation is the current owner of the asserted patents. 

7. On June 24, 2005 I filed U.S. Patent Application No. 11/165,341 ("the '341 

application") pro se, without the assistance of counsel. 

8. I am not an attorney and at the time of the filing of the '341 patent application l 

had no formal legal training. 

9. At the time I filed the '341 application, I was not aware that original signatures 

were required on the declaration of inventorship. 

I 0. I signed the '341 application on behalf of Professor William Halal pursuant to 

Professor Halal's instruction, request, and authorization and believed it to be an effective 

signature on Prof. Halal's behalf. 

11. I did this as a courtesy to Professor Halal after he told me he would not want to 

drive in the Washington, D.C. traffic to Virginia to meet me to sign the declaration and 

instructed me to sign for him. 
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12. on the at no I intend to 

("PTO"). 

13. 

14. Haial's 

'""'""}.!error to fixed 

15. 

16. to at one in 

17. During prosecution of the '733 

was no to the '733 that were previously 

disclosed '492 

18. I did not intend to not prosecution 

'733 '398 

19. I 

a patent-in~suit, o:r other as an 

at 

I accurate. 

August 13, 2013 Respectfully submitted, 
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THE UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF VIRGINIA 

VIRGINIA 
INC., 

v. 

NORFOLK 

Plaintiff, 

SAMSUNG ELECTRONICS CO., LTD; 
SAMSUNG ELECTRONICS AMERICA, 
INC.; SAMSUNG 
TELECOMMUNICATIONS AMERICA, 
LLC, 

Defendants. 

No. 2:12-CV-00548-·MSD-DEM 

DECLARATION PROFESSOR WILLIAM E. HALAL IN SUPPORT OF PLAINTIFF 

VIRGINIA INNOVATION SCIENCES, INC.'S MOTION TO STRIKE DEFENDANTS' 

THIRTEENTH COUNTERCLAIM OR, IN THE ALTERNATIVE, MOTION FOR 

SUMMARY JUDGMENT ON DEFENDANTS' THIRTEENTH COUNTERCLAIM 
RELATED TO IN.EQUITABLE CONDUCT 

I, Professor William Halal, herby, declare as follows: 

1. I am over the age of eighteen (18) and am personally familiar with and have 

personal knowledge of the facts stated in this declaration. If called as a witness, I could and 

would testify competently to each fact stated herein. 

2. This declaration is made in support of Virginia Innovation Sciences, Inc.' s 

Motion to Strike Defendants' Thirteenth Counterclaim or, in the alternative, Motion for 

Summary Judgment on Defendants' Thirteenth Counterclaim related to Inequitable Conduct 

3. I am a named inventor of United States Patents No. 7,899,492 entitled "Methods, 

Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,050,711 entitled "Methods, Systems and Apparatus for Displaying 

the Multimedia Information from Wireless Communication Networks", 8, 145,268 entitled 
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"Methods, Systems and Apparatus for Displaying the Multimedia Information from Wireless 

Communication Networks", 8,224,381 entitled "Methods, Systems and Apparatus Displaying 

the Multimedia Information from Wireless Communication Networks", 7,957,733 entitled 

"Method and Apparatus for Multimedia Communications with Different User Terminals", and 

8, 135,398 entitled "Method and Apparatus for Multimedia Communications with Different User 

Tenninals." (hereinafter ref~.med to as "the asserted patents"). 

4. I was personally involved in the creation of the patented inventions disclosed in 

the asserted patents and the prosecution of those patents. 

5. I requested that Ann Wang sign the '341 application on my behalf and authorized 

her to do so. I believed this to be acceptable. 

6. Ann did this as a courtesy to me so I would not have to drive in the Washington, 

traffic to Virginia to meet her to sign the declaration. 

7. In authorizing Ann Wang to sign my signature on the declaration, at no time did I 

intend to deceive or mislead the United States Patent and Trademark Office ("PTO"). 

8. I was conectly named as a co-inventor on the '341 application, which issued as 

the '492 patent 

9. I contributed to at least one claim in the '492 patent. 

10. During the prosecution of the '492 patent, I personally signed the Power of 

Attorney form appointing the law fim1 Collier Shannon Scott as prosecution counsel. 

11. During the prosecution of the '492 patent, I personally signed a Revocation of 

Power of Attorney and New Power of Attorney appointing the law firm Rader, Fishman & 

Grauer PLLC as prosecution counsel. 

2 
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12. in conjunction with 

lJ.S. Patent Application No. l.1 /802,418, which was issued as '733 patent, and U.S. Patent 

Application No. 13/067,079, which was issued as the '398 patent. 

I declare penalty foregoing is true and accurate. 

DATED: August 13, 2013 
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P701SW01 (04-05) 
Approved for u"' lhiflUfjN lll!J l/?OOK OMll Cl'51 ·00JZ 

U.S. Patent and Trademark 01fice; U.S. DE!'ARTMtlNT 01' COMMEHOE 

~Ur~~u1k fit.+tluctlrn) 1-\cJ of 199~+ fl<l rv.:rst>fl':l :arc tequitPd to ms.txind to a 1_::.i.:Att--r:tion of fnfnrmzlfon ii t:/)fltBirt'.'t ;1 v;J:ld t)Mn <'..Ont ml nrnnber, 

Auornoy Dnt:knt 

DECLARATION FOR Ul!UTY OR !'J.t,Jf0.~!lL .. 

DESIGN 
PATENT APPLICATION 

(37 CFR 1.63) 

Declaratien 
Subml!le<J 
With Initial 
Filing 

OR 

I hereby declare that: 

[] Declaration 
Submitted after Initial 
Filing (surcharge 
(37 CFR 1.16 {e)) 
required) 

Each Inventor's residence, mailing address, and citizenship are as stated below next to their name. 

I believe !he inventor(s) named below to be the original and first inventor(s) of the subject matter Vvhich is claimed and for 

Vi.)~ IL;,~ t
r~~~n~:~ 

·---·--- ----- --·~-----··----------·-~~-·~---
-·---·--~~,~-~~----~-------

(Jil!u ol ttw t11venlion) 

Te.r~L S~~~ 4nv4'ts i~ ~ the specification of which ~ob ii .ie, 

~ is attached hereto 

OR 

D was filed on (MMIDDIYYYY) as United States Application Number or PCT International 

Application Number and was amended on (MMIDD/YYYY) (if applicable). 

I hereby slate that I have reviewed and understand the contents of the above identified specification, Including the daims, as 

amended by any amendment specifically referred to above. 

I acknowledge the duty to disclose infDITTlation which is material to patentability as defined in 37 CFR 1.56, Including for 

continuation-in-part applications, material information which became available between the filing date of the prior application 

and the national or PCT international filing date of the continuation-in-part application. 

I hereby claim foreign pri<)tily benefits under 35 U.S.C 119(8}-(d) or (!), or 365(b) of any foreign application{s) for patent, 

inventor's or plant breeder's righis certificnte(s), or 365(a) of any PCT 1ntcmational application which designated at least one 

country other man the UnHed Slates of America, listcd below nncl have also idcn!Hied below, by checking tho box, any foreign 

application for patent, inventor'::; or pion! breeder's ri9hls ccrtificate{s), or nny PCT intenia\ioml! ;ipplicalion having a filing dnto 

before tha! of t110 npplicatkm on which priority fs claimed. 

PriorForeignApplication Foreign Filing Date-
N11mberf.fil.. _____ c_o""'untrv___ _ ___ .{MM!P.J)Jn'..r(l 

Thi';'; CO))i](.i;on ct lnformnh111 ls re:qoired by 35 u.s.c. 115 .;t(ld :n en~ tn tihl.ai!l Of ml:.J\n n: lH~nnfit by ttm f . .Htbtk; wttd1 [S {O Mo 

{and by Iha tJSPTO to pro<~!ss.) zm ;~µphc0~1on Confitfi:mtif.lMy is qovC>n""<&:1 by ;35 U,$,C. 1 ~~2 ;oind CfH t.11 ai·d ~. 1•~, Th:!> •.,..o!!cdion. Is estm\t;\C.{! to tnkG: ~~1 

rnln1JlOG !o et)mp!olo, lfH;:!udmg grJthoring, ptopanng, and i::ubrrdUng tho complt~toct appticatlno form to ~rw1 US?TQ. Tlnv) \•<'HI vary di:;punding up-Oh lh!} lndtv,du.n! 

case, Any comme-nh on the amounl of Umi:~ you mqu1m to ton1pletlJ lh!r; tmm i'HV1fm svgqesHon~; for redudHq lhi;.; hwdun, :JIC-Uf.U bu w.111 ln tho Cltld lnform21tion 

Omr;r,r, U.S. Potent and TrndomaM< Offir;n, U.S. Dopa•1rnMI of CornrnMc.o, P.O. Bo< 1450, Aie""r'<l<lo. VA <!231'.J..1450. DO NOT SEND FEES Ofl COMPl£1EO 

FORMS TOH!IS ADDlHiS8 SENO TO; Commlssloner for P:tti;nt.s, P.O. Box 1451), Almmndrln, VA 22.313-1450. 

If you need assistance completing the fom1, call 1-800-PT0-9199 end select option 2. 

VIS~001820 
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Direct all 
ccrrespondence to: D The address 

associated with 
Customer Number: 

:lb 

PTOISl3/Q1 (044l5) 
for use U>rot19h 07131/200S. OMB 00514l032 

U.S. DEPARTMENT OF COMMERCE 

Correspondence 
addre&'> below 

.~4c1~--.. ~,_ .. . ___ · .. ~-]sta~ -VA _J:~~~~~~R ·~-
country ~ -1~hon0 ail 

j ___ u_~tL_~------_1_193. 685. Jo~ n.ivi~<1c6~ __ 
I hereby declare lhat all statements made heroin of my own knowledga are true and that all s!-1tement~ado on infonna1km 

and belief are believed to be true; and further that these statements were made with the knowledge that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. 100i and that such willful 

false statements may jeopardize !he validity of the application or any patent issued thereon. 

NAME OF SOLE OR FIRST INVENTOR: 

Cily La. ro Lla. 

.,City-~ State 

L-J~sk .J).C. 
~---~-----f-+-'--J.......-'---'-----~----···--·--

[Page2 of2) 
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IN TEE UNITED STATES DISTRICT COURT 
FOR Tl:!E EASTERN DISTRICT OF VIRG!!UA 

Norfolk Division 

Civil Action No, 2:12-CV-00548-MSD-DEM 

VIRGINIA !l<"NOVATION SCIENCES, INC. ) 
) 

Plaintiff, ) 

v. ! 
SA..'1'.SUNG ELECTRONICS CO., LTD; ) 
SAMSUNG ELECTRONICS A..'1ER!CA, INC; ) 
Sl\MSUNG TELECONMUNICA'I'IONS AMERICA, ) 
AMERICA, LLC, ! 

Defendants. ) 

VOLUME I 

(By Videotape) 

30(b) (6) DEPOSITION UPON ORAL EXAMINATION OF 

VIRGINIA INNOVATION SCIENCES, INC. 

by its designee 

PR. Tl'.l!:HONG WANG 

TJ\J<BN ON BEID'ILF OF THE DEFENDANTS 

Tysons Corner{ Virginia 

Wednesday, March 27, 2013 

Dr. Tichong Wang .. Vol. l 
March 27, 2013 
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WITNESS PAGE 

VIRGINIA INNOVATION SCIENCES, INC, 
by its designoe DR. TIEHONG WANG 

Exa1-r1i.nat.ion By Mr. Williamson 

EX!l:tBITS 

10 NO. DESCRIPTION PAGE 

11 1 

12 

13 

14 2 

15 

16 

17 3 

18 

19 

20 

21 

22 5 

23 

24 6 

Defendants 1 Amended Notice of Fed. R. 6 

Civ. P, 30(b) (6) Deposition of Plaintiff 

Virginia Innovation Sciences, Inc, 

Plaintiff Virginia Innovation Sciences, 

Inc. 's Objections and Respon$e& to 

Defendants' Interrogatories (Nos. 1-20) 

21 

Plaintiff Virginia Innovation Sciencesr 22 

Inc. 'a Objections and First Supplemental 

Responses to Defendanta: 1 :tntorrogataries 

Articles of Incorporation of SellnrBid, 

Inc. 

CT Corporation Business Entity Search 

Report (CT Database) 

23 

26 

Proposal and Reqnirement of SellerBird.com 30 
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INNOVALAW, P,C, 
By: TIMOTHY E, GROCl:!OCINSKI, ESQUIRE 

1900 Ravinia Place 
Orland ?ark, Illinois 60462 
teg@innovalaw.com 
Counsel for tho Plaintiff 

O'MELVENY & MYERS LLl? 
By: BRETT J, WILLIAMSON, !!:SQUIRE 

CAMERON WESTIN, ESQUIRE 

Also ?resent: 

610 Newport Center Drive, 17th Floor 
Newport Beach, California 92660-6429 
bwilliamson@omm.com 
cwestin@omm.com 
Counsel for the Defendants 

Jason Levin, Videographer 

Dr. Ronald Wang 
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of a Formal Special Meeting 
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Articles of :tnco:cpoJ:ation of SellerBid, 68 

Inc, 

Handwritten Notes 108 

Handwritten Notes 119 

Handwritten Notes 125 

Figure 127 

Provisional Patent Application 136 

Utility Patent Application 160 
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Patent 8,050,711 
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Assignment 
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Page 5 

1 

2 E X H I B I T S (Continued) 

3 NO, DESCRIPTION PAGE 

4 23 Assigmnent 183 

5 24 Power of Atto~ney 186 

6 25 Amendment Transmittal Letter 189 

7 26 Patent 5,880,732 192 

8 27 Patent J>pplication 2002/0102998 193 

9 28 Notice of Allowance and Fee(s) Due 199 

10 29 Utility Patent Application Transmittal 204 

11 :30 Email dated June 18, 2005 from Ning Wang 208 

12 to Tiejun Wang 

.31 Email dated Septrnnber 11t 2005 from Ronald 209 

Wang to Ann Wang >iith attachment 

32 Patent 7,899,492 213 

16 33 Patent 7,957,733 222 

17 34 Provisional Application filed 

18 March 31, 2006 

19 

20 

21 

22 

123 
24 

25 

Page 6 

1 (Defendants' Amended Notice of Fed. K 
2 Civ. P. 30(b)(6) Deposition of Plaintiff Virginia 
3 Innovation Sciences, Inc. was marked Deposition Exhibit 

4 Number 1.) 
5 THE VIDEOURAPHER: We are now on record. 
6 The date today is March 27th, 2013 and the 
7 time is l 0:03 a.m. 
8 My name is Jason Levin, video specialist 
9 representing Zahn Court Reporting, 208 East Plume 

10 Street, Norfolk, Virginia. 
11 This is the videotaped deposition of the 
12 30(b )( 6) witness for Virginia Innovation Sciences, 
13 lncorporated in the matter of Virginia Innovation 
14 Sciences, Incorporated versus Samsung, Civil Action 
15 Number 2: 12-CV-00548-MSD-DEM. 
16 The court reporter is Marianne Holmes. 
17 Will counsel please identify themselves for 

18 the record and state whom they represent. 
19 MR. WILLIAMSON: Brett Williamson, O'Melveny & 

20 Myers, LLP for Samsung. 
21 MR. WESTIN: Cameron Westin from O'Mdveny & 

22 Myers for Samsung. 
23 MR. GROCHOCINSKI: Tim Grochocinski, Innovalaw 

124 for Virginia Innovation Sciences. 

[2s 
TI IE VIDEOGRAPHER: And would the court 
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reporter please swear in the witness. 
THE COURT REPORTER: Pkase raise your right 

hand. 
DR. TIEHONG WANG was sworn and deposed 

on behalf of the Defendants as follows: 

EXAMJNATION 
BY MR. WILLIAMSON: 

Q. Good morning. Can you please say and then 
spell your name for the record. 

A. Tiehong Wang. 
Q. And can you spell that, please? 
A. T-i-e-h-o-n-g W-a-n-g. 
Q. Do you also sometimes go by the given name 

Ann? 
A. Correct. 
Q. Okay. Dr. Wang, my name is Brett Williamson, 

and I'm an atiorney for Samsung, the three Samsung 
entities that are defendants in the lawsuit that 
Virginia lnnovation Sciences has filed. 

We met earlier this morning, and I'm going to 
be asking you questions today under oath. 

Do you understand that by giving that oath, 
that you're required to tell the truth in response to 
all of my questions? 

Page B 

A. Yes, l do. 
Would you ... ifl grab a napkin over there? 

Q. Go ahead. 
That's the first rule. You got to be careful 

to remove that microphone. 
THE WITNESS: Napkin. 

BY MR. WILLIAMSON: 
Q. And because we're here in a conference room in 

a law ofi!ce, it seems like it's a bit less formal than 
in a courtroom. 

However, because of the oath that you took, 
the ans\vcrs that you give to me today will have the same 

force and effoct as if you were giving them in a court 
of law. Do you understand that? 

A. Yes, I do. 
Q. Okay. It's very important because the 

official record of my questions and your answers is 
being taken down by a corni reporter so that it's 
prepared in a written document, so you will need to 
answer my questions verbally rather than through nods or 
shakes of the heads or gestures. Do you understand 
that? 

A. Yes, l do. 
Q. Okay. It's also important that you do your 

best to let me finish my question before you give your 

Min-U-Script® ZAHN COURT REPORTING (2) 5-8 
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Dr. 

Page 177 Page 179 

1 A. And it also means that in the 1 Q. Okay. Or you weren't? 

2 that this component can jointly 2 Did you present Exhibit 21 to Dr. Halal for 

3 achieve these functions that I ··-we read, 3.1 3 his 
4 through 3.4, with the other in the system 
5 such as the mobile terminal. 
6 Q. I understand your testimony. 
7 appreciate that 
8 back at the ""''"'"''~"'''' 
9 application, Exhibit 18. 

4 

5 

6 

7 

8 

9 

10 At page 3549 through 3950, there are 10 

11 declarations by the inventors. Do you see those pages? 11 

It's page 3549 and 3550.' 
13 MR. WILLIAMSON: 3550. 13 

THE COURT REPORTER: You said 39. 

MR. GROCHOCINSKI: Well --
THE WITNESS: I don't think so. l think my 

attorney sent it to him. 
BY MR. WILLIAMSON: 

Okay. I'm sorry. 
unclear. 

question may have been 

I asked if you were involved at all in 
obtaining Dr. Ha!al's signature on this decluration, 
Exhibit 21. , 

A. Yes. 
Q. You were involved. 

MR. WILLIAMSON: I did? All right. 3549 15 How were you involved? 

through 3550. 16 A 1 think I was, according to what I recall, I 

17 BY MR. WILLIAMSON: 17 think that I was copied, I was copied by my attorney and 

18 Q. Do you have those pages before you, Dr. Wang? 18 by Professor Halal for their communication related with 

19 

20 

A. Yes, sir. 19 this signature. 
Q. Okay. Do you see that those -- that there's a • 20 Q. If you will look at his signature on that 

21 

22 

23 

declaration page and then a continuation page with a 21 page, page 3 of Exhibit 21 and then also look at what 

name of third inventor and name of fourth inventor? '22 purports to be his signature on page 3549 in the 

A. Yes, sir. 23 nonprovisional application declaration, Exhibit 18, 

24 

25 

Q. Did you circulate the declaration to the other 24 would you agree with me that those are different 

inventors, your brother Ronald, Dr. Halal and your 25 signatures? 

Page 178 

1 father Ximing 1 

2 A. You mean for their signature? 2 

3 Q. Yes. .3 

4 A. Yes, sir. 4 

5 Okay. Did you do it by mai! or do it in 5 

6 ~~oo? 6 

7 Can you explain to me how you obtained the 7 

e signatures of ~he co-inventors on the declaration? 8 

9 A. J don't remember. 9 

10 Q. Okay. Do you remember hmv Mr. 1-lalal's 10 

11 signature was obtained? 11 

12 A. Sorry, i don't 12 

13 (Declaration of William E. Halal was 13 

14 marked Deposition Exhibit Number 2 l.) 14 

1s BY MR. WILLIAMSON: 15 

16 Q. We've marked as Exhibit 21 a copy of the 16 

17 declaration of William Halal in support ofVlS' response 17 

in opposition to Samsung's motion to transfer venue of 18 

this case to the District of New Jersey. 19 

And on the third page of that declaration is a 
signature that purports to be Dr. Halal's signature. 

19 

20 

21 

22 

23 

20 

24 

25 

Did you -- were you involved at all in 
obtaining Dr. Hala!'s signature on this declaration, 
Exhibit 21? 

A. sir. 

23 

24 

125 
I 

Page 180 

MR. GROCHOCINSKI: Objection. Calls for 
speculation, Jack of foundation. 

BY MR. WILLIAMSON: 
Q. You can go ahead and answer. 
A. I'm sorry, what's your question? 
Q, Would you agree with me that those look like 

different signatures? 
A. No, 1 don't. 
Q. You think that those are _ _. those 

are -·· look like they are written by the same person? 
A. I believe those signatures was the 

same person. 
Q, Okay. Do you have any understanding of why, 

for instance, in Exhlbit 18 on page 3549 --
A. 18? 
Q. Yes. 

-- it's missing the middle initial E from the 
signature? 

A. No, I don't. 
Q. But your testimony here today is that you 

understand that Dr. Halal signed personally both 
Exhibit 18 on the declaration page and Exhibit 21, to 
the best of your knowledge? 

A. Yes, sir. 
Q. Staying on Exhibit 18 which is the 

ZAHN COURT REPORHNG l77-1ll(l 
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Virginia innovation Sciences, foe. v. 
Samsung Electronics Co., Ltd., ck. 
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Page 181 

nonprnvisional application, there are signatures by four 
inventors: yourself, Ronald, Dr. Halal and'your father 
Ximing Wang . 

Why was your cousin Tiecheng Wang not listed 
as an inventor on the nonprovisiona! application? 

A. According to U.S. patent law, he shouldn't be 
named as a co-inventor of this invention. 

Q. What happened between the time you filed the 

non- -- the provisional application and the 
nonprovisional application that led you to believe that 
your cousin was not an inventor on the inventions in the 
nonprovisional application? 

MR. GROCHOCINSKI: And I'm just going to 
instruct you not to disclose any communications you 
had with your lawyer. 

But subject to that restriction, you can 
answer the question. 

THE WITNESS: I talked with my attorney. 
BY MR. WILLIAMSON: 

Q. Okay. So don't give me any of the substance 
of that. But that was the, that was the answer to my 
question that I asked, so I don't want any further 
elaboration. 

Were there any -- is there any subject matter 
that you believe was included in the non- -- in the 

Page 182 

provisional application relating to the inventive 
contribution ofTiccheng Wang that was later not 
included in the nonprovisional application? 

A. I'm sorry? 
Q. Yes. 

Was there any inventive contribution by your 
7 cousin Tiecheng Wang that's disclosed in the provisional 
e application that was not later included in the 

nonprovisional application? 

6 

9 

/10 
'11 

12 

13 

A. l'm not aware of any. 
Q. Has VIS ever obtained an assignment or a 

quitclaim of any rights from Tiecheng Wang? 
A. I'm not aware of any. 
Q. Did you ever inform your cousin that he was 

1s not being listed as an inventor on the nonprovisional 
patent application'? 

14 

16 

17 

18 

19 

A. I don't recall that I talked to him about it. 
MR GROCHOCINSKI: Brett, would you mind if we 

got the cords for this? 
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and we're going to be at that point, too. 
Why don't we go ahead· and take our break now, 

and then we'll try to continue and then finish 
through six. 

THE VIDEOGRAPHER: We're going off record at 

4:13 p.m. 
(A recess was taken from 4:13 p.m. until 

4:29 p.m.) 
(Assignment was marked Deposition Exhibit 

Number 22.) 
(Assignment was marked Deposition Exhibit 

Nuniber 23.) 
THE VIDEOGRAPHER: We're going back on record 

at 4:29 p.m. 
This is the start of disk number 5 in the 

30(b)(6) deposition of VIS. 
BY MR. WILLIAMSON: 

Q. Dr. Wang, you understand you're still under 
oath? 

A. Yes, sir. 
MR. WILLIAMSON: Tim, I marked 22 and 23. 

MR. GROCHOCINSKI: Got it. 
BY MR. WILLIAMSON: 

Q. Dr. Wang, I've asked the court reporter to 
place in front of you here what we've now premarked as 

Page 184 

1 Exhibits 22 and 23 which are two assignment documents. 

2 Let me ask you first about Exhibit 22, VIS 
3 13 J 1 through 1312, which on the second page looks like 
4 it was executed on January 7th, 2011 and January 8th, 
5 2011 for the assignment by each of the inventors under 
6 the '341 application which we've looked at as the 
7 nonprovisional application from which the first four 
8 patents in suit claim priority. 
9 Do you recognize that document? 

10 A. Yes, sir. 
11 Q. Okay. And did you sign Exhibit 22 on or about 
12 January 7th, 2011? 
13 A. 1312'? You mean page 1312? 
14 Q. Yes, page 1312. 
1s A. Yes, sir. 
16 Q. Okay. Have there been any further assignments 
17 of rights to the application and subsequent patents as 
18 set forth on Exhibit 22 since the assignment by the 
19 inventors to VIS? 

20 MR. WILLIAMSON: Oh, yeah, let's do that right 20 A. For this patent? 

21 

22 

23 

Q. Yes, for this application which relates to the 
22 nonprovisional application that we've looked at and the 

MR. GROCHOCINSKI: Whatever you want to tlo. 23 patents that issued from that application. 

now. Let's do it. 21 

THE VIDEOGRAPHER: Go off record? 

I'm not trying to disrupt you. 24 A. No, sir. 

25 MR. WILLIAMSON: No, no, and it's a good -- 25 Q. There's been no other assignments? 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRGINIA 

Norfolk Division 

Civil Action No. 2:12-CV-00548-MSD-DEJH 

VIRGINIA INNOVATION SCIENCES, INC. ) 
l 

Plaintiff, ) 
v. ) 

l 
SAMSUNG ELECTRONICS CO., LTD; J 
SAMSUNG ELECTRONICS AMERICA, INC; ) 
SAMSUNG TELECOMMUNICATIONS AMERICA,) 
AMERICA, LLC, ) 

) 
Defendants. ) 

Dr. Tiehong Wang - Vol. 2 
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2 

I N D E X 
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4 

5 

6 

7 

8 
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by its deaignee DR. TIEllONG WANG 

Continuf:Jd Examination By Mr, Williamson 

E X a I B I T S 

9 NO. DESCRIPTION 
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PAGE 

256 

10 35 

11 36 

12 

Document. titled "492 Pate:nt 11 with colwxm.a 

l?AGE 

268 

Amendment in Response to Non-Final 

Office Action 

274 

10 

11 

12 

13 

14 

15 

16 

J.7 

18 

19 

20 

21 

22 

23 

24 

25 

VOLDMB II 13 3? Notice of Allowance and Foo(a) Dues 278 
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287 

(By Videotapu) 1.4 38 

30 (b) (6) DEPOSITION UPON OfuU. EXllMXNAl'ION OF 15 39 

VIRGINIA INNOVATION SCIENCES, INC, 

by its designee 

DR, TIEHONG WANG 

TJ\.lIBN ON BEHALF OF 'l'HE DEFENDANTS 

Tysons Corner, Virginia 

Thursday, March 28, 2013 
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Counsel for the Plaintiff 

O'MEY,VJ<:NY & MYERS LLJ? 
By: BRETT J. WILLIAMSON, ESQUIRE 

CAMERON WESTIN, ESQUIRE 
610 Newport Center Drive, 17th Floor 

Nh;;f'ffJa::i~~~~~~;;ornia 92660-6429 

cwestin@omm.com 
Counsel for tho Defendants 

14 Also Present: 

1.5 Jason Levin, Videog;i:apher 

16 Dr , Ronald Wang 

17 

1.8 

19 
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1

23 

24 

25 

l 

16 
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20 
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22 

23 43 

24 
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4 44 

5 
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7 

8 46 
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1.0 48 

11 
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l.3 49 
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15 
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18 
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23 

24 

25 

Patent 6,970,127 

Document titled "System :fo:r Display of 

Portable XT Devi.cas 11 

Article from Inside DSP 294 

Application of U.S. Patent No, 7,899,492 309 

to Samsung Galaxy S III & Relatud DLNA 

or MHL Compatible Devices 

Application of U.S. Patent No, 7 1 899,492 

to Samsung Blu-Ray l?layeFs 

Application of U.S. Patent No. 7,957,733 

318 

321 

to Samsung Galaxy S III & Related DLNJ\. or 

MHL Compatible Devices 
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E X H I B I T S (Continued) 

DESCRJ.P'r!ON 

Document titled 11 Sruusung Electronics 

and the Chine.sa Threat 11 

2011 Tax Return Filing Instructions 

with attached 2011 Tax Return 

Pl\.GE 

325 

328 

Complaint 339 

Reissued Patent US Rll40,753 E 341 

Joint Motion for Entry of an Order 343 

Reflecting the Stipulation of Dismissal 

with Prejudice 

Comprehensive Business Report 345 
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1 the language added by VIS in the 

2 amendment didn't distinguish Cohen? 

3 A l'm 
4 Q. Yes. 
5 Was there ever -- do you recall any 

6 statements by the examiner either in your personal 

7 interviews as of the prosecution of the 

8 application or in any telephonic 

9 conversations as to !he amendment offered VIS in 

10 the response to Office Action that we looked at in 
11 Exhibit 36 was not sufficient to distinguish Cohen over 

12 VIS' 
13 A. I don't remember. 

14 Q. Do you have any idea where the language 

15 that the examiner added in the examiner's amendment as 

16 part of the notice of allowance in Exhibit 37 came from? 

17 A. I think it's from the specification of 

18 the patent application. 
19 Q. What leads you to think that? 

20 A. Because it's my knowledge that every 

21 claim in the issued patent or allowed claims must be 

22 fully supported by the specification of the patent 

23 application. 
24 Q. I understand your answer. 

25 question was actually slightly 

Page 281 

1 different than it was. 
2 Do you know where this claim language 

3 came from, this claim language that was added 

4 by the examiner? 
5 A. That I need to read the specification. 

6 Q. Okay. If I could ask you to then look 

7 back at another exhibit from yesterday, it's Exhibit 

8 the issued '492 patent. 
9 A So can I, can 1 close everything? 

1 o Q. I think so, yes. 1f we need to go back 

11 to that 1 will -- I'll let you know. 

12 /\. At this point, there's no order in this 

13 stack. lt may take me -- it take us a little bit longer 

14 to find --
15 

16 

17 

18 

19 

20 

21 

We'll blame Mr. Grochocinski for that. 

MR. GROCHOCINSKI: That's right. 

There. 
THE WITNESS: Thank you. 

BY MR. WILLIAMSON: 
Q. Do you have Exhibit 32 in front of you? 

A. Yes, sir. 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

1 

Dr. 
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patent. 
The third line down lists U.S. Patent 

Number to Rakib. Do you see that? 
A. Yes, sir. 

Do you remember that rPt.~"'"!'IC'P the Rakib 

reference? 
A. No, sir. 

MR. WILLIAMSON: 38 now, 

THE COURT REPORTER: Yes. 

MR. WILLIAMSON: Exhibit 38. 

(Patent 6,970, 127 was marked Deposition 

Exhibit Nuinber38.) · 

BY MR. WILLIAMSON: 
Q. The court has marked as 

Exhibit 38 a copy of the Rakib patent U.S. 6,970,127 

that's listed on the face of the '492 patent. 

And this copy of Rakib was produced by 

VIS in response to Samsung's request for production at 

document control numbers 14 through 41. 

Let me first ask you about 14, page 14 

which is the first page of the Rakib patent. 

Dr. 
A. 
Q. 

Do you have that in front of you, 

Yes, sir. 
At the last part of the abstract, the 

Page 283 

last approximately five or six lines, there's a line 

2 written in the right-hand margin, and I believe the word 

3 " do you see that? 
4 

5 

6 

7 

8 

9 

10 

A. sir. 
ls that your handwriting? 

A. Yes, sir. 
Q. Okay. When did you write the word "core" 

on this copy of the Rakib patent? 

A. sir, I don't recall. 
Q. Okay. Do you remember why you wrote the 

11 word "core" in the right-hand of the face page of 

12 the Rakib patent? 
l3 A. best recollection would be l thought 

14 it is the major idea of this patent 

15 Q. Okay. If you would then turn in 

Exhibit 38 to page 40, VIS 40, which is -- contains 

column 34 of the Rakib patent, and do you see a 

18 bracketed handwritten notation in the right-hand column 

19 next to claim l of the Rakib patent and then there's 

20 three words written in the margin "caution important 

16 

17 

21 art"? Do you see that? 

22 Q. Let me ask you to look at the second page 22 A. Yes, sir. 

23 of Exhibit 32 which is the continuation of the face page 23 

where there's a list, a continued listing of U.S. patent 24 

documents that were cited in the prosecution of the 25 

Q. Okay. Did you write those words? 

24 A. I think so, sir. 

25 Q. Do you remember when you wrote 
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Virginia Innovation Dr. 
E!cctronks Co., 

1 those words? 
2 A. No, sir. 
3 Q. Do you have any recollection at all 

Page 284 Page 28(3 

1 with, did you believe that Rakib was related to the 
2 inventions that you and your co-inventors were seeking 
3 on and that issued as the six patents asse1ied 

4 whether it occurred the prosecution of any of the 4 

5 

6 

against Samsung in this case? 

s in suit being asserted A. could you repeat your question? 

6 A. l 'rn sorry? Q. Sure. 

7 Q. Do you have any recollection at all of 7 

8 when you would have written that down, whether it was 
9 during the prosecution of the in suit against 

Did you believe when you gave a copy of 

e the Rakib to your patent prosecution attorney, 
9 that the Rakib reference was related to the inventions 

10 

11 

12 

14 

15 

16 

17 

18 

19 

1 

2 

3 

4 

5 

6 

:13 

!14 
15 

16 

17 

:18 
1
19 

20 

21 

22 

23 

24 

25 

Samsung, that is, before they were issued? 10 that you and your co-inventors were seeking patents on 

A. No, sir. 11 as evidenced by the six patents being asserted against 

'What's the most recent it could have been 12 Samsung in this case? 

that you wrote those words down? 13 A. I give this mi as soon as I realized 

A. l'm not sure, sir. 14 this art to our patent prosecutor --

Q. Okay. So you don't have any 15 Q. Yeah. 

recollection? 16 A. -- is to let hlm decide what to do with 

A. None for me to make ce1tain. 17 this art if the content is related enough to the patent 

Q. And what did you mean by "caution 18 application. 

impotiant art"? 19 Q. But you made some determination that it 

A. best guess would be at that moment 20 was possible that the Rakib patent was related to the 

where l wrote it, where I read it, I think that's 21 patent applications, correct? 

important art. 22 A. Correct. 

Q. Do you recall whether it was the 23 You didn't every single article that 

applicant that disclosed the Rakib patent to the 24 you read or patent that you came across while the patent 

Patent Office or whether it was a reference that was 25 applications were being prosecuted to your patent 

Page 285 

located and cited for the first time by the examiner? 
A. I believe that as soon as I read this 

art, I give it to my prosecutor. 
Q. Okay. did you do that? 
A. Because he was responsible for 

communicating with the Patent Office. 
Q. Did you believe that Rakib was material 

to the inventions that you and your co-inventors were 
claiming? 

1 

2 

3 

4 

5 

6 

7 

e 
9 

prosecuting attorney, correct? 
A. That's correct. 
Q. Do you know whether Mr. Tobin disclosed 

the Rakib patent to the Patent Office? 
A. That l need to look at the prosecution 

history. 
Q. Okay. But without looking at the 

prosecution history, you don't recall one way or the 
other? 

MR. GROCHOClNSKI: Objection. Calls for 10 A. sir. 

a legal conclusion. 
BY MR. WILLIAMSON: 

Q. I'm just for your belief when you 
gave it to your patent attorney. 

A. I don't understand the 
"material" that you use in this question. 

Q. Sure. 

of 

You testified that you gave a copy of the 
Rakib patent to your patent prosecution counseL 

And l'm asking you whether in a 
copy of Rakib to your patent prosecution counsel, did 
you determine that it was material? 

1 understand that you don't understand 
what I mean by "material," so I just want to clarify. 

Did you believe that -- well, to start 

11 

12 

13 

Okay. 
THE COURT REPORTER: 39. 
MR. WJLLIAMSON: 39? Okay. 

l4 (Document titled "System for Display of 
15 Portable IT Devices" was marked Deposition Exhibit 
16 Number 39.) 
17 BY MR. WILLIAMSON: 
18 Q. Dr. Wang, I've asked the court reporter 
19 to hand you what's been marked as Exhibit 39 -- oh, my 
20 bad -- which is a document produced by VlS in response 

21 to Samsung's request for production marked page numbers 

22 3814 through 3833. This is a document that was recently 

23 produced just before your deposition, so l'm taking it a 
24 

25 

little bit out of order from some of the discussions we 
had yesterday. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF VIRG 

NORFOLK DIVISION 

CIVIL ACTION NO. 
2:12-CV-00548-MSD-DEM 

VIRGINIA INNOVATION SCIENCES, INC., 

Plaintiff, 

v. 

SAMSUNG ELECTRONICS CO., LTD; 
SAMSUNG ELECTRONICS Al~ERICA, 
INC.; SAl~SUNG 

TELECOMMUNICATIONS .AMERICA, 
LLC, 

De s . 

VIDEOTAPED DEPOSITION OF 

WILLIAM E. HALAL, Ph.D 

Washington, D.C. 

Wednesday, July 24, 2013 

x 

1 
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1 

2 

3 

4 

5 

6 

7 

8 

9 

WILLIAM HALAL 1 WILLIAM HALAL 

2 LX!lll31TS 

Wednesday, July 24, 2013 

9:00 a.m. 

3 EXHlBIT NUMBER DESCRJPTlON PAGE NO. 

4 No. l 35 - subpoena 23 

5 No. 136 ·subpoena 23 

6 No. l37 · 00410237 32 

10 

11 

Videotaped Deposition ofWJLL!AM E. JJALAL, Ph.D, 7 

taken by D<0fendant at the offices ofO'Mdvcny & 8 

Myers !LP, l 625 J Street Northwest Washington, D.C., 9 

before Randi J. Garcia, Registered Professional 10 

Reporter, and Notaiy Public in and for the District 

12 of Columbia, beginning al approximately 9:00 a.m. 

13 when were present on behalfof'th,; respective 13 

14 parties: 14 

No. 138 • TcchCast printout 41 

No. l39 - TcchCast Expert Panel 50 

No. 140 ·Overview for New Visitors 56 

No. 14 I ·Smart TV and everything else 57 

No. 142 ·Global Brain 50 Percent 6 l 

15 15 (All exhibits attached to original transcript.) 

16 16 

17 17 

18 18 

19 19 

20 20 

21 21 

22 22 

23 23 

24 24 

25 25 

Page 2 Page 4 

1 WILLIAM HALAL 
2 APPEARANCES: 
3 for the Plaintiff: 
4 TIMOTHY E. OROCHOCJNSKJ, ESQUIRE 

lNNOVO LAW, PC 
5 1900 Ravinia Place, 

Orland Park, Illinois 60462 
6 708.675. 1974 

tcg(<})innovalaw.com 
7 

For the Ddendants: 
8 BRETT .J. W!LUAMSON, ESQUIRE 

O'Melvcny & Myers LLP 
9 610 Newport Center Drive 

17th Floor 
10 Newport Beach, California 92660 

949.823.7987 
11 bvvilliamson@omm.com 
12 
13 ALSO PRESENT: 
14 Ellen Hebert Videogrnphcr 
15 
16 INDEX 
1 7 WITNESS Page 
18 WILLIAM E. HALAL, Ph.D 
19 By Mr. Williamson 5 
20 By Mr. Grocbocinski l 02 
21 
22 
23 
24 
25 

Page 3 

1 

2 

3 

4 

5 

6 

7 

8 

9 

23 

24. 

25 

WILLIAM HALAL 

THE VIDEOGRAPllER: Good morning. We are 

on the record. This is the recorded video 

deposition of Dr. William Halal in the maller 

of Virginia Innovation Sciences lncorporated 

versus Samsung Electronics Company Limiled, 

Samsung Electronics America Incorporated, 

Samsung Telecommunications America, LLC taken 

on behalf of' the Defondant Samsung Electronics 

Company Limited. 

This deposition is taking place al 

O'Melveny & Myers at 1625 J Street, Northwest 

Washington; D.C. on Wednesday, July 24, 2013 

at 9:00 a.m. 

My name is Ellen Hebert. I am the 

videographer with ll.S. Legal Supprn1 locatcd 

at 1230 Columbia Street, Suite 400, San Diego 

California 92 l OJ. 

Video and audio recording will be taking 

place unless all counsel have agreed to go 

off the record. 

Would all pn;sc;nl please identify 

themselves beginning with the witness. 

THE Wl11'JESS: William Halal. 

MR. GROCHOCINSKl: Tim Grochocinski on 
Page 5 

2 2 to 5) 
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1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

WILLIAM HALAL 

on the second 

A Oh, yes. That is 
No question about it. 

my 

MR. WtLL!AMSON: Let's go off the record 

for a second, hccausc l am now searching for a 

document. 
TBE VIDEOGRAPHER.: off the record. 

The time is l i :20 a.m. 

(Thereupon, a brief recess was taken.) 

T!IE VIDEOGRAPHER: back on the 

12 record. The time is l l :2 J a.rn. 

13 BY MR. WILLIAMSON: 

14 Q if! asked you this 

15 question already, but lam to show you 

16 Exhibit 2 I, which is a declaration of William 

17 Halal in support of Virginia Innovation 

18 Science's Response in Opposition to Samsung's 

19 Motion to Transfer Venue to the District of New 

20 

21 This is what l may have already asked 

22 you, whether you still reside at 3342 Maud 

23 Street, Northwest in Washington, D.C.? 

24 A Yes. 
25 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 
11 

12 
13 
14 

15 

16 

17 

18 
19 
20 
21 

22 

23 
24 

25 

Q Do you have any plans to move from that 
Page 90 

WILLIAM IlALAL 

address between now and the end of the calendar 

year? 
A No. 

Q Arcyou any 

between now and the end of the calendar 

more than a week. !\ 

Q to the last page of Exhibit 2 l. 

Is that your signature? 

A Yes. 

Q 
some 

A 

this document at 

of this lawsuit'? 

Q Did you understand th al you were 

asked to provide information lo the 

convenience to you of the case in the 

District 

A Yes. ! remember that Yes. 

Q And l take it you believed it was more 

convenient for the case to stay in Virginia'? 

A Yes, yes, yes. 
Q Do you still have Exhibit l 8 in front of 

A Yes. 
Page 91 

1 

2 

3 

4 

5 

6 

'7 

8 

9 

1 

2 
3 

4 

5 

6 
7 

8 
g 

Ph.D. 

WILLIAM HALAL 

Q We talked about the utility patent 

If l could ask you to turn to 3549 

towards the end of the document 

A 
Q At !be bot1om of that there is a a 

name of second inventor. And it has your name. 

A 
Q lt also has the address of3342 Maud 

Street. 
A Yes. 
Q Did you authorize Ann to 

name on that document? 

your 

A Yes. We did that often, just for 

convenience. Rather than make a trip to her 

home In Virginia, l asked if she could for 

me. 
Q So you remember in particular in this 

instance telling her she was authorized to 

your name to the document? 

A Well, \Ve did that often. l don't 

remember this particular document, but that 

happened a lot. 

Q But you will agree with me that that is 

not your signature? 
Page 92 

W!LL!/\M HALAL 

A That is not my signature, no. 

Q Do you remember anything more in 

particular relating to the signature on 

Exhibit 18 in terms of giving authorization to 

Ms. 
A 

Q 
Do I remember anything in 

J think you testified that it was 

customary in connection with these 

patents for you to authorize her to 

name. Hut do you remember 

with respect to the doenment that is marked as 

Exhibit l 8'1 

A I couldn't follow all of the 

machinations of this thing. l just did what she 

told me to do, As l said, 1 left it to 

her and Ron. 

Q With respect to whal you just testified 

to, with respect to Ann and Ron, do you 

understand that they were the people primarily 

responsible for applying for patents? 

/\ Yes. 
Q Were you involved in any way in the 

process by which the patents were sought frorn 

!he U.S. Patent and Trademark Office? 
Page 93 
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1 

2 
3 

Wmiam 

W!LUAiv! HALAL 

to you raise. 

CROSS-EXAMJNJ\ T!ON 

1 

2 

3 

4 BY MR. GROCHOClNSKl: 4 

5 Q Professor Halal, did you contribute to 5 

6 the 6 

7 A Y~. 7 

8 Q 8 

9 named as a coinventor on the 9 

10 \lR. WILLIAMSON: 10 

11 MR. GROCHOCJNSKJ: You can answer. 11 

12 THE WITNESS: Should I answer this or not? 12 

13 BY MR. GROCHOClNSKl: 13 

14 Q Youcananswcrthc 14 

15 A Yes,! did. 15 

16 Q Do you have any reason to believe you 16 

17 should not have been named as a coinvemor':' 17 

18 A No. 18 

19 Q 
20 

21 Putcnt "'''U"'-'"'·"" 
22 

23 

24 
25 

1 

2 

3 

4 

5 

6 

7 

8 

9 

A I got it. 
Q can turn to page 3549. It's the 

page with ··- well, your name and signature on 

il. 
Page 102 

WlLLIAM HALAL 

A Yes. 

Q Did you authorize Dr. Ann Wnng to 

your name on Exhibit 18? 

A Yes. 
Q Do you have any reason to believe that 

you didn't authorize her to sign your mnnc? 

A No. 

25 

1 

2 

3 

5 

7 

8 

MR. GROCHOClNSKI: That is all l have. 9 

MR. WILLIAMSON: Nothing forther frrwn me. 10 

THE WITNESS: We are done? 11 

MR. WILLIAMSON: We arc. 12 
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Ph.D. 

WILLIAM llALAL 

CERT!FICA TE 

DISTRICT OF COLUMBlA 

l, the undersigned authority, hereby 

certify that the foregoing transcripl, pag.e l 

through l 03 is a true and correct transcriplion of 

the deposition of William E. Halal .. Ph.D, taken 

before me at the time and place set forth on the 

title page hereof: 

l further certi ly th at said 

witness was duly sworn by me according to law. 

1 forther certify !lrnt I am not of 

counsel to any of the parties to said cause or 

otherwise interested in the event thereof 

lN WlTNESS WHEREOF l hereunto set my 

hand and afilx official seal this 3rd day of 

August, 20 l3. 

RANDI G.All.ClA, COURT REPORTER, RPR 

NOTARY PUBLIC 
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WILLIAM HALAL 

l CERTIFY TJllS rs A TRUE A~:!) 

ACCURATE TRANSCRIPT FLRTHER DEPONENT SA YETH NUl 

THE WITNESS 

DISTl\ll'T OF COLUMBIA 

Sworn and s11bscrib0d lo bcfrin:; me this 

dav or ........ 2013 

10 

11 

12 

13 

14 

THE WITNESS: That was lt was 13 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

kind of fon. 14 

THE VlDEOGRAl'HER: This concludes today's 15 

videotaped deposition of Dr. William Halal. 

Going off the record. The lime is J 1 :47 :un. 

(Whereupon, at l l :47 a.m., the 

was concluded.) 
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I. INTRODUCTION 

Nearly ten months after initiating this patent infringement lawsuit, plaintiff Virginia 

Innovation Sciences, [nc. ("VIS") chose to expand and transform the case by filing a First 

Amended Complaint ("F AC") which included for the first time a claim for willful infringement. 

Defendants Samsung Electronics Co., Ltd., Samsung Electronics America, Inc., and Samsung 

Telecommunications America, LLC (collectively "Samsung") properly filed an Answer to the 

F AC, which included an affirmative defense and counterclaim of inequitable conduct. The 

allegations underlying the defense and counterclaim stem from VIS's submission of a false 

signature to the United States Patent and Trademark Office ("USPTO") during the prosecution of 

the asserted patents, and VIS' s failure to submit known and self-described "important art" in the 

prosecution of certain of those patents. VIS now attempts to avoid the repercussions of its 

actions by misstating applicable law and by creating new evidence that contradicts recent 

deposition testimony based on a sudden "refreshed recollection." 

The FAC changed the scope of this case by adding willful infringement As a result, 

Samsung "is allowed to answer the amended complaint anew as though it were the original 

complaint." Digital Privacy, Inc. v. RSA Security, Inc., 199 F. Supp. 2d 457, 459 n.2 (E.D. Va. 

2002). Further, VIS is not entitled to summary judgment on Samsung's inequitable conduct 

counterclaim. VIS's motion actually creates genuine issues of fact through submission of 

declarations either contradicting prior evidence or reciting in detail alleged facts that its 

witnesses could not recall in the face of cross-examination. Since triable issues of fact exist that 

go to the heart of Samsung's inequitable conduct counterclaim, the motion should be denied. 

II. RELEVANT PROCEDURAL HISTORY 

VIS filed its complaint on October 4, 2012. (Doc. # 1.) On July 24, 2013, it filed the 

FAC. (Doc. # 121.) The FAC included a new count, denoted Count VIII, which asserts that 

-1-
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Samsung willfully infringed the asserted patents. (Id 1liJ I l 4-J 41 .) The F AC also added a 

prayer for relief seeking enhanced damages based on that alleged willfulness. (Id.) Samsung 

then filed a motion under Fed. R. Civ. P. 12 to dismiss the willfulness claim and to strike the 

related allegations as extraneous (Doc. # 124), which remains pending, and subsequently filed its 

Answer, Affirmative Defenses, and Counterclaims to the F AC ("Answer"). (Doc. # 131.) 

Included in Samsung's Answer is a counterclaim based on VIS's inequitable conduct during the 

prosecution of the patents-in-suit. (Id. irn 70-109.) VIS has now filed the present motion seeking 

to strike the inequitable conduct counterclaim, or in the alternative for summary judgment on 

that counterclaim. (Doc.# 141.)1 

III. VIS'S MOTION TO STRIKE SHOULD BE DENIED 

A. Standard for Responding to an Amended Complaint 

As VIS acknowledges, leave to amend is not required to answer and respond to the filing 

of an amended complaint. (Doc. # 142 at p. 12 (citing Elite Entm 't, Inc. v. Khela Bros. Entm 't, 

227 F.R.D. 444, 447 (E.D. Va. 2005).) The only restriction on such a response is that it reflects 

the breadth of the amendments to the complaint. Elite, 227 F.R.D. at 446. This is a measure of 

proportionality, not ofrelation. See id at 446-47 (adopting moderate approach for determining 

allowable responses and rejecting narrow approach that required relation between the 

amendments to the complaint and amendments to the response). Thus, as VIS also admits, when 

an amended complaint changes the scope of the case, the opposing party can respond as of right 

with new matter-including counterclaims-because the changes are proportional: both expand the 

scope of the lawsuit. Id. As one court faced with this same situation earlier this year put it, 

"since the amended pleader chooses to redo his original work, and receives the benefit of this 

1 VIS does not seek to strike, nor obtain summary judgment on, Samsung's affirmative defense 

of inequitable conduct. (See Doc. # 141.) Thus that defense is not at issue in this motion. 
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nunc pro tune treatment, he can hardly be heard to complain that claims filed against him are 

improper because they should have been asserted in response to his original pleading." Hydro 

Eng'g, Inc. v. Petter lnvs., Inc., 2013 U.S. Dist. LEXfS 40552 at *10 (D. Utah Mar. 22, 2013) 

(internal quotations omitted). 

B. Samsung Is Entitled to Plead Its Inequitable Conduct Counterclaim in 
Response to VIS's Expanded First Amended Complaint 

VIS quotes the "breadth" standard from Elite and cites to it as authority to strike 

Samsung's counterclaim, but proceeds to apply it in a way squarely rejected by that court. (Doc. 

# 142 at pp. 12-13.)2 Specifically, VIS argues (without elaboration) that the Court must strike 

Samsung's inequitable conduct counterclaim because it is not "tied" to the willfulness claim. 

(Id.) But this is a measure of relation, and therefore irrelevant under Elite and the majority of 

decisions confronting this issue, which reject that view of allowable counterclaims under Rule 

15. See Elite, 277 F.R.D. at 446-47; Turbomin AB v. Base-X, Inc., 2009 U.S. Dist. LEXJS 80373 

at *6-7 (W.D. Va. Sept. 2, 2009) ("The federal comis of Virginia, however, appear to have 

adopted the moderate view."). Indeed, "[ w ]hen a plaintiff files an amended complaint that 

changes the scope of the case, the defendant is allowed to answer the amended complaint anew 

as though it were the original complaint." Digital Privacy, 199 F. Supp. 2d at 459 n.2. Further, 

even under the rejected narrowed approach, Samsung's counterclaim is directly related to VIS's 

newly-added willfulness claim. Willfulness is based, as a threshold matter, on "infringement of 

a valid patent." In re Seagate, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (emphasis added). 

2 While relying on Elite, VIS also appears to argue it is superseded. (Doc.# 142 at p. 12 (citing 

Upek, Inc. v. Authentec, Inc., 2010 WL 2681734 at *2-3 (N.D. Cal. July 6, 2010)).) The more 

accepted view and reasoning is that Elite and similar cases are still effective. See Hydro Eng 'g, 

2013 U.S. Dist. LEXIS 40552 at 11-12; Buffalo Wild Wings, Inc. v. Buffalo Wings & Rings, LLC, 

2011 U.S. Dist. LEXIS 63925 at *9-10 (D. Minn. Mar. 21, 2011); cf, Fouad Daou v. Abelson, 

2012 U.S. Dist. LEXIS 51997 at *6 (D. Nev. Apr. 13, 2012). 
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Samsung's inequitable conduct counterclaim seeks to declare the patents-in-suit invalid and 

unenforceable, which would automatically defeat the willfulness claim. 

Finally, to the extent VIS's "tied to" statement is meant to suggest that Samsung's 

addition of one counterclaim is disproportionate to VIS 's amendments to the F AC, even under 

the "breadth" standard, that position is inccmect under governing law. See Digital Privacy, 199 

F. Supp. 2d at 459 (allowing an answer to an amended complaint with.five new counterclaims 

even though plaintiff added only one new claim in the amended complaint). Because Samsung 

was entitled to respond to VIS' s F AC with additional material as of right, the Court should deny 

the motion to strike.3 

IV.· SUMMARY JUDGMENT LEGAL STANDARDS 

A. Summary Judgment 

Summary judgment is appropriate only where the record, read in the light most favorable 

to the nonmoving party, indicates that "there is no genuine issue as to any material fact and ... 

the moving party is entitled to a judgment as a matter of Jaw." Fed. R. Civ. P. 56(a); see also 

Celotex Corp. v. Catrett, 4 77 U.S. 317, 323-24 ( 1986). Material facts are those necessary to the 

proof or defense of a claim, and are determined by referring to substantive law. Anderson v. 

Liberty Lobby, Inc., 477 U.S. 242, 248 (1986). In deciding a motion for summary judgment, 

"[t]he evidence of the nonmovant is to be believed, and all justifiable inferences are to be drawn 

in his favor." Id. at 255. 

"When the disposition of a case turns on a determination of intent, courts must be 

especially cautious in granting summary judgment because resolution of that issue depends on 

3 To the extent necessary, leave to amend should be granted in favor of Samsung, because VIS 

cannot show prejudice or undue delay. VIS admits it was on notice of Samsung's inequitable 

conduct contentions since April 30, 2013. (Doc.# 142 at p. 13.) Further, Samsung pursued Dr. 

Halal's deposition well within the discovery period and promptly amended its response upon 

VlS's changing the case's scope. 

-4-
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the credibility of witnesses as determined by the trier of fact after observation of the witnesses' 

demeanor during direct and cross-examination." Morrison v. Nissan Motor Co. Ltd, 601 F.2d 

139, 141 (4th Cir. 1979); see also Charbonnages de France v. Smith, 597 F.2d 406, 414 (4th Cir. 

1979). Further, even where facts may be undisputed, where parties disagree as to the inferences 

to draw, summary judgment is inappropriate. Morrison, 601 F.2d at 141. This is directly 

applicable to the issue of inequitable conduct. See KangaROOS USA. v. Caldor, Inc., 778 F.2d 

1571, 1577 (Fed. Cir. 1985). This rule applies equally regardless of whether the motion is for 

summary judgment of inequitable conduct or of no inequitable conduct. See Banner 

Pharmacaps, Inc. v. Perrigo Co., 2005 U.S. Dist. LEXIS 37842 at *14-17 (M.D.N.C. Aug. 1, 

2005); 3M Innovative Props. Co. v. Dupont Dow Elastomers LLC, 361 F. Supp. 2d 958, 980 (D. 

Minn. 2005). 

B. Inequitable Conduct 

To establish inequitable conduct, an accused infringer must prove two separate 

requirements: intent and materiality. Therasense, Inc. v. Becton, Dickinson and Co., 649 F.3d 

1276 at 1290 (Fed. Cir. 2011) (en bane). "[A]s a general matter, the materiality required to 

establish inequitable conduct is but-for materiality." Id. at 1291. Thus a court must determine if 

absent the inequitable conduct "the PTO would have allowed the claim." Id. However, the court 

recognized an exception to this general rule in "cases of affirmative egregious misconduct" such 

as submission of an "unmistakably false affidavit," that would not require a showing of 

materiality. Id. 

To meet the intent requirement, an accused infringer must show that the patentee acted 

with the specific intent to deceive the USPTO. Id. at 1290. Such intent can be established by 

showing that the alleged deceiver: (i) had actual knowledge of the withheld information; (ii) had 

actual knowledge of its materiality; and (iii) made a deliberate decision to withhold the 
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information. American Ca/car, Inc. v. American Honda Motor Co., Inc., 651 F.3d 1318, 1335 

(Fed. Cir. 2011); Therasense, Inc. v. Becton, Dickinson and Co., 2012 WL 1038715 at *8 (N.D. 

Cal. Mar. 27, 2012). Proof of intent need not be direct, and may be inferred from indirect or 

circumstantial evidence. Therasense, 649 F.3d at 1290. 

V. STATEMENT OF GENUINE ISSUES OF FACT4 

A. Inequitable Conduct Counterclaim 

1) - 3) Undisputed but irrelevant. 

4) Disputed, the stated fact is not supported by the cited evidence. The cited motion brief makes 

no statement regarding either parties' view on the significance of any reduction in claims or 

products. (See Doc.## 113, 114.) 

5) - 12) Undisputed but irrelevant. 

13) Disputed, the statement is not a statement of fact. The full basis of Samsung's counterclaim 

is laid out in its pleading. (Doc.# 131 at iii! 70-109.) 

14) Disputed, the statement is not a statement of fact. To the extent it can be construed as 

factual, the stated fact is not supported by the cited evidence. None of the cited documents 

discuss the evidence Samsung intends to rely on in proving its counterclaim. Further, Samsung 

continues to pursue evidence during the discovery period to prove its allegations. 

15) Disputed, the parties were not obligated to respond to any form of discovery until March 11, 

2013. (See Doc.# 40 at p. 2.) 

16) Disputed, the statement is not a statement of fact. To the extent it can be construed as 

factual, the stated fact is not supported by the cited evidence. None of the cited documents 

4 The following statements of genuine issues of facts are numbered to conespond with VIS' s 

statement of allegedly undisputed facts. (See Doc. # 142 at pp. 2-11.) 
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discuss the evidence Samsung intends to rely on in proving its counterclaim. Further, Samsung 

continues to pursue evidence during the discovery period to prove its allegations. 

B. Dr. Halal's Alleged Signature 

17) Undisputed but irrelevant. 

18) Undisputed. 

19) Disputed, to the extent "signatures on behalf of all co-inventors" implies or is intended to 

mean Dr. William Halal personally signed the Declaration for Utility or Design Patent 

Application ("Declaration of lnventorship") or that Professor Halal authorized another to write 

his name in place of a signature. See (Doc. # 142 Exs. 1, 2, 7); Ex. A,5 Deposition of Tiehong 

(Ann) Wang-Exhibit 18; Ex. B, Deposition ofTiehong (Ann) Wang-Exhibit 21; Ex C, 

Deposition ofTiehong (Ann) Wang Transcript 177:6-180:24; Ex. D, Deposition ofW. Halal 

Transcript 86:7-12, 89: 14-20, 92: 18-23, 91 :24-93:2. Undisputed that U.S. Patent Application 

No. 111165,341 ("the '341 Application") Declaration oflnventorship contains a writing in the 

portion provided for Dr. Halal 's signature. 

20) Disputed, genuine issues of fact exist as to whether Dr. Tiehong (Ann) Wang ("Dr. Wang") 

had assistance of counsel to file the '341 application. See, Ex. C at 165: 14-24; Ex. E, Deposition 

of C. Tobin 25:24-29:24, 40:9-42:9. 

21) Undisputed but irrelevant. 

22) Disputed, genuine issues of fact exist as to whether Dr. Wang knew that original signatures 

were required on the declaration of inventorship based on her deposition testimony, her efforts to 

obtain original signatures from her other co-inventors, and her eff01is to obtain original 

signatures from Dr. Halal for other US PTO submissions. See Ex. C at 177 :6-180:24; Ex. A ; Ex. 

5 All references to exhibits without preceding citations are to the exhibits of the declaration of 

Brett Williamson in Support of Memorandum in Response to Motion to Strike or in the 

Alternative for Summary Judgment on Defendant's Thirteenth Counterclaim filed herewith. 
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B; Request for Judicial Notice "!li! 1-3; (Doc.# 142 at pp. 6-7 (SUF 35-37)). 

23) Disputed, genuine issues of fact exist as to whether Dr. Wang had authorization. See, Ex. C 

at 177:6-180:24; Ex. D at 89:14-20; 92:18-24. 

24) Disputed. See Statement of Genuine Issues of Fact ("SGI"), supra, 22, 23. 

25) Disputed. Id. 

26) -27) Disputed, Dr. Wang testified that she circulated the '341 Patent Application Declaration 

oflnventorship for signature. Ex.Cat 177:6-178:4. 

28) Undisputed. 

29) Disputed, when confronted with the differences between Dr. Halal's actual signature and the 

one she submitted in the '341 application, Dr. Wang would not agree they looked different, and 

asserted that she believed they were from the same person. See Ex. C at 179:20-180: 12; Ex. A ; 

Ex. B. Disputed further whether Dr. Halal authorized Dr. Wang to write his name in for his 

signature. Ex.Cat 177:6-180:24; Ex. D at 89:14-20; 92:18-24. 

30) Disputed, genuine issues of fact exist as to Dr. Wang's intent and are further elaborated on in 

Section VII A. 2., infra. See Ex.Cat 177:6-180:24; Ex. A; Ex. B; RJN ~[i! 1-3; (Doc.# 142 at 

pp. 6-7 (SUF 35-37)). 

31) Disputed, assumes as fact a disputed legal issue. See Ex. D at 92: 18-23. 

32) Disputed, the stated fact is not supported by the cited evidence. (See Doc. # 142 Ex. 1 "I! 14) 

(stating only that counsel has been retained to evaluate taking action). 

33) - 34) Undisputed but irrelevant. 

35) - 37) Undisputed. 

C, Prosecution of the '733 and '398 Patents 

38) - 39) Undisputed. 

40) Disputed as to the U.S. Patent No. 7,957,733 ("the '733 Patent") specification. (See Doc.# 

-8-
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142Ex.18.) 

41) Disputed, the stated fact is not supported by the cited evidence. Samsung's thirteenth 

counterclaim is "focused" on VIS's inequitable conduct. (See Doc.# 131ati!1f70-109.) 

42) - 45) Undisputed. 

46) -50) Undisputed but irrelevant. 

51) Undisputed. 

52) - 59) Undisputed but irrelevant. 

60) -61) Disputed, the statement is not a statement of fact but a legal conclusion. 

62) Undisputed. 

63) - 65) Undisputed but irrelevant. 

66) Disputed, Dr. Almeroth identifies where Rakib discloses every limitation of U.S. Patent No. 

8,135,398 ("the '398 Patent") Claim 15. See (Doc.# 142 Ex. 33at1[ 366); (Doc.# 142 Ex. 34); 

Ex. F, Excerpt of Dr. Almeroth' s Report on Invalidity Ex. C-7 at 1-b. 

67) Disputed. See id.; (Doc.# 142 Ex. 35). 

68) - 69) Undisputed but irrelevant. 

70) Undisputed. 

71) Undisputed to the extent Dr. Wang testified she did not remember when she wrote the words 

or if it was in connection to the patents in suit. See Ex. C at 282: 14-284: 17. Disputed to the 

extent this statement of fact suggests alternative time frames for the notation that were not 

discussed with or suggested by Dr. Wang. Id. 

72) Disputed, genuine issues of fact exist as to Dr. Wang's intent, elaborated on further in VIl B. 

2 inji~a. See, id at 281:20-287:10; Ex. G, Deposition ofTiehong (Ann) Wang-Ex. 38; Ex.Eat 

18:6-20, 143:16-146:3. 
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VI. STATEMENT OF ADDITIONAL UNDISPUTED FACTS 

A. VIS's First Amended Complaint 

1) VIS first approached Samsung regarding leave to file an amended complaint before it took the 

deposition of Woojong Lee. Ex. H, July 9, 2013 E-mail from T. Grochocinski Re: VIS - Draft 

First Amended Complaint; (Doc.# 142 Ex. 5 at 1). 

2) VIS added a new topic (Topic 47) regarding Samsung's patent and patent applications on June 

17, 2013. (See Doc.# 142 Ex. 4). 

3) VIS's FAC asserts claim 22 of the '268 patent and claim 40 of the '381 patent, which were 

not previously asserted. (Compare Doc. # l with Doc. # 121 ). 

B. Dr. Halal's Signature 

4) Dr. Wang obtained personal signatures from Dr. Ximing Wang and Dr. Tiejun (Ron) Wang 

for the Declaration ofinvention filed as part the '341 Application. Ex.Cat 177:6-178:4. 

5) Dr. Wang wrote Dr. Halal 's name in his signature block for the '341 Application Declaration 

of Invention without indicating it was signed by another with authorization, by direction, or any 

other sign it was not personally signed by Dr. Halal. (Doc. # 142 Ex. 7 at VIS-001821.) 

6) During all relevant times, Dr. Ximing Wang resided in Beijing China. (Id. at VIS-001822.) 

7) During all relevant times, Dr. Tiejun (Ron) Wang resided at 9162 Regents Rd. Apt 1, La Jolla, 

CA 92037. (Id. at VIS-001821.) 

8) During all relevant times, Dr. Halal resided 3342 Maud Street NW Washington DC, 20016 . 

(Id.); Ex. D at 90:21-24. 

9) During all relevant times, Dr. Tiehong (Ann) Wang resided at 1600 Joyce St. Arlington, 

Virginia 22202. (Doc.# 142 Ex. 7 at VIS-001822); Ex.Cat 25:4-10. 

10) During all relevant times, VIS was headqua1iered at 1600 Joyce St. Arlington, Virginia 

22202. Ex.Cat 25:4-10. 
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11) Dr. Halal's residence is within 8 miles driving distance of VIS 's headquarters and Dr. 

Wang's residence. RJN at~ 1. 

12) Dr. Ximing Wang's residence is over 6,900 miles from VIS's headquarters and Dr. Wang's 

residence. Id. at~ 2. 

13) Dr. Tiejun (Ron) Wang's residence is over 2,600 miles driving distance to VIS's 

headquarters and Dr. Wang's residence. Id. at~ 3. 

14) Of the three co-inventors of the '341 Application besides Dr. Wang, Dr. Halal is the most 

conveniently located to VIS and Dr. Wang. Id. at~~· 1-3. 

C. Prosecution of the '733 and '398 Patents 

15) The '341 Application issued as the '492 Patent on March 1, 2011. (Doc.# 142 Ex. 15.) 

16) U.S. Patent Application No. 111802,418 ("the '418 Application") was filed on May 22, 2007 

and eventually issued as the '733 Patent. (See Doc.# 142 Ex. 16; Doc.# 142 Ex. 18 at VIS-

002067.) 

17) U.S. Patent Application No. 13,067,079 ("the '079 Application") was filed on May 6, 2011 

and eventually issued as the '398 Patent. (See Doc.# 142 Ex. 17.) 

18) the '418 Application is the immediate parent of the '398 Patent. (See id at VIS-002789.) 

19) VIS asserted the '733 Patent in its F AC. (See Doc. # 121 at~~ 78-95.) 

20) The claims of the '733 Patent and the '398 Patent are similar and any differences between 

them would be obvious to a person of ordinary skill in the art. (Compare Doc.# 142 Ex. 16 with 

Doc.# 142 Ex. 17.) 

21) VIS informed Samsung it was not asserting the '733 Patent on July 29, 2013. See Ex. I, July 

29, 2013 E-mail from T. Grochocinski re: VIS - Further Narrowing. 

22) During the prosecution of U.S. Patent Application 13/370,483, Dr. Wang directed her patent 

attorney Christopher Tobin to disclose to the Examiner prior ati references that had been 
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considered by the examiner in the '341 Application to which it claimed priority. Ex. E at 

139:12-140:15, 142:24-143:8, 143:16-146:3. 

23) Dr. Wang stated she provided Rakib (U.S. Patent No. 6,970, 127) to her prosecution counsel 

after determining that it was related to ongoing patent applications. Ex. C at 281:20-287:10. 

24) VIS has had only one prosecution attorney, Mr. Christopher Tobin. Id at 167:12-16. 

25) Mr. Tobin did not recall Dr. Wang ever giving him a copy of Rakib to consider or disclose to 

the US PTO. Ex. E at 168:25-170: 11. 

26) Rakib was not considered by the Patent Office during prosecution of the '733 nor the '398 

Patents. (Doc.# 136 at ii 47.) 

27) Rakib discloses the limitation "converting the multimedia content item for reproduction 

according to a determined signal format of the destination device." (Doc.# 142 Ex. 33 at~· 366); 

(Doc. # 142 Ex. 34 at 15-d); Ex. F at 1-b. 

28) Rakib anticipates or renders obvious the claims of the '398 Patent and the '733 Patent Id; 

Ex. J, Excerpts of Samsung's Fifth Supplemental Interrogatory Responses Ex. Bat p. 324-400. 

29) VIS' s prosecution counsel would have considered the materiality of art considered by an 

examiner in a another case for potential disclosure in another, even if it was parent-child related. 

Ex.Eat 124: 14-126:20, 146: 17-24.Dr. Wang was intimately involved with the prosecution of the 

asserted patents, even after retaining prosecution counsel. Ex. Eat 54:23-55: 10, 143: 16-146:9; 

Ex.Cat 189:8-192:15. 

VII. GENUINE ISSUES OF MATERIAL FACT PRECLUDE SUMMARY 

JUDGMENT ON SAMSUNG'S INEQUITABLE CONDUCT COUNTERCLAIM 

Because VIS cannot show an absence of genuine issues of material fact on either one of 

the independent factual bases for Samsung's counterclaim for inequitable conduct, its motion for 

summary judgment should be denied. 
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A. Professor Halal's False Signature 

At a minimum, genuine issues of fact exist as to whether the writing falsely represented 

as DL Halal's signature constitutes an unmistakably false affidavit and whether Dr. Wang 

submitted the false signature with an intent to deceive the USPTO. In addition, VIS implicitly 

acknowledges the but-for materiality of the false signature by stating that it is submitting a 

supplemental declaration to the US PTO, in an attempt to correct the Declaration of Invention. 

(See, e.g., Doc.# 142 at p. 21.) 

1. Unmistakably False Affidavit 

In Therasense, the Court created an exception to the but-for materiality requirement when 

the patent applicant submits an unmistakably false affidavit. 649 F.3d at 1285. A Declaration of 

Invention is a sworn document equivalent to an affidavit. (See Doc. # 142 Ex. 7 at VIS-001821 ); 

3 7 C.F .R. § 1. 68 (allowing declaration if executing party acknow I edged penalty of pe1jury and 

potential invalidation of patent for falsehoods); Manual of Patent Examining Procedure 

("M.P.E.P .") § 715 .04 (discussing equivalence of affidavit and declaration for practice before 

US PTO). The '34 l Application Declaration oflnvention contains a misspelled writing of Dr. 

Halal's name that is not his signature. See Ex. D at 91:23-93:2; Exs. A, B (SGI 19). Dr. Wang 

forged Dr. Halal's signature without any indication it was signed by direction, or with 

authorization. See Ex. A (Statement of Additional Undisputed Fact ("SAUF") 5); Ex Parte 

Edward C. Hipkins, Sr. and Frank M. Locotos, No. 90-2250, 20 U.S.P.Q.2D 1694, 1991 Pat. 

App. LEXIS 14 at * 12-13 (B.P .A.1. Aug. 7, 1991) (noting that "Linda Scott could readily have 

signed the declaration in a manner to indicate that Locotos did not actually execute the document 

(e.g., Frank M. Locotos by Linda Scott), but chose not to do so" and that "[i]nstead, she chose to 

sign in such a fashion that third party observers, such as PTO personnel, would believe that 

Locotos himself signed the document or at the very least that the declaration was not signed by 
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another on Locotos' behalf"). As VIS's own prosecution counsel acknowledged, a declaration 

that includes a name written into the signature block, with nothing more, is not just a statement 

of the text laid out in the document, but also a representation that it is "signed by who is --is 

indicated as it is signed by" and the writing is "represented to [the reader] as a signature" that is 

"in fact signed by that person." Ex.Eat 50: 14-19, 51: 12-21. 

In the '341 Application Declaration oflnvention, Dr. Wang submitted a sworn 

declaration that represented to the USPTO that Dr. Halal had signed it and that the writing in his 

signature block was his signature. Ex Parte Hipkins, 1991 Pat. App. LEXIS 14 at * 13 ("[T]he 

declaration, by failing to indicate that the signature was made 'by Linda Scott,' on its face falsely 

represented that the named inventor had himself executed the declaration.") This was false; the 

signature is unmistakably a forgery. 6 Additionally, genuine issues of fact exist as to whether Dr. 

Wang was even authorized by Dr. Halal to falsely sign his signature, since Dr. Halal at first did 

not recall granting authorization, before changing his testimony, and Dr. Wang testified that she 

did not get Dr. Halal's authorization to sign. Ex.Cat 177:6-180:24; Ex. D at 89:14-20; 92:18-24 

(SGI 19, 23). Therefore, the Declaration oflnvention was an unmistakably false affidavit and it 

is per se material. See Outside the Box Innovations, LLC v. Travel Caddy, Inc., 695 F.3d 1285, 

1294 (Fed. Cir. 2012) (discussing that a false declaration of small entity status would constitute 

an unmistakably false affidavit); Therasense, 649 F.3d at 1290. 

6 VIS protests Samsung's characterization of Dr. Halal's signature as false and a forgery based on 

its newly created testimonial evidence that Dr. Wang had authorization to sign for Dr. Halal. 

(Doc.# 142 at p. 22, n.11 .) Even if this fact were undisputed (which it is not), the signature is 

still false and forged. See Ex Parte Hipkins, 1991 Pat. App. LEXIS 14 at * 10-12 (holding that 

signature was false even though it was signed with consent and affirming Examiner's opinion 

that signature was forged). 
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2. A False Signature is Material 

Even if Dr. Wang's submission of the Declaration ofinvention does not constitute an 

unmistakably false affidavit, VIS still cannot show beyond a genuine issue of fact that it is 

immaterial. As VIS implicitly acknowledges by stating that it is submitting a supplemental 

declaration to the USPT0,7 a personal signature is required on a Declaration oflnvention. (Doc. 

# 142 at p. 21); 37 C.F.R. §1.64 (2005) ("The oath or declaration ... must be made by all of the 

actual inventors except as provided for in §§ 1.42, 1.43, 1.47, or§ 1.67."). As recognized in fa: 

Parte Hipkins, "the rules of practice in patent cases set forth only a limited number of 

circumstances where someone other than the actual inventor may make the necessary oath or 

declaration for a patent application." 1991 Pat. App. LEXIS 14 at *4. These are currently 

delineated in 37 C.F.R. § 1.64, none of which VIS claims apply here, and all of which require a 

substitute statement, not simply submission of a false signature. "Moreover, there is no 

provision in the rules of practice that allows someone other than the inventor to sign the 

inventor's name to the oath or declaration." K'(, Pa rte Hips kins 1991 Pat. App. LEXIS 14 at *4. 

Further, simple statutory interpretation shows that a patent is per se invalid if it does not 

strictly comply with the requirements of 35 U.S.C. § 115 and 37 C.F.R. § 1.64. Otherwise there 

would be no need to provide for substitute statements or exceptions. 37 C.F.R. § 1.64. Nor 

would Congress have found it necessary to amend 35 U.S.C. § 115 to authorize supplemental 

declarations for applications filed after September 2012 and indicate such supplementation 

would cure invalidity. See Leahy-Smith America Invents Act, 125 Stat. 293 §4 (a), ( e) 

(amending 35 U .S.C. § 115 and describing effective date). Further, if a false signature did not 

make the patent invalid, there would have been no need to seek reissue of the patent in lTx: Parte 

7 Notably, Dr. Wang's declaration on which VIS relies only states she has retained prosecution 

counsel to evaluate the situation. (See Doc. # 142 at~ 14 (SOI 32).) 
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Hipskins. 1991 Pat. App. LEXIS 14 at *2 (seeking reissue under 35 U.S.C. §251, a provision 

applying to patents "deemed wholly or partly inoperative or invalid").8 

Importantly, VIS cannot now rely on remedial measures to avoid a finding of inequitable 

conduct; the fact it could have obtained or can correct the patent by following proper procedures 

now is not a remedy that affects this lawsuit. See Applied Materials, Inc. v. Multimetrixs, LLC, 

2008 U.S. Dist. LEXIS 55635 at* 18-19 (N.D. Cal. July 22, 2008) ("The availability of valid 

alternatives is not the issue. The issue is whether what the surviving inventors in fact chose to do 

was inequitable conduct.") Any allegedly available alternatives are irrelevant and any purported 

remedial measures planned are speculative until completed.9 In addition, VIS admits that Dr. 

Halal is a proper inventor required to sign the declaration of invention or have a substitute 

statement filed on his behalf 35 U.S.C. § 115(a). (Doc.# 142 at p. 6 (SUF 33).) But for lk 

Wang's submission of the forged Dr. Halal signature, the '492 Patent would not have issued 

because it failed to meet the statutory requirements for a patent grant. Id. 10 

8 VIS cites Ajinomoto Co., Inc. v. Archer-Daniels-Midland Co., 228 F.3d l 338 (Fed. Cir. 2000) 

to argue that a declaration of inventorship signed on an inventor's behalf with authorization 

cannot form the basis for a claim of unenforceability or invalidity of the patent. Ajinomoto, 

however, involved an appeal from a trial judgment handed down after summary judgment 

motions were denied, where the trial corni concluded, after reviewing all of the evidence, that 

there was no deceptive intent on the part of the applicant. Id at 1343-44. 
9 This is especially the case here, where VIS does not indicate on what authority it has allegedly 

"taken steps to correct the signature" and its CEO only states she has retained counsel to evaluate 

the issues. (Doc.# 142 at p. 21; Doc.# 142 Ex. 1 at~ 14 (SGT 32).) 
10 VlS has requested that if the Comi denies its motion, it be granted leave to retain an expert and 

submit a supplemental brief on the materiality or falseness of Dr. Halal 's forged signature. (Doc. 

# 142 at p. 22 n.11.) Such leave would be futile, since the matter at issue is a legal one involving 

the interpretation of statutes and administrative rules, a matter squarely within the expertise of 

the Court. Burkhart v. Washington Metro, 112 F.3d 1207, 1218 (D.C. Cir. 1997) ("Each 

courtroom comes equipped with a 'legal expert,' called a judge.") Expert opinions comprising 

legal analysis and conclusions are improper. Icagne v. Bakker, 35 F.3d 978, 993 n.21 (4th Circ. 

1994 ). Thus VIS' s request should be denied. 
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3. Dr. Wang's Intent as to the Halal Signature is a Genuine Issue of Fact 

VlS cannot show the absence of a genuine issue of fact regarding Dr. Wang's intent in 

submitting the forged Dr. Halal signature by simply creating contradictory testimonial evidence. 

As a preliminary matter, the disposition of this issue must be treated with extra caution, because 

resolving issues of intent "depends on the credibility of witnesses as determined by the trier of 

fact after observation of the witnesses' demeanor during direct and cross-examination." 

Morrison, 601 F.2d at 141. Reliance on a declaration not subject to cross-examination and 

without the ability to observe the witnesses demeanor would be inappropriate, especially in light 

of a witness's contradictory deposition testimony, previously faulty memory, and the parties' 

dispute over the inferences to be drawn from the evidence. Id. 

The evidence demonstrates that, at a minimum, a genuine issue of fact remain as to 

whether Dr. Wang intended to deceive the USPTO. Intent to deceive can be shown when the 

deceiver (i) had actual knowledge of the withheld information, (ii) had actual knowledge of its 

materiality; and (iii) made a deliberate decision to withhold the information. American Calcar, 

651 F.3d at 1335. First, it is undisputed that Dr. Wang had actual knowledge that the signature 

she was submitting was not Dr. Halal's personal signature. (Doc.# 142 Exs. 1,7); Ex. D at 

91 :23-25, 92:24-93 :2 (SAlJF 5). Further, the circumstantial evidence, when interpreted in 

Samsung's favor (as it must be on this motion), and Dr. Wang's subsequent inconsistent 

testimony strongly supports the conclusion that Dr. Wang had actual knowledge that the absence 

of Dr. Halal's actual signature was material. See Ex. Cat 177:6-180:24, Exs. A, B; RJN ~~ 1-3; 

(Doc.# 142 at pp. 6-7, (SlJF 35-37)) (SGI 22). Dr. Wang's declaration that she believed 

personal signatures were not required is belied by both her contemporaneous actions and her 

deposition testimony in this case. (See Doc.# 142 Ex. 1 at~ 9.) If she believed signatures by 

direction were clearly acceptable and was open to accommodating her co-inventors' 
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convenience, it begs the question why she would sign by direction for the inventor eight miles 

away but not for the inventors over 6,900 and 2,600 miles away. See, (Doc.# 142 Ex. 7); RJN 

~ii 1-3 (SAUF 4-14 ). Or why she would submit original signatures in other instances. (See, e.g., 

Doc.# 142 at pp. 6-7 (SUF 35-37).) In fact VIS points to no other instance where Dr. Wang 

extended this "courtesy." A reasonable jury could conclude and infer from these facts that Dr. 

Wang made these efforts because she knew that an original signature was required and that 

failing to disclose its falsity was material to the issuance of the patent. 

Dr. Wang's deposition testimony also provides evidence from which a reasonable jury 

could infer she knew a personal signature was required and that the falsity of the signature would 

be material. During her deposition, Dr. Wang was presented with the following signatures: 

Signature on the '341 Declaration: 
Signature on the Declaration in Support 
of Opposition to Motion to Tran sf er: 

Rc~pct:!'ully s[Sittl'..d. . .. ---... 
1 n 1 c~.)1 .. /- ,, 1 \J ) x_ ·- -·· . ~(:!_1 
,,,_,~-;::' ________ :;.::. . / 

William E. HalnL Ph.D. -

Exs. A, B. When questioned, she would not agree that they looked like different signatures and 

testified that these were signatures from the same person despite the different styles and the 

misspelling of "Halal." Ex. C at 179:20-180: 19 (SGI 30). If Dr. Wang believed signing by 

direction was sufficient, and it was her practice to do so for convenience, it is inexplicable that 

her recollection of receiving authorization would not be refreshed at the time she was confronted 

with the differences during her March 2013 deposition. A reasonable jury could conclude that in 

light of this testimony, it was clear that Dr. Wang knew the false signature was material and, as a 

result, testified Dr. Halal personally signed it in order to preserve the validity of her patent. 

Dr. Wang's failure to indicate she was signing per Dr. Halal's alleged authorization also 

provides evidence of her knowledge of the materiality of falsifying a signature and that she 
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deliberately decided to withhold from the USPTO that it was not a personal signature. See Ex 

Parte Hipskins, 1991 Pat App. LEXIS 14 at * 13 (holding that failure to indicate that a signature 

was made by another can provide ample evidence from which to conclude patentee sought to 

mislead the USPTO). If Dr. Wang believed an authorized signature by another was allowed, 

there would be no reason for her to resist indicating that she placed Dr. Halal's "signature" on 

the declaration with his authorization. 

B. Dr. Wang's Failure to Disclose Important Prior Art 

Genuine issues of fact also exist regarding Dr. Wang's failure to provide important prior 

art to the USPTO, that this failure was material, and that it was done with intent to deceive. 

1. VIS Has Not Shown That the Undisclosed Art was Immaterial 

VIS argues that it was excused from disclosing Rakib during the prosecution of the '733 

and '398 Patents and that even if it did disclose the a1i it would not have resulted in a rejection. 

(Doc.# 142 at pp. 22-24, 25-27.) However, as demonstrated below, VIS did in fact have an 

obligation to disclose Rakib, and the evidence interpreted in the light most favorable to the 

Defendants shows that Rakib anticipates or renders obvious the claims granted in the patents. 

See (Doc.# 142 Ex. 33 at 'i] 366); (Doc.# 142 Ex. 34 at 15-d); Ex.Fat 1-b (SAUF 28). 

a. VIS Was Not Excused from Disclosing Rakib and Other 
Material Prior Art to the USPTO 

VIS argues that the '492 patentees "did not have a duty to disclose art cited in a parent 

application." (Doc.# 142 at p. 22.) VIS's interpretation of the law is incorrect. The M.P.E.P. 

informs the applicant only that "[wjhen filing a continuing application ... , it will not be 

necessary for the applicant to submit an information disclosure statement in the continuing 

application that lists the prior art cited by the examiner in the parent application." M.P.E.P. § 
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609.02 (emphasis added). 11 Further, at least one Court has held that the "examiner's 

responsibility under M.P.E.P. §609.02 extends only to the parent application, i.e., the application 

immediately preceding the application being examined." Ormco Corp. v. Align Technology, Inc. 

2009 WL 466070 at *9-10 (C.D. Cal. Feb. 23, 2009). 

U.S. Patent Application No. 111802,418 ("the '418 Application") which issued as the 

'733 patent, was filed on May 22, 2007 as a continuation of the '341 Application. (Doc. # 142 

Exs. 17, 18 (SAUF 16).) When the '418 Patent was filed, Raldb had not been cited by the 

examiner in the parent '341 Application. (Doc# 142 Ex. 16 (SUF 51, SAUF 16).) Thus the 

applicant was not excused from its obligation to disclose material prior art to the examiner once 

they learned of it. M.P.E.P. § 609.02 The reason for the distinction is a practical one; it cannot 

be assumed that an examiner "retains details of every pending file in his mind when he is 

reviewing a particular application." McKesson Info. Solutions, Inc. v. Bridge Med., Inc., 487 

F.3d 897, 925 (Fed. Cir. 2007). Indeed, VIS's own patent counsel said he would consider and 

disclose prior art cited in one case in another if he determined it was material, even if there was a 

parent-child relationship. Ex.Eat 124:14-126:20, 146:17-24. Therefore, Mr. Tobin and Dr. 

Wang were not excused from their obligation to disclose Rakib and other references cited by the 

examiner in the '341 Application and could not assume the examiner was aware of them. 

U.S. Patent Application No. 13/067,079 ("the '079 Application), issuing as the '398 

patent, stated it was "continuation of U.S. Application Ser. No. 111802,418." (Doc.# 142 Ex. 17; 

Doc.# 142 Ex. 19 at VIS-002389, ~ 0001(SAUF18).) The '398 Patent was filed May 6, 2011, 

11 VIS's citation and quotation ofM.P.E.P. §609.02(A)(2) is inapposite. (Doc.# 142 at p. 23.) It 

is a provision governing the examiner, not the applicant, and governs only an "IDS That Has 

Been Considered (1) in the Parent Application." M.P.E.P. § 609.02(A). It does not govern the 

Applicant's obligations for material references cited by an examiner in an office action and 

Notice of References Cited. Id. 
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after the '341 Application issued as the '492 Patent (Id.; Doc.# 142, Ex. 15.) The application 

immediately preceding the '079 Application was the '418 Application. (Id (SAUF 18).) The 

'079 Application could not have been filed as a continuation to the '341 Application. M.P.E.P § 

201.07. The below chart illustrates the relationships between the Applications in question: 

March 1,2011-Issued r Applkation (' 492 Patent) 

July 24, 2005- Filed 
June 7, 2011-Issued 

'418 A lication '733 Patent 

May 22, 2007- Filed 
March 13, 2012-Issued 

l'079 Appli"tion ('398 Patent 

May 6, 20 I 1- Filed 

(See Doc. # 142 Exs. 15-17). Because the '34 l Application was not the application immediately 

preceding the '079 Application, the applicant was not excused from disclosing material 

references cited in the '341 Application. Ormco, 2009 WL 466070 at *9-10 (holding that 

applicant failed to demonstrate it was reasonable to assume a matter submitted in a non-

immediate parent application (e.g., grandparent, great grandparent) was before the examiner). 

b. At a Minimum, Rakib Was Material Because it Anticipates 
and Renders Obvious Issued Claims in Both the '733 and '398 

Patents 

Rakib is but-for material because an examiner provided with the reference would have 

rejected or required amendment to certain claims in the '733 and '398 patents. VIS's sole 

argument against the materiality of Rakib is that it purportedly fails to disclose a "conversion of 

the multimedia content item" limitation present in all claims of the '733 and '398 Patents. VIS 

gives an example from claim 15 of the '398 Patent, which provides for "converting the 

multimedia content item for reproduction according to a determined signal format of the 
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destination device." (See Doc.# 142 at p. 25-27.) However, VIS does not and cannot establish 

as an undisputed fact that Rakib fails to disclose this limitation. 

First, VIS' s statement that "Dr. Almeroth' s report does not identify where the 

'conversion' limitation is present in Rakib" (id. at 26) is simply incorrect. In his report, Dr. 

Almeroth opines that Rakib anticipates the asse1ied claims of the '398 Patent, including claim 

15, in Exhibit C-7. (Doc.# 142 Ex. 33 at~ 366); (Doc.# 142 Ex. 34 at 15-d); Ex.Fat 1-b 

(SAUF 28). Specifically, the so-called "conversion" limitation is analyzed in 15-d, which 

references his analysis of the identical limitation in claim 1 and which VIS conveniently leaves 

out of its excerpt of his report. Id. (SAUF 27). Dr. Almeroth opined that: 

Rakib '127 either discloses or renders obvious "converting the multimedia content 

item for reproduction according to a determined signal fonnat of the destination 

device." 
For example, Rakib '127 discloses "The adapter 36 then receives the packets and 

buffers them in a buffer big enough to take out network latency, bandwidth 

limitations and jitter, decompresses the data and generates audio and video signals 

from the digital data for output to TV 34. Similar processing occurs for digital 

data requested by the other peripherals or the remote 30. Typical peripherals in a 

customer premises that the gateway couples to the headend circuitry that service 

them are: digital VCR 38, home computer 40, digital FAX 42, network computer 

44, digital security video camera 46 and digital telephone or videophone 48." 

Rakib '127, 7:48-58. 

Rakib '127 also discloses converting the multimedia content according to a 

determined signal format of the destination device by the PDA or cellular phone. 

For example, "One or more MPEG decompression programs 420 control host 400 

to receive MPEG compressed streaming video of previews, game video, etc. to be 

displayed on remote display 402 and decompress the video back to its 

uncompressed state. Program(s) 420 then control host 400 to convert the video to 

a state in which it can be viewed on display 402 and stores each frame of data in 

frame buffer 410." Rakib '127, 32:56-62. 

See also, "One difference of the incorporated receiver 106 over the prior art 

DirecTV receivers etc. is that the prior art receivers contain circuitry to 

decompress the compressed digital video and audio data and convert it to analog 

video and audio signals but receiver 106 does not. These functions still need to be 

performed, but they are split out and performed in video decompression and 

conversion circuit 110 which is coupled to the receiver 106 and conventional 
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modem 130 and transceiver 128 through a router or crossbar switching circuit 

112 .... If the digital video data is to be simply viewed and not recorded, 

operating system l I 6 controls CPU 118 to control switch 112 to couple output 

120 of the receiver 106 to the input 124 of the decompression and conversion 

circuit 110. Circuit 110 then decodes the MPEG digital video broadcast packets to 

generate uncompressed YUV digital video data which is then converted in a video 

encoder (not shown) in circuit 110 to an analog NTSC, PAL or SECAM output 

video signal on line 126 for coupling to the video input of TV 82. Compressed 

audio is decompressed and converted in an audio processor (not shown) in circuit 

110 to an analog audio signal for coupling to the audio input of TV 82." Rakib 
, 127, 11:36-67. 

Ex. F at 1-b (emphasis added). 

Second, Samsung's pending motion for summary judgment of invalidity relies on Rakib 

as one of just two primary prior art references to establish the invalidity of the '398 Patent. (See 

Doc.# 135 at pp. 34-35.) 12 ln sum, VIS's claim that Rakib was immaterial to the prosecution of 

the '398 and '733 Patents is belied by the evidence. 

2. Dr. Wang's Intent as to the Failure to Disclose Prior Art is a Genuine 

Issue of Fact 

VlS again argues that Dr. Wang's declaration, which stands in contrast to the reasonable 

inferences drawn from her deposition testimony, documents, and the deposition testimony of 

others, establishes that she had no intent to deceive as a matter of law. However, contrary to 

VIS's argument, such a finding requires evaluation of demeanor and is therefore inappropriate 

for summary jvdgrnent under Fourth Circuit law. Morrison, 601 F.2d at 141. 

12 VIS also argues that Dr. Alrneroth did not opine on the invalidity of VI S's '733 Patent. (Doc. 

# 142 at p. 27). This is a red herring. All claims of the '733 Patent were withdrawn from VIS's 

infringement case prior to Dr. Almeroth's report being submitted. Ex. I SAUF 21. The claims 

of the '733 and '398 patents are similar and the specifications are identical. (Compare Doc. # 

142 Ex. 16 with Doc.# 142 Ex. 17.) The reasons discussed in Dr. Almeroth's opinion on Rakib 

and the '398 Patent claims would have equal weight and materiality to the '733 Patent claims 

including the conversion limitation present in both patents. Id. Further, weeks ago Samsung 

provided VIS with its contentions regarding anticipation and obviousness of the '733 patent 

claims based on Rakib. See Ex. J. Specifically, at page 342, Samsung pointed out that Rakib 

disclosed the "conversion" limitation. 
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Beyond Dr. Wang's conclusory and conflicting declaration, VIS does not offer any facts 

to dispute that Dr. Wang knew of Rakib and its materiality. Instead, VIS merely offers new 

declaration testimony regarding her general inability to recollect anything about when she 

discovered the reference, or when she made the annotations below to her personal copy of Rakib: 

(74) Aitomey, A.gem, or F/rm-Th~icn Rt1id & Pries! 1.LP 

(57) AJ\STUACT 

A system fu{ wirdoss Ham;lc c0nlrul of a gatL-way and 
ordcrinR or invocation of &·.rvk<is pwvided by a headend. 
Tbe rc;;lo!e control inclndM a video display and 11sn inp11r 

dcvil:e or keybowi ;ind can c!tcomprcss and display com· 
nrcssl!.d ~tf{!ltming: vklcu in soinc cnibcxlim1,;nLo,,;,. Some spcx 
~ic~ o[ the rcmol<.: 1;ontrol can act as web bruw:>ers, applianct: 
control, TIVO func!ion <:nnlrnl, •n rP telephony lckphone, I 
a cellular tdophon" aml/or tHl MP3 plny.:.r. Jo some 
rn100Jim~11t,;, illG ga\~way ~m!ior licJucn<l c~n impkmcut C CN'° Jt--
TlVO-like fum:tions umkr contrnl from J w!rekss remote of · 
cuswm i:ksign or implemented on a Pewonal Digital A<.si.•;, 
t\lnL 

127 B2 
34 

Aithnu,11h the. iuv~1ui0n ba$- been J.i~kl~tl io H~rm:. t>f H~t: 
prc.forrr;d .ami a!IC.fr\3.tive embuJir.m:ms Jbl:h.>sed bt.tdtt, 
lllo&e slcillc<l in the .arl will appredak. pussibl~ altcrnalive 
\.':01bodirncnts and other mnJificatiorrn m thi::. rnacbll:ig.s din~ 
dosc<l llercin \.•,.rhkh cto oot <ltpart [rum tllt. spirit aud :scopt
oflhi.; invt:n1ion.All such ahtroi'ltjv.: erobo<lim~nl<; ltid(i.the.r 

m1Jdi lications .11r·.:- inte:ndi::d to Ue indui.k<l w~thin 1hc scop~ vf 
tht! d:i.ims appcodcd hereto. 

What i~ daimcd is: 
l. A wirekss re.mote ccnlrol comprL-.ing: 
a personal digital ::i;sf>)Slant oroihcr handbdd<lcviL".C (bulb: 

heceaft~r r~fJ,,:;tr1:ct 10 es ~ pemnal digilal <'!.l'..').i:.<t.au1) 
having, a. iw!}t pnXc.<;.$.CJf, a display capJbk nf d.b.pb.yio~ 
video, a l!!'£f inpt1t device fot Ncei\'int~ i.:nmman<ls 

-ltH.l/M l<!.X.l i.t.:ip111~ Jnd ~\hlirJ inpUl/OtHpUl (.;itt.:UiHy, and 

mcrnorv; 
a wirclc~ 1ranso;.ivu coupk-d tc ~ald persornd d1g1~al 

as ... -,ii'itant hl~~t proc>.:S..')QI for trar.smilling Jala to :and 
f~<.'>;'!ivir.g <lala fwl1i a.no1h-er wireki:..~ traos~d~.·~a; 

am! wtum:iu s..tkl memory ~t1JN>:-t au opier:u\ng ~Y·'itcm an<l 
tme or rw1re progrtuns !o c:rmtro} said host prOCCf'.')Or tn 
dl~1ila:y digital vidc:<.1 r«:ording and playback menus -on 
.s;aid display of 5.aid pc·rsonal dig.ital :!.~Sfalant ~nd to 

monitor for input of Migital viden rct·ordir.g O:' playback 
r.'t)l'l1m!tnds coicr(:d vfa, said user iop11t (k;.vic-e .and for 

scr.ding Sil id c,:t.immand~ 10 a digitoil vkko recording wd 
playback eoab!c.rl gfi1eway or via %kl giw;wny ~I~ a 
tvbri<l llbot coaxial "Ille or DSL<l•" path le> a J1g1llli 
vidi.:u r1.:curJing, ttnd p1z>·b:tck cn:!hk:<l b;~di;nd Lo 
invoki: lbc: dl.!sircd di~ital video r(';cordi11g \°If playb;i.ck 
(unction such th:.d :.aid pcc~na1 digital i:-;s.istant can ad 
as. a remote i.;ou1rol for t:tid digital video r<:cordini; ar.d 
p.\l.ybock cn'1:bk.J ga1eway or said digi1al video r~ord

ing Md playback cnl:lhkd h<.:adcriJ. 

Ex. G at VIS-000014, VIS-000040. VIS then argues that Dr. Wang was relying on the 

intricacies of M.P.E.P. §609.02 as excusing her obligation to disclose material prior art to the 

USPTO, despite her "lack of formal legal training." (Doc.# 142 at p. 24.) However, that 

argument is called into dispute by her actions, her deposition testimony, and the deposition 

testimony of her prosecution counsel. 

Dr. Wang testified at deposition that upon reviewing Rakib and making the determination 

it was related to the patents being prosecuted, she provided it to her prosecution counsel, Mr. 

Tobin. Ex.Cat 281:20-287:10 (SAUF 23). To now state in her declaration that she relied on 

her understanding that there was no requirement to disclose the reference, which is governed by 
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the intricacies of M.P.E.P. § 609.02, creates at the very least a genuine issue of fact regarding her 

understanding of her obligation. 13 Further, on other occasions Dr. Wang directed Mr. Tobin to 

file art previously cited or considered by the examiner in parent applications. Ex. E at143: 16-

146:3 (SAUF 22). Finally, Mr. Tobin himself said he would consider a reference's materiality to 

decide whether to disclose it where a parent and child applications were co-pending. Id. at 

124: 14-126:20, 146: 17-24 (SAUF 29). A reasonable jury could infer that if Dr. Wang had no 

formal training, her view of her obligations-and specifically of the limited exception to those 

obligations in M.P.E.P. §609.02-would come from her only prosecution counsel. 

Further, the evidences shows, and at a minimum would allow a reasonable jury to find by 

clear and convincing evidence, that Dr. Wang knew about Raldb while the '733 and '398 Patents 

were pending, knew it was material, and made a deliberate decision to withhold it. Dr. Wang 

and Mr. Tobin both testified that Dr. Wang was heavily involved with the prosecution ofVIS's 

patents. Ex.Eat 54:23-55:10, 143:16-146:9; Ex.Cat 189:8-192:15 (SAUF 30). She would 

attend examiner interviews, review office actions, and review amendments. Id. It is reasonable 

to conclude she had knowledge of Rakib shortly after February 21, 2008, when the examiner first 

cited Rakib in '341 Patent Application prosecution. (See, Doc.# 142 at p. 8, SUF 51.) This is 

corroborated by her possession of a marked-up copy of Rakib. Ex.Cat 282: 14-287:22 (SUF 

70). Her inability to recall the timing or specifics does not contradict or rebut this evidence. 

Further, Dr. Wang's notation "Caution Important Art" next to Rakib's claim 1 and her 

testimony that she disclosed it to her prosecution counsel show that she knew it was material. 

Mr. Tobin's inability to remember such a disclosure can give rise to an inference of knowing 

13 It is also notable that Dr. Wang declares she was both unfamiliar with patent requirements like 

the need for actual signatures on a Declaration of Inventorship, but so familiar the requirements 

to disclose art in subsequent applications that she did not even give it to her prosecution counsel. 

(Doc. # 142 Ex. 1 at il~ 9, 17); Ex. Eat 168:25-170: 11. 
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omission by Dr. Wang. A jury is allowed to find Mr. Tobin more credible than Dr. Wang, and 

infer from the latter's contradictory accounts regarding disclosure of Rakib that Dr. Wang knew 

the reference was material. For the same reasons, this evidence also supports the inference that 

Dr. Wang made a deliberate decision not to disclose Rakib to the USPTO despite her knowledge 

of its materiality. As does her direction to Mr. Tobin to disclose in other application references 

previously cited in parent applications to the USPTO. Ex.Eat 143:6-146:3 (SAUF 22). At the 

very least, issues of fact remain that preclude summary judgment. 

VIII. CONCLUSION 

For the forgoing reasons, Samsung respectfully requests that VIS's motion to strike or in 

the alternative for summary judgment be denied in its entirety. 
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l. INTRODUCTION 

No reasonable jury could find inequitable conduct in this matter. Defendants' claim is 

exactly the type that the Federal Circuit addressed in Therasense, seeking to prevent effmis by 

defendants to "cast a dark cloud over the patent's validity and patentee as a bad actor." 

Therasense, Inc. v. Becton Dickinson and Co., 649 F.3d 1276, 1288 (Fed. Cir. 2011) (en bane). 

Defendants' strained attempts to manufacture a genuine issue of material fact ignore the legal 

framework aiiiculated by the Federal Circuit in Therasense. 

The following is undisputed: 

0 Professor Halal authorized Dr. Ann Wang to sign his name in conjunction with 

the filing of the '492 patent. Ex. 41, Deposition of Dr. William Halal ("Prof. 

Halal") at 103:3-8. 

0 Dr. Ann Wang signed Prof. Halal's name pursuant to his authorization. Pl. 's Mot. 

(Doc. #142) Ex. 1 at ii· 10. 

0 At her deposition, Dr. Ann Wang did not remember having signed Prof. Halal's 

name eight years earlier. Defs.' Resp. (Doc. #152) Ex. C at 180:20-24. 

0 After reviewing his deposition testimony, Dr. Ann Wang remembered s1gnmg 

Prof. Halal's name. See Doc. #142 Ex. l at iJ 10. 

0 Dr. Ann Wang was not represented by counsel when she signed Prof. Halal's 

name. Id. at iJ 7. 

0 At the time she signed Prof. Halal's name, Dr. Ann Wang was not aware that 

original signatures were required. Id. at ii 9. 

0 MPEP § 609.02 specifically states that there is no duty to disclose references cited 

in a parent in a continuation-in-part application. 

This evidence cannot form the basis for a finding of intent to deceive. It can only serve to taint 

the jury's view of Virginia Innovation's case without justification. 

In addition, Defendants have failed to meet the "but-for" materiality test articulated in 

Therasense. Had Prof. Halal personally signed the declaration, the outcome would remain 

l 
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unchanged. All patents-in-suit would have issued with the same claim set. Further, the only 

reference relied on by Defendants, Rakib, fails to disclose the "conversion" limitation in every 

claim of the '733 and '398 patents. This was argued by the patentees, and acknowledged by the 

examiner, five times. 

Finally, Defendants failed to comply with FED. R. CIV. P. 15. To counter Virginia 

Innovation's arguments, Defendants attempt to stretch the limits of clearly established case law 

to justify their failure to seek leave from the Court to assert a new counterclaim for inequitable 

conduct. 

Defendants cannot meet their burden. This is one of the situations the Federal Circuit 

specifically sought to disallow in Therasense. As a result, Virginia Innovation's motion should 

be granted and, for the reasons stated herein, Defendants' Thirteenth Counterclaim, and their 

affirmative defense of inequitable conduct, should be dismissed. 

II. STATEMENT OF UNDISPUTED FACTS 

A. Defendants' Statement of Undisputed Facts 

VIS's First Amended Complaint 

1. Admit. 

2. Admit. 

3. Disputed. Both the Original and First Amended Complaint had alleged that 

Defendants had directly infringed, and continued to infringe, at least the claims identified 

therein. See, e.g., CompL (Doc. #1) at 3 and First Am. Compl. (Doc. #121) at 3. 

Prof. Halal's Signature 

4. Admit. 

5. Admit 

2 
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6. Admit. 

7. Admit. 

8. Admit. 

9. Admit. 

10. Admit. 

11. Admit. 

12. Admit. 

13. Admit. 

14. Disputed, but immateriaL Virginia Innovation admits that of the three co

inventors of the '341 Application besides Dr. Ann Wang, Prof Halal resided geographically 

closest to Virginia Innovation's headquarters and Dr. Ann Wang's residence. Convenience, on 

the other hand, is subjective. Traffic, frequency with which the parties saw each other, work 

schedules, and other demands, duties and factors must be considered in an analysis of 

convenience. See Doc #142 Ex.lat~~· 10-12; Doc #142 Ex.2 iiir 5-7. 

Prosecution of the '733 and '398 Patents 

15. Admit. 

16. Admit. 

17. Admit. 

18. Admit. 

19. Admit. 

20. Disputed. The statement is not a statement of fact, but a legal conclusion. 

Further, Defendants do not cite to any expert opinion testimony in support of their conclusory 

statement because no such testimony exists. 
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21. Admit. 

22. Disputed. The evidence cited by Defendants does not support Defendants' 

purported statement of fact. 

23. Admit. 

24. Admit 

25. Disputed, to the extent that the use of the word "ever" would somehow suggest 

that Mr. Tobin specifically recalls that Dr. Wang did not provide a copy of Rakib. Admitted to 

the extent that Mr. Tobin does not recall receiving this document. See Doc. #152 Ex.Eat 

169:23-25. 

26. Disputed. Examiners of continuing applications will consider information which 

has been considered by the Office in the parent applications. See, e.g., MPEP § 609.02. See also 

Doc. #142 at 23-24. 

27. Disputed. The statement is not a statement of fact, but a legal conclusion. See 

Doc. #142, Ex. 32, October 8, 2010 Response (VIS-001353-77) at VIS-001376; see also, e.g., 

Ex.'s 23 - 31, (February 27, 2008 Office Action (VIS-001611 -21); May 9, 2008 Response 

(VIS-001596-609); September 17, 2008 Office Action (VIS-001542-84); December 11, 2008 

Response (VIS-001552-70); March 27, 2009 Office Action (VIS-001503-15); September 25, 

2009 Response (VIS-001477 - 99); January 4, 2010 Office Action (VIS-001450-62); May 3, 

2010 Response (VIS-001423 -45); and July 20, 2010 Office Action (VIS-001380-94), 

respectively). 

28. Disputed. The statement is not a statement of fact, but a legal conclusion. 

29. Disputed as to whether "VIS's prosecution counsel would have considered the 

materiality of mi considered by an examiner in a another [sic] case for potential disclosure in 

4 
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another, even if it was parent-child related" because the statement of fact is both confusing and 

unsupported by the citations provided. Disputed as to whether "Ik Wang was intimately 

involved with the prosecution of the asserted patents, even after retaining prosecution counsel," 

in as much as "intimately" is subjective. Admitted that Dr. Wang remained involved in the 

prosecution of the patents-in-suit. 

III. DEFENDANTS' AFFIRMATIVE DEFENSE OF INEQUITABLE CONDUCT 

Defendants' suggest that since Virginia Innovation did not specifically seek to strike or 

summarily adjudicate Defendants' affirmative defense of inequitable conduct, the defense is not 

at issue in this motion. Doc. # 152 at 2 n.1. This is a distinction without a difference. In 

discovery responses and Defendants' new counterclaim, Defendants have indicated that their 

affirmative defense and counterclaim are based on the same facts, which are the facts addressed 

in this motion. If the facts are not sufficient to support a plausible counterclaim, they are not 

sufficient to support an affirmative defense. 1 

IV. MOTION TO STRIKE INEQUITABLE CONDUCT CLAIM 

Defendants failed to comply with FED. R. Crv. P. 15. In an effort to justify this failure, 

Defendants rely on a footnote from this Court's prior decision in Digital Privacy, Inc. v. RSA 

Security, Inc., 199 F. Supp. 2d 457 (E.D. Va. 2002). Defendants' efforts fall short. 

1 Virginia Innovation clearly intended for its motion to cover the affirmative defense of 

inequitable conduct. In the event that this Comt chooses to respect Defendants' efforts to place 

form over function, Virginia Innovation requests leave to file a motion to dismiss or strike the 

affirmative defense on the ground that it is not pled with the required particularity. 
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In Elite Entertainment, Inc. v. Khela Bros. Entertainment, 227 F.R.D. 444 (E.D. Va. 

2005), this Court desc1ibed the standard it applies when deciding whether to allow a defendant to 

add additional counterclaims as of right in response to an amended complaint. Jd at 446-47. 

After outlining the different approaches applied by various courts, this Court adopted the 

prevailing "moderate" approach. Id. Noting that the issue had yet to be squarely addressed, the 

Court set forth the standard as follows: 

Yet, the moderate, and most sensible, view is that an amended response may be 

filed without leave only when the amended complaint changes the theory or scope 

of the case, and then, the breadth of the changes in the amended response must 

reflect the breadth of the changes in the amended complaint. 

Id. at 446 (emphasis added). Applying this approach, this Comi did not allow the defendants to 

add an additional counterclaim as of right when the plaintiffs did not add any new claims or 

expand the scope or theory of their case in their amended complaint. Id. at 447. 

Defendants cite Digital Privacy for the proposition that a defendant may amend its 

response after the plaintiff files an amended complaint. Doc. # 152 at 1-4. This general assertion 

goes too far and misapplies the law in this jurisdiction. 2 First, the defendant in Digital Privacy 

2 Defendants also cite Hydro Eng'g, Inc. v. Petter Invs., Inc., 2:1 l-cv-00139-RJS-EJF, 2013 U.S. 

Dist. LEXIS 40552 (D. Utah Mar. 22, 2013) as supporting their interpretation of Digital Privacy. 

This argument is etToneous. The Hydro Engineering court allowed additional counterclaims as 

of right in response to an amended complaint that added new defendants as well as entirely new 

claims. Hydro Eng'g, 2013 U.S. Dist. LEXIS 40552 at *14-15. This is consistent with Elite's 

admonition that new counterclaims may only be asse1ied as of right when the amended 

complaint changes the scope of the case and that the breadth of changes in the amended response 

must reflect the breadth of changes in the amended complaint. Notably, the Hydro Engineering 
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complied with Rule 15 and filed a motion for leave. Digital Privacy, 199 f, Supp. 2d at 459. 

Defendants, on the other hand, did not. Second, the Digital Privacy opinion was issued earlier in 

time than the Elite opinion; thus, to the extent the two opinions are inconsistent, Elite should 

control over Digital Privacy. 3 The Court need not make this determination, however, because 

the Elite opinion itself cites and qualifies Digital Privacy. 

This Comt, in Digital Privacy, opined in a footnote that "[w ]hen a plaintiff files an 

amended complaint that changes the scope of the case, the defendant is allowed to answer the 

amended complaint anew as though it were the original complaint" Id at 459 n.2. Several 

years later in Elite, this Court cited the relevant portion of Digital Privacy while emphasizing an 

important qualification: "[T]he breadth of the changes in the amended response must reflect the 

breadth of the changes in the amended complaint."4 Elite, 227 F.R.D. at 446 (citing Digital 

Privacy, 199 f, Supp. 2d at 459 n.2). The Court viewed the two opinions as consistent with one 

comt cited to Elite twice in support of its decision. Id at* 10-11 (citing Elite, 227 F.R.D. at 446-

47). 

3 As this Court noted in Elite, at the time of the opinion no appellate court had squarely 

addressed the issue. ·Elite, 227 F.R.D. at 446. 

4 The requirement that one party's amendments match the "breadth of changes" of another's 

truly cannot mean that if one party adds a claim that does not change the theory of the case, that 

the other is free to add whatever it pleases. "If every amendment, no matter how minor or 

substantive, allowed defendants to asse1t counterclaims or defenses as of right, claims that would 

otherwise be baned or precluded could be revived without cause. This would deprive the Court 

of its ability to effectively manage the litigation." EEOC v, Morgan Stanley & Co., Inc., 21 l 

F.R.D. 225, 227 (S.D,N.Y. 2002). 
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another, meanmg that the standard described in Digital Privacy implicitly included the 

qualifications subsequently expressed in Elite. At least one court has recognized the equivalence 

of the standards described in the two opinions. See Turbomin AB v. Base-X, inc., No. 6:09-CV-

00007, 2009 U.S. Dist. LEXIS 80373, at *6-7 (W.D. Va. Sept. 2, 2009) (discussing Digital 

Privacy and Elite together without noting any distinction between the two). 

Applying the Elite standard to the present case, it is clear that the changes in Virginia 

Innovation's amended complaint do not come close to "changing the scope" of the case to allow 

Defendants to assert an entirely new counterclaim in their response. The only change of any 

significance in Virginia Innovation's amended complaint was to add an allegation of willful 

infringement - an amendment that merely allows for additional damages but does not change the 

nature of Virginia Innovation's infringement case against Defendants. 5 

Defendants could have asserted their counterclaim for inequitable conduct in their 

response to Virginia Innovation's original complaint months ago. See Turbomin, 2009 U.S. Dist. 

LEXIS at *7-8 (disallowing defendants from asse1iing new counterclaims in response to 

plaintiffs' conspiracy claims in their amended complaint, where defendants were on notice that 

the conspiracy claims would be at issue in the litigation). They chose not to. Defendants should 

not be permitted to now bring this claim so late in the case, and to the prejudice of Virginia 

Innovation, without leave from the Court. 

Finally, even if the Court were to find that Virginia Innovation's amendment "changed 

the scope" of the case within the meaning of Elite, Defendants' new counterclaim fails the 

"breadth" test of Elite and is thus impermissible. As previously discussed, the Elite standard 

5 All other changes significantly narrowed the scope of this matter. ,See Doc. #142 at 2 (SUF No. 

4); Compare Compl. (Doc. #1) with First Am. Comp!. (Doc. #121). 
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requires that the breadth of any amendments as of right to an amended response must reflect the 

breadth of any changes in the amended complaint. Elite, 227 F.R.D. at 446. Virginia 

Innovation's amended complaint merely added a willful infringement allegation. This is an 

enhanced damages measure. In contrast, Defendants' amended response added an inequitable 

conduct counterclaim that interjects allegations of fraud and significantly alters the scope of the 

litigation if allowed. 6 Federal case law is replete with examples of cases where comis disallow 

additional counterclaims that greatly exceed the breadth and scope of amendments to the 

plaintiffs' complaint See, e.g., Unigene Laboratories, Inc. v. Apotex, Inc., 655 F.3d 1352, 1359-

60 (Fed. Cir. 2011) (upholding the disallowance of additional counterclaims in response to 

plaintiffs' mere renaming of a patent post-reexamination); American Honda Motor Co. v. V.M 

Paolozzi Imports, Inc., 7:10-CV-955 (FJS/ATB), 2013 U.S. Dist. LEXIS 41852, at *12-13 

(N.D.N.Y. Mar. 26, 2013) (disallowing counterclaims that added new issues to the case that were 

not within the scope of the amended complaint); Regions Bank v. Commonwealth Land Title 

Insurance Co., No. 11-23257-CIV-SCOLA, 2012 U.S. Dist LEXIS 158982 (S.D. Fla. Nov. 5, 

2012) (disallowing the assertion of additional defenses when the amended complaint merely 

6 Indeed, while Virginia Innovation's amendment simply allows for an additional damages 

remedy, Defendants' amendment unleashes the "atomic bomb" of patent law. See Therasense, 

649 F.3d at 1288. This claim could potentially render an entire patent unenforceable, render 

related patents unenforceable, form the basis for an exceptional case and a potential award of 

attorneys' fees, or prove the crime or fraud exception to the attorney client privilege. Id. at 1288-

89. The Federal Circuit, as explained throughout the opening brief and this rebuttal, has 

expressed disfavor towards this extreme remedy and has sharply limited the situations where it 

can be applied. See id. 
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changed the stated year of issuance of an insurance policy endorsement). Because Defendants' 

new counterclaim greatly expands the issues involved in this case, Defendants' new 

counterclaim also fails the "breadth" po1iion of the Elite standard. As a result, Virginia 

Innovations' motion should be granted and Defendants' Thilieenth Counterclaim should be 

struck for failure to comply with Rule 15. 7 

V. MOTION FOR SUMMARY JUDGMENT ON INEQUITABLE CONDUCT 

A. Summary Judgment. 

A district court "shall grant" summary judgment in favor of a movant if such party 

"shows that there is no genuine dispute as to any material fact and the movant is entitled to 

judgment as a matter of law. Morpho Detection, Inc. v. Smiths Detection, Inc., 2012 WL 

5879851 *l (E.D. Va. Nov. 21, 2012) (quoting FED. R. CIV. P. 56(a)). The non-moving party 

may not rest upon the mere allegations o(the pleadings, but instead must set fo1ih specific facts 

in the form of exhibits and sworn statements illustrating a genuine issue for trial. Id. at *2 

(emphasis added). Then the Judge must determine whether there is a genuine issue for trial. Id. 

(emphasis added). After viewing the evidence in the non-movant's favor, "the judge must ask 

himself ... whether a fair-minded jury could return a verdict (or the [non-movantl on the 

evidence presented." Id. If the "non-movant's evidence 'is merely colorable, or is not 

significantly probative, summary judgment may be granted." Id. 

Defendants have failed to set forth specific facts illustrating a genuine issue for trial. 

Defendants, instead, are resting upon the mere allegations of their pleadings. Defendants' 

7 Any request for leave to amend should not be allowed. Allowing Defendants to inte1ject new 

issues into the case so close to the close of discovery and trial would be prejudicial to Virginia 

Innovation for the reasons stated in Virginia Innovation's Opening Brief. Doc. #142 at 13-15. 
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speculative theories are not enough for a fair-minded jury to return a verdict in their favor on the 

issue of inequitable conduct, and summary judgment should therefore be granted. 

B. Inequitable Conduct. 

Defendants' counterclaim is precisely the type of claim that led the Federal Circuit to 

liken the defense of inequitable conduct to both a plague and a cancer. See supra n.2; see also, 

Therasense, 649 F,3d at 1293 (" ... the way inequitable conduct has metastasized."). In aiTiving 

at this conclusion, the Federal Circuit summarized certain prior cases, including: Keystone 

Driller Co. v. General ·E.xcavator Co., 290 U.S. 240 (1933), Hazel-Atlas Glass Co. v. Hartford

Empire Co., 322 U.S. 238 (1944), overruled on other grounds by Standard Oil Co. v. United 

States, 429 U.S. 17 (1976), and Precision Instruments lv!anufacturing Co. v. Automotive 

Maintenance Machinery Co., 324 U.S. 806 (1945). 

In Keystone, the defendants discovered and introduced evidence of a corrupt transaction 

between a "patentee [who had] paid [a] prior user to sign a false affidavit stating that his use was 

an abandoned experiment and bought his agreement to keep secret the details of the prior use and 

to suppress evidence." Therasense, 649 F.3d at 1285-86 (citing J(eystone, 290 U.S. at 243-44 

(" ... defendants ... were able to compel the plaintiff to furnish the details of the corrupt 

transaction.")). 

In Hazel-Atlas, the defendant discovered and introduced evidence that, when faced with 

apparently insunnountable Patent Office opposition, the patentee's attorneys wrote an article 

describing the invention at issue as a remarkable advance in the art, had a well-known expert 

sign it as his own and publish it in a trade journal to overcome the opposition, and subsequently 

went to great lengths to conceal the false authorship, including paying off the expert. 

Therasense, 649 F.3d at 1286 (citing Hazel-Atlas, U.S. 322 U.S. 238-43 ("Indisputable proof of 
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the foregoing facts was ... fully brought to light ... by correspondence files, expense accounts, 

and testimony ... ")). 

Finally, in Precision, the petitioners (patent defendants) discovered and introduced 

evidence of the respondent (patent plaintiff) having entered into a private settlement agreement 

with the patentee that gave the respondent (patent plaintiff) the rights to patentee's application 

and suppressed evidence of the patentee's perjury. Therasense, 649 F .3d at 1286-87 (citing 

PreciS'ion, 324 U.S. at 808-818 ("[the patentee] ... admitted that '[his] testimony [was] false, and 

the whole case [was] false.")). Each of these cases involved clear and convincing evidence of an 

egregious intent to deceive the Patent Office. In the present suit, there is simply no such 

evidence. There is only Defendants' unsubstantiated speculation. This cannot form the basis for 

a claim of inequitable conduct. 

As explained in Therasense, it was the expansion of the scope of inequitable conduct 

(from only egregious and affirmative acts of misconduct intended to deceive the PTO and the 

courts to the mere nondisclosure of information to the PTO) and its remedy (from dismissal of 

the suit to the unenforceability of the entire patent) that led to the requirement of finding both 

intent to deceive and materiality. 649 F.3d at 1287 (citing Star Scientific Inc. v. R.J. Reynolds 

Tobacco Co., 537 F.3d 1357, 1365 (Fed. Cir. 2008). To prevail on the defense of inequitable 

conduct the accused infringer must prove both elements -- intent and materiality - by clear and 

convincing evidence. Id. To address the weakening of the showing needed to establish 

inequitable conduct, and the resultant host of ills that had accompanied the overuse of the 

defense as a litigation strategy, the Therasense court tightened the standards for finding both 

intent and materiality. Id. at 1288-90. 
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1. The Element of Intent 

To prevail on a claim of inequitable conduct, the accused infringer must prove that the 

patentee acted with the specific intent to deceive the PTO. See id. at 1290 (citing Star, 537 F.3d 

at 1366). While intent may be infened from indirect and circumstantial evidence, "to meet the 

clear and convincing evidence standard, the specific intent to deceive must be 'the single most 

reasonable inference able to be drawn from the evidence."' Id. (emphasis added). "Indeed, the 

evidence 'must be sufficient to require a finding of deceitful intent in light of all the 

circumstances."' Id. (quoting Kingsdown Med. Consultants, Ltd. v. Hollister Inc., 863 F.2d 867, 

873 (Fed. Cir. 1988) (emphasis not in original, but added by the Therasense Court). "[W]hen 

there are multiple reasonable inferences that may be drawn, intent to deceive cannot be found." 

Id. (citing Scanner Techs. Corp. v. !COS Vision Sys. Corp., 528 F.3d 1365, 1376 (Fed. Cir. 2008) 

("Whenever evidence proffered to show either materiality or intent is susceptible of multiple 

reasonable inferences, a district court clearly ens in overlooking one inference in favor of 

another equally reasonable inference.")) (emphasis added). Finally, "the 'patentee need not offer 

any good faith explanation unless the accused infringer first ... prove[s] a threshold level of 

intent to deceive by clear and convincing evidence.' ... The absence of a good faith explanation 

for withholding a material reference does not, by itself, prove intent to deceive." Id. at l 291 

(quoting Star, 537 F.3d at 1368). 

2. The Element of Materiality 

Inequitable conduct requires "but-for" materiality. Therasense, 649 F.3d at 1291. Prior 

art that an applicant has allegedly failed to disclose is but-for material if the PTO would not have 

allowed a claim had it been aware of the undisclosed prior art. Id. "The court must determine 

whether the PTO would have allowed the claim if it had been aware of the undisclosed 
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reference." Id "Because inequitable conduct renders an entire patent (or even patent family) 

unenforceable, as a general rule, this doctrine should only be applied in instances where the 

patentee's misconduct resulted in the unfair benefit of receiving an unwarranted claim." Id. at 

1292. Finally, while but-for materiality must generally be proved to satisfy the materiality prong 

of inequitable conduct, there is a recognized exception in cases of "affirmative egregious 

misconduct," which "incorporates the elements of the [Keystone, Hazel-Atlas, and Precision 

cases], which dealt with 'deliberately planned and carefully executed scheme[s]' to defraud the 

PTO and the courts." Id. at 1292 (quoting Hazel-Atlas, 322 US. at 245). Non··disclosure of 

prior art references, however, does not constitute affirmative egregious misconduct, so claims of 

inequitable conduct based thereon require but-for materiality. Id. at 1292-93. 

C. Professor Halal's Authorized Signature Does Not Constitute Inequitable Conduct. 

Defendants attempt to manufacture an issue of fact where none exists. The relevant facts 

are undisputed. 

0 Prof Halal authorized Dr. Ann Wang to sign his name in conjunction with the 

filing of the '492 patent. Ex. 41, Deposition of Prof. Halal at 103:3-8. 

0 Dr. Ann Wang signed Prof Halal's name pursuant to his authorization. Doc. 

#142 Ex. 1 at~ 10. 

0 At her deposition, Dr. Ann Wang did not remember signing Prof Halal's name 

eight years earlier. Doc # 152 Ex. C at 180:20-24. 

0 After reviewing his deposition testimony, Dr. Ann Wang remembered signing 

Prof. Halal's name. See Doc. #142 Ex. 1 at~ 10. 

111 Dr. Ann Wang was not represented by counsel when she signed Prof. Halal's 

name. Id. at ~ 7. 

111 At the time she signed Prof. Halal's name, Dr. Ann Wang was not aware that 

original signatures were required. Id. at~ 9. 
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The above undisputed facts cannot form the basis for an inequitable conduct claim under 

the appropriate legal framework. Further, contrary to Defendants' arguments, these facts are not 

contradictory. They support the single-most reasonable inference to be drawn from the evidence 

- that Dr. Ann Wang, without intent to deceive anyone, signed Prof. Halal's name pursuant to his 

authorization as a matter of convenience. 

When asked at her deposition how, eight years earlier, she obtained the signatures of the 

co-inventors for the declaration, she explained that she did not remember: 

Q: Okay. Did you do it by mail or do it in person? Can you 

explain to me how you obtained the signatures of the co

inventors on the declaration? 

A: 1 don't remember. 
Q: Okay. Do you remember how Mr. Halal's signature was 

obtained? 
A: Sorry, I don't. 

Doc #152 Ex. C at ] 78:7-12 (emphasis added). And when asked at her deposition whether the 

signatures identified in Defendants' Response looked like different signatures, she said that she 

believed they were signed by the same person: 

Q: Would you agree with me that those look like different 

signatures? 
A: No, I don't. 
Q: You think that those are - those signatures are - look like 

they are written by the same person? 

A: I believe those signatures [sic] was signed by the same 

person. 

Id. at 180:6-12 (emphasis added). The transcript further reflects that her responses were given to 

the best of her knowledge: 

Q: But your testimony here today is that you understood that 

Dr. Halal signed personally both Exhibit 18 on the 

declaration page and Exhibit 21, to the best of your 

knowledge? 
A: Yes, sir. 
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Id. at 180:20-24 (emphasis added). 

Prof. Halal's testimony is not inconsistent. He simply remembered more than Dr. Wang: 

Q: Did you authorize Dr. Ann Wang to sign your name on 

Exhibit 18? 
A: Yes. 
Q: Do you have any reason to believe that you didn't authorize 

her to sign your name? 
A: No. 

Ex. 41, Deposition of Dr. William Halal at 103:3-8. Based on this uncontrove1ied evidence, 

Defendants claim for inequitable conduct must fail. 

1. Defendants Cannot Establish Intent by Clear and Convincing Evidence. 

Dr. Wang signed Prof. Halal's name by permission. Doc. #142 Ex. 1 at~ 10. There is 

simply no evidence - apart from Defendants' unsupported conspiracy theory -- that either party 

had any intent to deceive the PTO. The evidence that Defendants identify is not sufficient to 

"require a finding of deceitful intent." Therasense, 649 F.3d at 1290 (quoting Kingsdovvn, 863 

F.2d at 873) (emphasis added by Therasense Court). There is simply no evidence whatsoever 

that Dr. Wang, Prof. Halal, or any other party involved in the prosecution of the patents-in-suit 

intended to deceive the patent office; nor can any such inference reasonably be made. 

The non-movant Defendants may be afforded the benefit of all reasonable inferences, but 

they ce1iainly are not afforded the "inference" that all witnesses have committed perjury, 

especially when there is no evidence to support such a theory, and certainly not by the required 

clear and convincing standard. No reasonable jury could find inequitable conduct based on the 

facts in this matter. As a result, summary judgment on the issue of inequitable conduct based on 

Prof. Halal's signature is required. 
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2. Defendants Cannot Establish Materiality by Clear and Convincing Evidence. 

Defendants' attempt to employ the Therasense exception to the but-for materiality 

requirement also goes too far. This exception was created for "cases of affirmative egregious 

misconduct," not merely, as Defendants state, for situations where a "patent applicant submits an 

unmistakably false affidavit." 649 F.3d at 1292; see also Doc. #152 at 13 (incorrectly citing 649 

F.3d at 1285). ln fact, the Therasense court cites the early unclean hands cases of Keystone, 

Hazel-Atlas, and Precision - all of which dealt with 'deliberately planned and carefully executed 

scheme[s]' to defraud the PTO and the courts - when creating the exception. Id. at 1292 

(quoting Hazel-Atlas, 322 U.S. at 245). And the "unmistakably false affidavit" cited by 

Defendants (and also cited by the Therasense court in addition to the unclean hands cases when 

creating the exception) was far more egregious than the authorized signature that is at issue in the 

present case. See Rohm & Haas Co. v. Crystal Chem. Co., 722 E2d 1556, 1570-71 (Fed. Cir. 

1983) ("summarizing well-documented and well-evidenced misrepresentations and omissions in 

affidavits whose purpose was to overcome prior art rejections where the patentee did not deny 

the falsification or withholding of evidence"). The affirn1ative egregious misconduct exception 

was not meant to be stretched as far as to cover Defendants' speculative conspiracy theory, and 

should not be applied here. 

Setting this aside, it is undisputed that Prof. Halal's signature was signed by permission. 

See Doc. #142 Ex. 1 at ~ 10; Ex. 41, Deposition of Dr. William Halal at 103:3-8. The 

submission of the declaration did not result in the unfair benefit of receiving any unwarranted 

claims. Defendants cannot meet the but-for materiality standard required by Therasense. There 

is simply no evidence that the claims would have been denied but-for the signature on the 

declaration. If Prof Halal had made the trip and signed the declaration himself, instead of 
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authorizing Dr. Wang to sign on his behalf, the same result would have occurred. The same 

patent claims would have issued. The signature by pennission was not material because it did 

not change the outcome of the patent prosecution. The '492 patent and all other patents-in-suit 

still would have issued. This is another reason why summary judgment in favor of Virginia 

Innovation on the issue of inequitable conduct based on Prof. Halal' s signature is required. 

D, The Patentees' Alleged Failure to Cite Purported Prior Art Cited in the '492 Patent 

in Conjunction with the Prosecution of the '733 and '398 Patents Does Not Constitute 

Inequitable Conduct, 

1. There was no duty to disclose the Rakib reference. 

There can be no intent to deceive based on the failure to disclose a reference that was not 

required to be disclosed. See Doc. #142 at 22-24. Defendants have chosen to simply ignore the 

cases cited by Virginia Innovation in supp01i of the proposition that, "[i]n view of§ 609, the 

Federal Circuit has stated that it cannot be inequitable conduct for an applicant not to resubmit, 

in a continuing application, the information that was cited in the parent application." Id. It is 

undisputed that the '492 patent is the parent of the '733 and '398 patents, and that all of the 

references Defendants rely upon in support of their argument were cited by the examiner during 

the prosecution of the '492 patent. See, e.g., Doc. #142, Ex. 20. Defendants' only argument is 

that because of the timing and the relationship between the patents and applications, there was 

somehow a duty to disclose. Doc. # 152 at 19-21. This argument is directly contradicted by 

Federal Circuit precedent and must fail. 

As an initial matter, it should be noted that "[t]he term 'parent' is applied to an earlier 

application of an inventor disclosing a given invention." MPEP § 201.4. By definition, a grand-

parent application is also a parent application. For this reason, Defendants' argument that 
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applicants are not excused from disclosing material cited in grand-parent applications simply 

because they are not the application immediately preceding the one at issue, must fail. 

Defendants rely heavily on Ormco Corp. v. Align Tech., Inc., CV-03-16 CAS (Anx) 

(C.D. Cal. Feb. 23, 2009). This reliance is misplaced. Defendants fail to inform the Court that 

the issue in Ormco was a failure to cite a declaration, not a reference that was cited in a prior 

related application. See Ormco Corp. v. Align Tech, Inc., CV-03-·16 CAS (Anx) (C.D. Cal. Feb. 

23, 2009) at 14-21. Unlike section 609.02 of the MPEP, section 201.06(c) states that 

declarations are not automatically considered in related applications. Compare MPEP § 609.02 

with MPEP § 201.06(c). Defendants further mislead the Court by claiming that the Ormco court 

"held that the 'examiner's responsibility under M.P.E.P. §609.02 extends only to the parent 

application, i.e., the application immediately preceding the application being examined."' Doc 

# 152 at 20 (quoting Ormco, 2009 WL 466070 at *9-10). There was no such holding. The 

quoted language is from a declaration submitted by one of the parties in support of its argument. 

See Ormco Corp. v. Align Tech., Inc., CV-03-16 CAS (Anx) (C.Do Cal. Feb. 23, 2009) at 16. 

The Ormco Court, on the other hand, found that the other party had failed to demonstrate that it 

was reasonable to assume the material at issue was before the examiner. Id. at 17. In the present 

suit, it would not have been unreasonable to assume that a reference that was cited against a 

parent, was before the examiner. Setting this aside, this is not the test for inequitable conduct. 

There is no clear and convincing evidence that the patentees, or their prosecution counsel, sought 

to deceive the PTO by withholding a reference that was cited against a parent This is because 

the record is entirely devoid of any evidence of intent to deceive. 

Finally, to permit Defendant's strained reading of Ormco Corp. v. Align Tech., Inc., 2009 

WL 466070 (C.D. Cal. Feb. 23, 2009) to stand for the proposition that all material cited in grand-

19 

Page 339 of 372



parent applications must be cited anew in the prosecution of the grandchild would fly in the face 

of Therasense, which clearly stated that it sought to reduce the "flood of information [that] 

strains the agency's examining resources and directly contributes to the backlog." See 649 F.3d 

at 1290. For all of these reasons, summary judgment on the issue of inequitable conduct based 

on the patentee's alleged failure to cite purported prior art is required. 

2. Defendants Cannot Establish Intent by Clear and Convincing Evidence. 

In addition to (1) the lack of a duty to disclose, (2) the Federal Circuit's having stated that 

it cannot be inequitable conduct for an applicant not to resubmit, in a continuing application, the 

information that was cited or submitted in the parent application, and (3) Defendants' failure to 

address, much less distinguish, the cases cited in supp01i thereof, see Doc. #142 at p. 23, there is 

simply no evidence of intent to deceive. 

Again trying to manufacture issues of fact, Defendants state in a footnote that: 

[i]t is also notable that Dr. Wang. declares that she was both 

unfamiliar with patent requirements like the need for actual 

signatures on a Declaration of Inventorship, but so familiar the 

[sic! requirements to disclose art in subsequent applications that 

she did not even give it to her prosecution counsel. (Doc. #142 

Ex. lat 11119, 17); Ex.Eat 168:25-170:11. 

Doc. #152 at 29, n. 13 (emphasis added). First, there is no support in any of Defendants' 

citations for the idea that Dr. Wang did not give the reference at issue to her prosecution counsel. 

Dr. Wang's declaration at 11119 and 17 merely states her awareness and understanding of the PTO 

requirements regarding signatures and the disclosure of references: 

9. At the time I filed the '341 application, I was not aware that the 

original signatures were required on the declaration of 

inventorship, 

17. During the prosecution of the '733 and '398 patents it was my 

understanding that there was no duty to disclose references in the 

20 

Page 340 of 372



'733 and '398 patents that were previously disclosed in the '492 

patent. 

Doc. #142 Ex. l at ~~ 9, 17. Mr. Tobin's testimony merely establishes that he has no 

recollection of the reference at issue: 

Q: Do you recall receiving this document from your client? 

A: No. 

Q: Did Dr. Wang ask you to submit this document to the PTO? 

A: I don't recall. 
Q: Did you consider whether this document was material to 

patentability of the '733 patent? 

A: I don't recall any consideration of this document. 8 

8 Given the large number of matters that Mr. Tobin handles in his full-time practice as a patent 

prosecutor, it is unsurprising that he would not remember a single reference from nearly a decade 

earlier: 

Q: [ ... ] On average, at any given time, what is the number of 

open prosecution matters that handle? 

A: It's in the four digits, so over a thousand. I manage large 

client at the - the finn. The - even just that one client has 

over 5,000 matters, some of which are closed and many of 

which are still open. So I could pretty safely guess that it's 

thousands -
Q: Okay. 
A: -- of cases. 
Q: And on average, what would you say the number of filings 

with the USPTO monthly that you - you do is? 

A: We do - sometimes we have days where we'll do 10, 15 

filings; other days, we'll have five; you know, some days, 

they're more busy than others in terms of filings. l would 

guess we average between five and J 0 a day, so 3 0 to 5 0 a 

week; 200 per month, you know, at least. 

Ex. 42, Deposition of Christopher Tobin at 178: 13-179: 10 (emphasis added). 
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Doc. #152 at Ex. E 169:23-170:11. In fact, contrary to Defendants' unsupported assertion that 

Dr. Wang did not share the reference at issue with Mr. Tobin, her deposition testimony reflects 

that she, in fact, did: 

Q: Do you recall whether it was the applicant that disclosed 

the Rakib patent to the Patent Office or whether it was a 

reference that was located and cited for the first time by the 

examiner? 
A: I believe that as soon as I read this art, I give it to my 

prosecutor. 
Q: Okay. Why did you do that? 

A: Because he was responsible for communicating with the 

Patent Office. 

Q: [ ... ] Did you believe when you gave a copy of the Rakib 

patent to your patent prosecution attorney, that the Rakib 

reference was related to the inventions that you and your 

co-inventors were seeking patents on as evidenced by the 

six patents being asserted against Samsung in this case? 

A: I give this art as soon as l realized this art to our patent 

prosecutor -
Q: Yeah. 
A: -- is to let him decide what to do with this mi if the content 

is related enough to the patent application. 

Doc. #152 at Ex. C 284:23-286: 18 (emphasis added); see also Doc. #152 at 8 (SUF No. 23). 

The most plausible reason for the references not being cited to the PTO is the only reason 

supported by the evidence - there was not duty to disclose. There is simply no evidence - apmi 

from Defendants' unsupp01ied conspiracy theory -- that either party had any intent to deceive the 

PTO. There certainly is no evidence sufficient to "require a finding of deceitful intent." 

Therasense, 649 F.3d at 1290 (quoting Kingsdown, 863 F.2d at 873) (emphasis not in original, 

but added by the Therasense Court). 

For these reasons alone, summary judgment on the issue of inequitable conduct based on 

the patentee's alleged failure to cite purporied prior art is required. 
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3, Defendants Cannot Establish Materiality by Clear and Convincing Evidence. 

Defendants also cannot satisfy the but-for materiality test of Therasense. Rakib was 

never relied on by the PTO as an anticipatory reference. See, e.g., Doc. #142, Ex.'s 23, 25, 27, 

29, and 31, (February 27, 2008 Office Action (VIS-00161 l -- 21); September 17, 2008 Office 

Action (VIS-001542-84); March 27, 2009 Office Action (VIS-001503-15); January 4, 2010 

Office Action (VIS-001450-62); and July 20, 20 l 0 Office Action (VIS-001380-94), 

respectively), Rakib was relied on in support of an obviousness objection, and then it was only 

relied on as disclosing a personal digital assistant, an analog display, and a television set that 

implemented one or more of the following standards: NTSC, PAL, or SECAM. See, e.g., Doc 

#142, Ex.'s 23, 25, 27, 29, and 3L 

Setting this aside, five times the patentees argued, and the examiner agreed, that: "There 

[was] no disclosure of any kind in Rakib of receiving and converting a video signal for display 

on an alternative display terminal, even in a general sense." See Doc, #142, Ex, 32, October 8, 

2010 Response (VIS-001353-77) at VIS-001376; see also, e.g., Ex.'s 24, 26, 28, and 30 (May 9, 

2008 Response (VIS-001596-609); December 11, 2008 Response (VIS-001552-70); September 

25, 2009 Response (VIS-001477 ·- 99); May 3, 2010 Response (VIS-001423 -·· 45), respectively). 

The patentees argued, and the examiner agreed, that the rejections were improper. See id.; see 

also Doc #142, Ex. 15. The patentees never amended or conceded a single claim against which 

Rakib was cited, See, e.g., Doc. #142, Ex.'s 24, 26, 28, 30, and 32. Further, a review of Rakib 

confirms that it could not form that basis for a rejection of the claims in the '733 or '398 patents. 

See U.S. Patent No. 6,970,127 to Rakib. 

For these reasons alone, summary judgment on the issue of inequitable conduct based on 

the patentee's alleged failure to cite purported prior art is appropriate. 
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VI" CONCLUSION 

For the reasons set foiih above, and in Virginia Innovations opening motion, Defendants' 

counterclaim should be struck and any request for leave to amend should be denied, 

In the alternative, this Court should grant Virginia Innovation's motion for summary 

judgment Defendants have not, and cannot, identify any evidence to support a finding of intent 

to deceive the PTO, much less enough evidence to support such a finding by clear and 

convincing evidence, Further, Defendants have not, and cannot, demonstrate that the alleged 

activities meet the "but-for" materiality requirement As a result, allowing Defendants to present 

their far-fetched tale of forgery and fraud at trial would introduce an unnecessary risk that the 

jury will be inappropriately tainted by these allegations in the absence of anything that even 

remotely approaches a clear and convincing threshold. For this reason, and for the many reasons 

catalogued in Therasense, summary judgment on this issue is not only appropriate, but is 

required. 
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I. INTRODUCTION 

Samsung Electronics Co., Ltd. ("Petitioner") filed a corrected petition 
. . 

requesting inter partes review of claims 16 and 18 (the "challenged claims") 

of U.S. Patent No. 8,050,711 (Ex. 1001, "the '711 patent"). Paper 5 ("Pet."). 

Virginia Innovation Sciences, Inc. ("Patent Owner") filed a preliminary 

response. Paper 12 ("Prelim. Resp."). We have jurisdiction under 35 U.S.C. 

§ 314. 

The standard for instituting an inter partes review is set forth in 

35 U.S.C. § 314(a), which provides as follows: 

THRESHOLD.-The Director may not ·authorize an inter 
partes review to be instituted unless the Director determines 
that the information presented in the petition filed under section 
311 and any response filed under section 313 shows that there 
is a reasonable likelihood that the petitioner would prevail with 
respect to at least 1 of the claims challenged in the petition. 

Upon consideration of the petition and the preliminary response, we 

determine that the information presented by Petitioner does not establish that 

there is a reasonable likelihood that Petitioner would prevail in showing 

unpatentability of the challenged claims of the '711 patent. Accordingly, the 

petition is denied. 

A. Related Proceedings 

Petitioner and Patent Owner indicate that the '711 patent was asserted 

against Petitioner in a co-pending case filed on October 4, 2012, and· 

captioned Virginia Innovation Sciences, Inc. v. Samsung Electronics Co., 

Ltd.; Samsung Electronics America, Inc.; Samsung Telecommunications 

America LLC, Case No. 2:12-cv-00548-MSD-DEM (E.D. Va.). Pet. 1; 
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Paper 7 at 2. Petitioner also has filed four petitions for inter partes review 

of related patents: IPR2013-00569 (U.S. Patent No. 8,145,268); IPR2013-

00570 (U.S. Patent No. 8,224,381), IPR2013-00571 (U.S. Patent No. 

8=- 135,398), and IPR2013-00572 (U.S. Patent No. 7,899,492). Id. 

B. The '711 Patent 

The '711 patent relates to mobile terminal signal conversion for 

external display. Ex. 1001, col. 1, 11. 22-24. According to the '711 patent, 

multimedia information, such as television, 3-D images, network games, and 

video phone calls are transmitted from various service providers and 

received for display on a screen of a mobile terminal. Id. at 11. 39-44. 

However, the limited size and capability of the mobile terminal screen may 

diminish user enjoyment of high rate data flow applications. Id. at 11. 50-53; 

col. 2, 11. 4-7. 

To address these issues, the '711 patent discloses converting a 

multimedia signal destined for the mobile terminal and providing it to an 

external display system so that corresponding video and/or audio may be 

reproduced using the external display system. Id. at col. 2, 11. 12-16. Figure 

1 ofthe '711 patent is reproduced below: 
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100 

102b H 

114 

~~ 

FIG. I 

Figure 1 depicts a schematic diagram illustrating an example of a system in 

which mobile terminal signal conversion may reside. As shown in Figure 1, 

service providers 102a and I 02b deliver multimedia information through 

network 104 to base station 106, which transmits the multimedia 

information, among other things, to cellular phone 108. Id. at col. 3, 11. 32-

37. External display system 114 may be digital (e.g., HDTV, LCD, or 

plasma) or analog (NTSC, PAL, SECAM, SVGA, VGA), and does not have 

the size constraints of a display screen on cellular phone 108. Id. at 11. 43-

48. Mobile terminal signal conversion module ("MTSCM") 112 resides 

within separate housing 110 outside of cellular phone 108. Id. at 11. 52-54. 

Cellular phone 108 is coi:inected to MTSCM 110 by a wired or wireless 

connection. Id. at col. 4, 11. 1-14. A multimedia signal transmitted to 
4 
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cellular phone 108 may include a video signal intended for reproduction by 

cellular phone 108 using the display screen of cellular phone 108. Id. at col. 

3, 11. 59-64. MTSCM 112 processes the video signal to provide a converted 

video signal that has a display format and/or signal power level appropriate 

for external display terminal 114. Id. at col. 4, 11. 17-20. Following signal 

conversion, MTSCM 112 provides the converted video signal to external 

display terminal 114 for display. Id. at 11. 30-34. 

Figure 3 of the '711 patent is reproduced below: 

~ ~ 
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FIG.3 

Figure 3 is a block diagram illustrating an example of the MTSCM. 

Interface/buffer module 302 provides, for example, adequate buffering and 

processing rate to provide real-time audio and video. Id. at col. 5, 11. 57-65. 

Video Compress Decoder 304a receives a multimedia signal, typically in a 
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compressed format (e.g., MPEG-1, MPEG-2, MPEG-4), and outputs a 

decompressed digital multimedia signal to Digital/ Analog Video Encoder 

("DA VE") 304b and/or Digital/Digital Video Encoder ("DDVE") 304c. Id. 

at col. 6, 11. 6-17 and 26-36. DA VE 304b and DDVE 304c receive the 

decompressed multimedia signal and convert the signal to the display format 

and signal power level required for the external display terminals with which 

they interface. Id. at 11. 32-36. Exemplary signal formats for an analog 

display terminal include S-video, RGBHV, RGBS, and EIA770.3. Id. at 11. 

37-39. Exemplary signal formats for a digital display terminal include DVI, 

DVI-D, HDMI, and IEEE1394. Id. at 11. 39-40. The signals provided by 

DAVE 304b and DDVE 304c are provided to external display terminal 114 

through conventional interfaces 306a and 306b. Id. at 11. 40=-43. 

C. Exemplary Claim 

Of the challenged claims, neither is independent. Both claims depend 

from independent claim 15, reproduced below: 

15. An apparatus for processing signals to accommodate 
reproduction by an alternative display terminal, the apparatus 
comprising: 

an interface, which receives a video signal appropriate 
for displaying a video content on a mobile terminal, the video 
signal being received from a cellular network communication 
that is sent to the mobile terminal and then received by the 
interface; 

a signal conversion hardware component, in operative 
communication with the interface, which processes . the video 
signal to produce a converted signal for use by the alternative 
display terminal, wherein processing by the signal conversion 
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hardware component includes converting the video signal from 
a compression format appropriate for the mobile terminal to a 
display format for the alternative display terminal that is 
different from the compression format, such that the converted 
video signal comprises the display format for the alternative 
display terminal; and 

a device interface, in operative communication with the 
signal conversion hardware component, which provides the 
converted video signal to the alternative display terminal to 
accommodate displaying the video content by the alternative 
display terminal. 

D. References Relied Upon 

Petitioner relies upon the following references: 

Palin US 7 ,580,005 Aug. 25, 2009 Ex. 1002 

Ex. 1003 Hayakawa us 2003/0137609 July 24, 2003 

E. The Asserted Grounds of Unpatentability 

Petitioner argues that the challenged claims are unpatentable based 

upon the following grounds: 

"lI~r er~llcef sF< 
' ' . ' ~·. :; '" .!' 

Palin § 102 16 

Palin § 103 16 

Palin & Hayakawa § 103 18 

II. ANALYSIS 

A. Claim Construction 

In an inter partes review, claim terms in an unexpired patent are 

interpreted according to their broadest reasonable construction in light of the 
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specification of the patent in which they appear. 37 C.F.R. § 42.lOO(b); 

Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,766 (Aug. 14, 

2012). Also, claim terms are given their ordinary and customary meaning, 

as would be understood by one of ordinary skill in the art in the context of 

the entire disclosure. Jn re Translogic Tech., Inc., 504 F.3d 1249, 1257 

(Fed. Cir. 2007). 

1. "display terminal" 

Independent claim 15 recites a "display terminal." Petitioner proposes 

that "display terminal" be construed as "device for video display." Pet. 4 

(citing Ex. 1001, col. 3, 11. 24-27 and 43-48; col. 4, 11. 30-34). Patent Owner 

neither disputes Petitioner's proposed construction nor proposes a different 

construction. Patent Owner repeatedly identifies a television as an example 

of a "display terminal." See, e.g., Prelim. Resp. 5 ("display terminal (e.g., 

television)"); see also id. at 8, 9, and 48. The '711 patent describes the use 

. of a "separate multimedia display terminal including but not limited to a 

monitor, television set, projector, or LCD display." Ex. 1001, col. 3, 11. 25-

27 (emphasis added). Each of the recited devices is a device for video 

display. Therefore, on this record, we are persuaded that Petitioner's 

construction constitutes the broadest reasonable interpretation consistent 

with the Specification. Accordingly, we construe "display terminal" as 

"device for video display." 

2. "cellular network communication" 

Independent claim 15 recites "cellular network communication." 

Petitioner proposes that "cellular network communication" be construed as 
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"transmission from a cellular network." Pet. 4 (citing Ex. 1001, col. 3, II. 

32-42). Patent Owner neither disputes Petitioner's proposed construction 

nor proposes a different construction. Apart from the claims, the '711 patent 

does not use the term "cellular network communication." However, the '711 

patent does disclose the "transmission of the multimedia information, among 

other things, to a cellular phone 108" (Ex. 1001, col. 3, IL 35-37) by "any . 

conventional or to-be-developed technology for delivering voice and/or data 

to mobile terminals" (Id. at 11. 38-40), including "a cellular communications 

network or a wireless local area network" (Id. at 11. 41-42). The disclosed 

embodiments of a "cellular network" comprise at least a base station 106 

and cellular phone 108. Petitioner's proposed construction is ambiguous 

because it is unclear whether it encompasses transmissions "from" only base 

station 106, "from" only cellular phone 108 or "from" both. Nothing in the 

'711 patent indicates that the term "cellular network communication" 

implies a particular direction of communication-Le., from a base station to 

a mobile terminal, or from a mobile terminal to a base station. To the extent 

that Petitioner's proposed construction suggests that, because the 

transmission is from the wireless network, it must be to something other than 

the wireless network, the construction is not consistent with the 

embodiments described in the '711 patent. Finally, Petitioner's use of the 

word "transmission" is overly narrow to the extent that it excludes the act of 

receiving information. In the context of the '711 patent, "communication" is 

broad enough to encompass both information being transmitted and . 

information being received. On this record, the broadest reasonable 
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interpretation consistent with the Specification encompasses any 

communication over a cellular network, including information transmitted 

from a base station to a cellular phone or vice-versa, and information 

· received by a base station from a cellular phone or vice-versa. Accordingly, 

for purposes of this decision, we construe "cellular network communication" 

as "information transmitted or received over a cellular network." 

B. Claim 16 - Anticipated by Palin 

Petitioner contends that claim 16 is unpatentable under 35 U.S.C. 

§ 102(e) as anticipated by Palin. Pet. 8-12, 25-36. In support of this ground 

of unpatentability, Petitioner provides detailed explanations as to how each 

claim limitation is met by Palin, and relies upon the Declaration of Dr. 

Kevin C. Almeroth (Ex. 1004). Id. (citing Ex. 1004 ifif 155-62, 165-66). 

Palin (Exhibit 1002) 

Palin describes wirelessly linking a mobile terminal to a display 

device to provide better display quality to a user of a mobile terminal. 

·Ex. 1002, col. 2, 11. 11-15. Figure l(a) of Palin is reproduced below. 

BASE STATION 

10 

FIG. 1(a) 

GSM/EDGEJWCOMA 
TERMINAL 

Figure l(a).depicts a base station, mobile phone, and external display device. 

As shown in Figure l(a), a conventional wireless connection has wireless 

link 12 between base station 10 and mobile terminal 20 to exchange 

10 
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conventional radio frequency (RF) signals. Id. at col. 4, 11. 5-10. Wireless 

short range RF link 22, such as a Bluetooth link, is established between 

mobile terminal 20 and an external display device, like television 30. Id. at 

11. 15-18. 

In operation, a service provider transmits data frames as packets to 

mobile terminal 20 over a wireless communication network. Id. at col. 5, 11. 

30-32. A packet containing video information may have a data frame 

structure that can be split into a mobile terminal part 54, and an external 

display device part 56, as shown in Figures 4(a) and 4(b). Id. at 11. 33-38. 

Figures 4(a) and 4(b) are reproduced below. 

~'H_EAD __ ER~'~M-os_i_~-~-HO_N_E~'------N--RE_~_,_ve_R_PA_R_T ____ ~I 00 

FIG. 4(a) 

54 60 56 

HEADER MOBILE PHONE HEADER 
PART lV RECEIVER PART 52 

FIG. 4(b) 

Figures 4(a) and 4(b) depict, respectively, first and second possible data 

frame structures for transmitting a combined audio and video signal. Mobile 

terminal part 54 includes voice data, images, and other data to be used by 

mobile terminal 20 such as textual information, caller-ID, and e-mail. Id. at 

col. 5, 11. 39-44. In contrast: 

External display device part 56 is the part to be forwarded to 
the external display device 30 and generally follows the mobile 
terminal part 54 within the signal_ sent by a base station 10 to 
allow the mobile terminal part 54 to be split off first and used 
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by the mobile terminal 20. The external display device part 56 
generally includes a video portion of the signal and may include 
an audio portion to be played with the video on the external 
display device. 

Id. at 11. 44-51 (emphasis added). After a packet is received by mobile 

terminal 20, splitting application 218 splits mobile terminal part 54 from 

external display device part 56. Id. at col. 6, 11. 28-31. Once split, external 

display device part 56 is further processed by, in one embodiment, Bluetooth 

protocol stack 65, where one or more external display device parts 56 are 

reassembled into one or more Bluetooth-compliant packets. Id. at 11. 45-52. 

These packets are then transmitted to external display device 30. Id. at 11. 

61-64. 

Analysis 

In light of the arguments and evidence, Petitioner has not established a 

reasonable likelihood that claim 16 is unpatentable as anticipated by Palin. 

Independent claim 15, from which claim 16 depends, recites: 

wherein processing by the signal conversion hardware 
component includes converting the video signal from a 
compression format appropriate for the mobile terminal to a 
display format for the alternative display terminal that is 
different from the compression format, such that the converted 
video signal comprises the display format for the .alternative 
display terminal. 

To account for the aforementioned limitation in the prior art, Petitioner relies 

upon Palin. Specifically, Petitioner relies upon the splitting, by splitting 

application 218, of a packet, such as data frame structure 50, into mobile . 

terminal part 54 and external display device part 56, the· latter of which is 

12 

Page 361 of 372



Case IPR2013-00573 
Patent 8,050, 711 

then transmitted from mobile terminal 20 to external display device 30 

using, e.g., a Bluetooth protocol. Pet. 11-12, 31-33. Dr. Almeroth's 

declaration repeats the Petition nearly verbatim. Ex. 1004, ~~ 161. Patent 

Owner argues, inter alia, that external display device part 56 is not , 

"convert[ ed] ... from a compression format ... to a display format ... that 

is different than the compression format" because isolating and reassembling 

one or more external display device parts 56 as a Bluetooth packet does not 

alter the "format" of the video signal contained therein. Prelim. Resp. 6-11, 

27-35. 

We are persuaded that external display device part 56 is not 

"convert[ ed] ... to a display format ... that is different from the 

compression format." Palin discloses that splitting application 218 isolates 

external display device part 56 of a received payload from mobile terminal 

part 54. Ex. 1002, col. 2, 11. 41-46; col. 5, 11. 24-26; col. 6, 11. 28-45. Once 

external display device part 56 is isolated, it is repackaged into another 

transport protocol, such as the Bluetooth protocol, for transmission to 

external display device 30. Id. at col. 5, 11. 58-61; col. 6, 11. 45-52. 

According to Palin: 

[E]ach Bluetooth packet 95 comprises ... payload 98, which 
comprises one· or more external display device parts 56 or a 
portion of an external display device part, the organization of 
the data into Bluetooth packets depending on the size of 
~xternal display device part 56 and the size of payload 98. 

Id. at col. 6, 11. 53-60 (emphasis added). Palin further states: 

Upon receipt at external display device 30 the p~ckets are 
buffered at buffer (not shown) having a sufficient memory for 
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the data stream (step 104), and the packets are stripped of the 
access code 96 and header parts 97 (step 106) and the payloads 
95 of the various packets are then reassembled by the Bluetooth 
protocol stack 66 at the external display device 30 into a data 
stream to be played, whether as video only or with audio 
available (step 108). 

Id. at col. 7, 11. 45-53 (emphasis added). Thus, one or more external display 

device parts 56 are received by mobile terminal 20, and are later 

reassembled at external display device 30 into a data stream to be played. 

Id. Even assuming that the format of the video signal contained in external 

display device parts 56 is "a signal format appropriate for the mobile 

terminal," the video signal is not "converted" because external display 

device parts 56 output to external display device 30 are the same external 

display device parts 56 received by mobile terminal 20. The IEEE 

Dictionary defines "convert" as follows: convert (data processing); to 

change the representation of data from one form to another, for example, to 

change numerical data from binary to decimal or from cards to tape. 

Institute of Electrical and Electronics Engineers, The Authoritative 

Dictionary of IEEE Standard Terms 238 (7th Ed., IEEE Press 2000). This 

definition is consistent with the specification, which discloses converting 

multimedia content .to the following signal formats: S-video, RGBHV, 

RGBS, EIA770.3, DVI, DVI-D, HDMI, IEEE1394. Ex. 1001, col. 18, 11. 

1-10, Fig. 11. Indeed, the specification repeatedly differentiates between 

converting signal formats and routing via a communications 

protocol. Ex. 100 I, col. 3, 11. 33-46, col. 21, 11. 33-40, col. 26, 11. 28-32 and 

59-63, col. 27, 11. 1-16. When this definition is applied to Palin, even after 
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splitting, the first display device part(s) and second display device part(s) of 

Palin retain their original form such that they can still be displayed on their 

respective devices. The same analysis applies if Petitioner is attempting to 

assert that reassembling one or more external display device parts 56 into 

one or more Bluetooth-compliant packets corresponds to the recited 

converting. Thus, splitting application 218 does not "convert[] the video 

signal from a compression format appropriate for the mobile terminal"-i.e., 

the format of the video signal in external display device parts 56-"to a 

display format for the alternative display terminal that is different from the 

compression format," as required by claim 15. 

Conclusion 

We are not persuaded that Petitioner has established a reasonable 

likelihood that it would prevail in showing that claim 16 is unpatentable as 

anticipated by Palin. 

C. Claim 16 - Obvious over Palin 

Petitioner argues that claim 16 is unpatentable under 35 U.S.C. 

§ 103(a) as obvious over Palin. Pet. 13-18, 25-36. In support of this ground 

of unpatentability, Petitioner provides detailed explanations of how each 

claim limitation is taught or suggested by Palin, and relies upon the 

Declaration of Dr. Almeroth. Id. (citing Ex. 1004 ifif 45-115, 155..:62, 165-

77). 
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Analvsis 

In light of the arguments and evidence, we are not persuaded that 

Petitioner has established a reasonable likelihood that claim 16 is 

unpatentable as obvious over Palin. 

Independent claim 15, from which claim 16 depends, recites: 

wherein processing by the signal conversion hardware 
component includes converting the video signal from a 
compression format appropriate for the mobile terminal to a 
display format for the alternative display terminal that is 
different from the compression format, such that the converted 
video signal comprises the display format for the alternative 
display terminal. 

We are not persuaded that Palin discloses this limitation for the reasons 

discussed above. Petitioner contends that this limitation would have been 

obvious to a person of ordinary skill in the art. Pet. 15-16 (citing Ex. 1004, 

irir 45-115, 155-62, 165-77). Specifically, Petitioner contends that both 

decoding of compression formats and conversion of video signals "from one 

format to another (e.g., component, composite, S-vi9eo, VGA, DVI, HDMI, 

co-axial, NTSC, PAL, SDTV, and HDTV)" were well known by persons of 
' 

ordinary skill in the art, and a person of ordinary skill in the art "would have 

combined that knowledge with Palin to convert the video signal to a power 

level appropriate for driving the alternative display." Pet. 16. _ Patent Owner 

contends that it would not have been obvious because, "the '711 patent is 

focused on the conversion of video signals," such as from "a compressed 

video signal (e.g., MPEG-2) to a decompressed raw video signal" (Prelim. 

Resp. 15), and: 
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[I]n the system of Palin, where compressed data is received 
through cellular transmission, one of ordinary skill in the art 
would expect the same data to remain compressed as it is 
transmitted via Bluetooth. As explained above, the bandwidth 
of uncompressed video data can be in excess of 100 Mbps, 
while the practical bandwidth of Bluetooth is about 1 Mbps. 
Therefore, the bandwidth of Bluetooth is not suitable for the 

. transmission of uncompressed video data. 

Prelim. Resp. 19-20 (footnote omitted). Neither Petitioner nor Dr. Almeroth 

explain how a person of ordinary skill in the art would output a video signal 

at "a power level appropriate for driving the alternative display" (Pet. 16)-

i.e., a decompressed video signal that a person of ordinary skill in the art 

would have understood to require a bandwidth in excess of 1 OOMbs--over 

short range RF link 22 of Palin that a person of ordinary skill in the art 

would have understood to have a bandwidth of about only I Mbps. On this 

record, we are not persuaded that it would have been obvious to a person of 

ordinary skill in the art to modify Palin to "convert[] the video signal from a 

compression format ... to a display format ... that is different than the 

compression format." 

Conclusion 

We are not persuaded that Petitioner has established a reasonable 

likelihood that it would prevail in showing that claim 16 is unpatentable as 

obvious over Palin. 

D. Claim 18 Obvious over Palin and Hayakawa 

Petitioner argues that claim 18 is unpatentable under 35 U.S.C. 

§ 103(a) as obvious over Palin and Hayakawa. Pet. 18-20, 36-37. In 
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support of this ground of unpatentability, Petitioner provides detailed 

explanations of how each claim limitation is taught or suggested by Palin 

and Hayakawa, and relies upon the Declaration of Dr. Almeroth. Id. (citing 

Ex. I 004 ~if 45-115, 155-77). 

Hayakawa (Ex. 1003) 

Hayakawa discloses a flat panel multimedia display system and 

multimedia receiver system for displaying video and audio multimedia 

information generated for, inter alia, cellular telephone systems. Ex. 1003, 

Abstract;~~ 0032-33. Figure 7 of Hayakawa is reproduced below. 

FIG. 7 

Figure 7 illustrates cellular telephone system 40 connected to multimedia 

receiver system 200 and internet 90. Id. ~ 0068. Multimedia receiver 

system 200 connects to display system 300 through data and sync line 280. 

·Id. When large images and sound files are received by cellular telephone 

system 40, they are processed by multimedia receiver system 200, and its 

output is displayed on display system 300. Id. In this way, "[i]nstead of 

using a small LCD on the device 40, a telephone user can browse [the] 

Internet using the display system 210 and the receiver 200 by using an 

18 
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external signal cable 282." Id. ~ 0053. Figure 2 of Hayakawa is reproduced 

below. 

FJG.2 
280 

210 

Figure 2 illustrates a detailed functional diagram of multimedia receiver 

system 200. Id. ~ 0041. As shown, power supply 262 supplies power to 

display system 210 and to receiver 200 through second connector 202 and 

plug connector 204. Id. if 0063. Plug 260 connects to an alternating current 

("AC") or automobile power source. Id. 
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Analysis 

In light of the arguments and evidence, we are not persuaded that 

Petitioner has established a reasonable likelihood that claim 18 is 

unpatentable as obvious over Palin and Hayakawa. 

As discussed above, we are not persuaded that Palin anticipates or 

renders obvious independent claim 15, from which claim 18 depends. 

Moreover, Petitioner does not allege that any limitation of claim 15 would 

have been obvious in view of Hayakawa. Pet. 18-20, 25-35. Petitioner cites 

Hayakawa only for teaching the additional limitation recited in claim 18. Id. 

at 36-37. Because we are not persuaded that Palin teaches the limitations of 

claim 15, and because Petitioner does not argue that Hayakawa cures the 

deficiencies noted above, Petitioner has not established a reasonable 

likelihood that claim 18 is unpatentable as obvious over Palin and 

Hayakawa. 

Conclusion 

We are not persuaded that Petitioner has established a reasonable 

likelihood that it would prevail in showing that claim 18 is unpatentable as 

obvious over Palin and Hayakawa. 

III .. CONCLUSION 

For the foregoing reasons, we determine that the information 

presented in the petition establishes that there is not a reasonable likelihood 

that Petitioner would prevail in establishing the unpatentability of claims 16 

and 18 of the '711 patent. 
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IV. ORDER 

Accordingly, it is 

ORDERED that the petition is denied and no trial is instituted . 

. . 
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